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If you would like to publish an Article in ECTA’s Gazette, please note that the deadline for submission for the next
publication is August 15, 2008. Articles should be sent to Sandrine Peters at: sandrine.peters@ecta.org.

22nd OHIM-Link meeting
The 22nd ECTA-OHIM Link meeting will take place in Alicante on September 29, 2008.

Should you have any issues to be raised at this meeting, would you please send an e-mail asap, to Jodo Pereira da
Cruz, Chair of the OHIM-Link Committee at joaopcruz@jpcruz.pt and/or Sandrine Peters, ECTA Legal Coordinator at:

sandrine.peters@ecta.org by July 31, 2008.
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1A1 Trade Marks

CTM Revision - fiBetter Regulationo

ECTA raised concern regarding the proposal for a revised version of the Community
Trade Mark Regulation, under the aspect of what is called “Better Regulation”.

The purpose of this exercise is said to be to remove all Article numbers from the
Regulation which have been added over time. In our case this would mean that Article
44a becomes Article 45, Article 45 becomes Article 46 etc, the other “a” Articles

being Article 48a, Article 77a, Article 78a, Article 118a, and Article 159a. The other
purpose is - perhaps - to improve or in any event review the language versions of the
Regulation.

It is ECTA's view that this revision would adversely affect the users for the reasons
provided in the Resolution. Also, the Commission proposed a general review of the
European trade mark systems which will probably lead to some amendments of the
Regulations. This would render any codification made before worthless.

ECTA Resolution can be found at: http://www.ecta.org/position_papers/2008-06-
Codification.pdf

1A2 Enforcement

Implementation of the Enforcement Directive 2004/48/EC in Cyprus

At the end of this month, Cyprus will celebrate the second anniversary from the
implementation in its national Law, in substance, of the IP Rights Enforcement
Directive 2004/48/EC.

As a matter of fact, on July 28, 2006, the Cypriot House of Representatives put

into force five distinct pieces of legislation, which incorporated an important part of
the Directive’s provisions. These are Laws nos. 119(1)/2006 on Industrial Designs,
120(1)/2006 on Semi-Conductor Products, 121(1)/2006 on Trademarks, 122(1)/2006
on Patents and 123(1)/2006 on Copyright.

Reported by: Sozos-Christos Theodoulou, M Law, D.E.A., Member of the Anti-
Counterfeiting Committee, THE LAW OFFICES OF DR. CHRISTOS A. THEODOULOU, CY

Implementation of enforcement Directive 2004/48 in France

The Directive 2004/48 of April 29, 2004 on the enforcement of Intellectual Property
Rights was implemented in France on October 29, 2007 with Law n® 2007-1544,
Application decree n° 2008-624 of June 27, 2008 and decree n° 2008 — 625 of June
27, 2008.

These texts are now in force.
All the intellectual rights are concerned by the Law, our concern is to point the new
elements for trade marks and designs.

First of all, we precise that France did not confine the legal measures to acts carried on
a commercial scale. All infringements are concerned with the provisions of the French
law.

Other point exclusive jurisdiction is given to certain Civil courts (Tribunal de Grande
Instance) regarding litigation involving trade marks and designs.
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Measures for preserving evidence

- The seizure of “any related documents” was generally given by the judges
authorizing the infringing product seizure. But now it is written in the Law.

- The possibility to request the actual seizure of materials and instruments used to
produce or distribute allegedly infringing products is new in France.

- The delay to file a lawsuit before either civil or criminal courts has been extended to
a period not exceeding 20 working days or 31 calendar days whichever is the longer.

- Article 781 of the Directive requesting the Party to give reasonably evidence to
support the claim of infringement before the commencement of proceeding on the
merits of the case is not written in the French Law which is good to keep the efficiency
of the “saisie contrefacon”. A prejudicial question before the ECJ may reintroduce this
point in the French Law.

- As previously to preserve the rights of the defence, the possibility to constitute
adequate security to ensure compensation for any prejudice suffered by the defendant
is in the Law.

- If a lawsuit is not filed within the term, all the procedure is null. This will put an end
to the case law where the nullity of the infringing products seizure did not have for
consequences to be followed by the nullity of the descriptive part of the seizure.

Rights to information

- New in France as a specific Intellectual Property text but the request for

information already existed in some cases in civil law. The impact of this measure

may be diminished by the mention in article L716-7-1 82 “if there is no legitimate
impediment”. Corporate secrecy or processing of personal data will certainly be evoked
by the defendant.

Provisional and precautionary measures

- New conditions for interlocutory injunction. Before the Law of October 29, 2007 the
“référé interdiction” was not a regular interlocutory injunction but rather in the form
of interlocutory injunction (conditions: action serious and without undue delay). These
conditions have disappeared with the Law of October 29, 2007. The new conditions for
the applicant of the interlocutory injunction are to provide any reasonable evidence

to justify that he is the rightholder and that his rights are infringed or about to be
infringed. The interlocutory injunction may in appropriate case be taken without the
defendant having been heard which is also new.

Retentions in Customs

- At their own initiative Customs authority have now the possibility to retain goods
considered to be infringing trade marks or design rights. The owner once informed has
3 days to file a request to maintain the retention.

Damages

The law abandons the general civil system allowing damages only to compensation the
damage directly suffered. It introduces an option between:

- either damages calculated on the basis of an assessment of all negative economic
consequences suffered by the right owner, the counterfeiter’s profits, and the moral
damage suffered by the right owner,

- or, upon the right owner’s request, lump sum damages which cannot be lower than
the licence fee which would have been perceived by the right owner if the counterfeiter
would have requested his authorisation to operate the intellectual property right. The
law provides a threshold but does not prevent the judge from allowing higher lump
sum damages.
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Furthermore, the law introduces more severe criminal penalties if the counterfeiting
products are dangerous for human or animal health or security, i.e. a fine amounting
to Euros 500,000 and 5 years’ imprisonment.

Corrective measures

The law provides additional corrective measures, all at the counterfeiter’s expenses:

- withdrawal from the market of the counterfeiting products, as well as the devices and
instruments which were mainly used to create or manufacture such products,

- destruction of the counterfeiting products

- publishing of the Court decision, which is now officially a corrective measure.

Reported by, Sylvie Harding, Chanel, FR and Audrey Hagege, Sanofi-Aventis, FR,
members of the Anti-counterfeiting committee

Implementation of the Enforcement Directive 2004/48/EC in Germany

Further to the report published in ECTA flash 15-08 please be advised that the bill
implementing the Enforcment Directive has been published in the Federal Law Gazette
of July 7, 2008.

After having been approved by the German Parliament and the German Second
Chamber and having been signed by the German President. It will come into force on
September 1, 2008 (Art 10 of the bill).

Reported by: Florian Schwab, Member of the Anti-Counterfeiting Committee, Boehmert
& Boehmert, DE

2h Case Law 21 Court of First Instance of the European Court of Justice

On absolute grounds for refusal

1. Case: T-186/07, 2 July 2008, Ashoka v. OHIM
( Contested decision : Case R 635/2006-1 dated 15 March 2007 )

Trade mark:

darts-ip e DREAM IT, DO IT!
u classes: 35, 36, 41 and 45

Decision:

The trade mark is devoid of any distinctive character since the relevant public will see
an invitation or an incentive to realise its dreams. It wil perceive the message that the
services provided under the mark will enable him to realise its dreams (para. 27). It is
nothing more than an ordinary promotional message (para 28).

The Board of Appeal’s decision is upheld.
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2. Case: T-160/07, 8 July 2008, law yrm Norton Rose Vieregge/ law yrm CMS
Hasche Sigle v CMS Hasche Sigle
( Contested decision : Case R 231/2006 2 dated 26 February 2007 )

Trade mark:
COLOR EDITION

class: 3

Decision:

1. According to 55, paragraph 1, a) CTMR, the declaration that a trade mark is invalid
may be submitted by a natural or legal person which has the capacity in its own name
to sue. This person need not evidence any interest to act (para. 21 to 26).

2. The trade mark is descriptive since it voices a message that will immediately and
directly be understood by the relevant public, namely a range of cosmetic products or
of make up in different color shades (para . 48).

The Board of Appeal’s decision is upheld.
Aaadi3aaaaadaaaa

3. Case: T-70/06, 9 July 2008, Audi AG v OHIM
( Contested decision : Case R 237/2005-2 dated 16 December 2005 )

Trade mark:
Vorsprung durch Technik
Classes: 9, 12, 14, 16, 25, 28, 37, 38, 39, 40, and 42

Decision:

The trade mark which means “progress through technique” is devoid of any distinctive
character. The relevant public will perceive it as indicating that the technical
superiority will enable the manufacture of products and services of better quality or
that the technique provides for superior progress (para. 45). In both circumstances, it
evidently has a promotional significance (para. 46).

The Board of Appeal’s decision is upheld.
Adaiaaasaaaaaaa

4. Case: T-58/07, 9 July 2008, BYK-Chemie GmbH v OHIM

( Contested decision : Case R 816/2006 4 dated 9 January 2007 )
Trade mark:
Substance for Success
Classes: 1, 40, 41 and 42
Decision:
The trade mark is devoid of any distinctive character since it evidently indicates the
link between the advantage of using the goods and services, and the result to be
obtained (para. 25). It therefore will be perceived as a promotional formula (para.

24).

The Board of Appeal’s decision is upheld.
|
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5. Case: T-323/05, 9 July 2008, The Coffee Store GmbH v OHIM
( Contested decision : Case R 855/2004-2 dated 15 June 2005 )

Trade mark:

THE COFFEE STORE

Classes: 30, 32, 41 and 43
Decision:
The trade mark is descriptive since the relevant public will perceive the mark as
designating a place where coffee is sold or where this product is consumed or of
similar products (para 42).
The Board of Appeal’s decision is upheld.
Adaiaaaaaaaaaa
6. Case: T-304/06, 9 July 2008, Paul Reber GmbH & Co. KG v OHIM

( Contested decision : Case R 97/2005-2 dated 8 September 2006 )

Trade mark:

Mozart
Class: 30

Decision:

The mark is descriptive since the German-speaking public necessarily perceives the
word “Mozart” as a reference to the characteristic recipe of the delicacy called a
“Mozartkugel” (para. 96).

The Board of Appeal’s decision is upheld.
Adaaaaaaaaaaa

7. Case: T-302/06, 9 July 2008, Paul Hartmann AG v OHIM

( Contested decision : Case R 805/2006-4 dated 5 September 2006 )
Trade mark:
Classes: 5, 10 and 25
Decision:
The decision annuls the decision of the Board of Appeal that refused to register the
mark on a very general and abstract reasoning on the ground that the mark was made
of a single letter. The Board of Appeal had the obligation to proceed with a concrete

examination of potential capabilities of the sign applied for to be able to distinguish
(para 35).
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On relative grounds for refusal

1. Case: T -340/06, 2 July 2008, Cristina Ricci v. Stradivarius Espa€fa, SA,
( Contested decision : Case R 1024/2005 1 dated 7 September 2006 )

Trade mark:

Earlier trade mark Community trade mark
applied for

class: 14,16 and 18

Decision

1. The mark will be perceived by the average consumer not as being a “stradivari
1715%, but as being one of the following words: “stvadinari 1715“ , “jtvadinari 1715“,

“stvdivari 1715%, “jtvdinari 1715* , “jeudivari 1715 (para.38).

2. The trade marks are visually (para. 51 to 54), aurally (para. 55 and 56) and
conceptually (para. 57) different.

The Board of Appeal’s decision is upheld.

dﬂlTS-ip ° To find the full text of the trade mark decisions reported in the ECTA
Flashes, please search the ECTA Info Database including the free Darts-ip
u Europe Case Law database available on ECTA’'s website in the members’
only section. ECTA offers its members free access to Darts-ip search
functions limited to ECJ and CFI decisions as well as for national decisions
reported in ECTA Flashes.

If you are interested in having full access to the 55,000 pan-European case
law documents in darts-ip, additional information can be found on www.
darts-ip.com.
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3A ECTA News 3i1 WIPO - Nice Classiycation

WIPO - Special Union for the International Classiycation of Goods and Servi-
ces for the Purposes of the Registration of Marks (Nice Union) - Ad Hoc Wor-
king Group Session Geneva July 3 and 4 2008.

This Session was about how to simplify and speed up the future Preparatory Working
Group (PWG) sessions and the ones of the Committee of Experts (CE). The PWG
usually issues proposals on possible amendments of the Nice Classification, while the
CE has the decisive votes.

There was a general consensus that the PWG work could be done also on line in a
so-called e-forum. Furthermore, to unify requests and proposals, WIPO will work out
some schedules for the users called e-forms. More complex arguments or pictures of
new goods may be attached thereto. The results of the e-forum will be presented to
the CE, which will meet once a year and may thus authorize new additions to the
Classification more rapidly than in the current usual five-years-term.

ECTA will be allowed to comment on the proposals, in particular on the appropriate
classification of new goods or changes inside the existing Classification.

The details of the e-forum and the e-forms will be worked out by WIPO and presented
during the next meeting in 6 - 10 October 2008 for final approval. Ideally all could

enter into force already in 2009.

Reported by Jan Wrede, Member of the Law Committee, De Simone & Partners, IT

3i2 ECTA Committee Meetings

Most of the reports of the Committee meetings held in Killarney on 18 June 2008 are
available on ECTA’s website under the relevant Committee/reports section.

Please note that this section is limited to members only.

Supported by

Thomson CompuMark
Global Trademark Solutions

THOMSON
aa

™

http://compumark.thomson.com
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