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Survey on the Calculation of the Starting Date for the5 YearsUse
Requirement

A Survey conducted by the ECTA Harmonization Committee

This survey deals with the interesting questionchtdate is decisive in the various Member
States for the start of the use requirement.

We know that the five years use requirement is ofdled in the Community Regulation.

However, the date upon which one must rely for sheting date is not always easy to
determine, especially for national trade marks Wwinave been filed through the international
Madrid system.

The European Court of Justice (ECJ) has dealt thithquestion in its decision dated 14 June
2007, Case C-246/05. According to the ECJ thene igeneral rule to calculate such a date. It
rather depends on each country because the questidime starting date has not been
harmonized within the Directive.

This starting date is rather difficult to establidhurthermore the practice has changed
throughout the years, for instance due to the tfaat some countries (recently the Benelux)
have decided to make a statement of grant of groteén relation to international trade
marks.

The purpose of this survey is to set out the ride®stablishing the relevant dates as well as
the way to calculate and to find them. These ratesnot only explained in relation to direct
national trade marks, but also for trade markslftlerough the international Madrid System.
There are contributions from nearly all Member &taif the European Union.

In order to give a first overview of the topic, tearvey starts with reflecting the various
questions and a short summary of the answers thefée second part contains detailed
answers for the Member States in alphabetic order.

There are contributions from nearly all Member &atf the European Union, except for
Bulgaria, Lithuania and Slovakia which are currgmibt represented in the Harmonization
Committee.

The Harmonization Committee hopes that this surseges all colleagues in need of
information as to when the use requirement starparticular Member States of the European
Union.
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Thanks to everybody who participated in compilihgs tsurvey, especially Ms. Riina Parn
who kindly provided answers for Estonia which igsreatly not officially represented in the
Harmonization Committee.

Carolin Kind, LL.M
Vice Chair of the Harmonization Committee

October 2007
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Questionnaire:

1. Which date is generally decisive for the stathe 5 year’s use requirement in your
country?

a) Direct national trade marks

b) Trade marks filed through the Madrid systemfiRrks)

2. Which provisions in your national laws deal wtitis issue?

a) Direct national trade marks

b) Trade marks filed through the Madrid systemfiRrks)

3. Is a different date decisive if there have ba@yofficial refusals or oppositions by third
parties?

a) Direct national trade marks

b) Trade marks filed through the Madrid systemfiRrks)

4. Are there any further particularities with redjém the calculation of the 5 year’s use
requirement in your country?

a) Direct national trade marks

b) Trade marks filed through the Madrid systemfiRrks)

5. Are there any national court decisions dealiiity) ¥he issue of calculation?

a) Direct national trade marks

b) Trade marks filed through the Madrid systemfiRrks)

6. Have there been any different rules in the past?

a) Direct national trade marks
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b) Trade marks filed through the Madrid systemfiRrks)

1. Which date is generally decisive for the start of the 5 year’s use requirement in your country?

a) Direct national trade marks

Austria  |The registration date (starting date of the period)

Benelux  |The registration date.

Bulgaria [|-----

Cyprus The date of the registration of the Trade Mark ypKDs.

Czech The registration date.

Republic

Denmark |The date of termination of the registration procedue. 2 months ano
5 years after publication provided that no opposgiare filed.

Estonia The registration date.

Finland The registration date.

France The date of publication of its registration in tfécial bulletin (BOPI).

Germany |The date of the (preliminary) registration of tharkawith the German
PTO.

Great The date of completion of the registration procedur

Britan

Greece The registration date.

Hungary [The registration date.

Ireland The five-year non-Use period runs from completibthe registration
procedure, which the Trade Mark Act 1996 descridsethe date of
publication of the registration. This should cop@sd to the time that
certificate of registration issues but may be earli

Italy The registration date.

Latvia The registration date.

Lithuania [-----

Malta The date of publication of the registered markie Government
|Gazette. However, there is no case law on thisamatt

Poland The registration date.
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Portugal |The date of the definitive grant of the registmat{o practical terms,
|date of grant).

Romania [The date of the publication of registration. Howetee effective date
from which the 5 years are counted is not specifiethy legal
Iprovision. Therefore, the starting date is intetqiée.

Slovak  |-----

Republic

Slovenia |The registration date.

Spain The date of publication of the granting.

Sweden The registration date.

1. Which date is generally decisive for the start of the 5 year’s use requirement in your country?

b) Trade marks filed through the Madrid system (IR kagar

Austria  |The date of the registration at the Internatidaleau of WIPO.

Benelux |The date of the publication of WIPO in the WIPOz&ize of the
statement of grant of protection issued by the BDffice.

Bulgaria [-----

Cyprus |The date of the notification in Cyprus.

Czech |The date of the registration at the Internationaiedu of WIPO.

Republic

Denmark |Termination of the registration procedure, i.ea@nths and 5 years afte
Ipublication provided that no opposition are filed.

Estonia |The date of granting the legal protection in Egton
Based on the mentioned provision of the Estoniadd&Mark Act and
[based on the European Court decision of 14 Juné ib0Dase C-256/05
where the Court has come to the conclusion thadalbe of the
jcompletion of the registration procedure must derd@ned in each
Member State in accordance with the proceduratraferegistration in
force in that State, “the date of granting the lgatection” in Estonia
should be regarded as the date the registratiareguwe for the
International trade mark is terminated in Eston&, 2 months after
Ipublication of the trade mark on the condition thatopposition is filed.

Finland |The date of legal force in Finland (in principhetregistration date but i
Imay be even a later point of time when the TradekM®ffice confirms
the designation valid in Finland due to e.g. opj@siprocedures etc.).

France |In the absence of total of partial provisionalesfl of protection: 4
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months after the notification of the IR mark to #ench authorities or,
it is later, the date of expiration of the oppasitierm. The latter is

calculated as follows: it starts with the 1st dayhe month following the

receipt of the WIPO Gazette at the French PTO add & months later

The date of recordal of the total or partial prtitetin France at the
international register.

Germany

The date of expiration of the 12 months period@eh in Art. 5(2)
Madrid Agreement, i.e. the date of the internatioagistration plus 12
months.

Great
Britain

The date of the protected international trade niidi) becoming
protected in the UK.

Greece

The date of the registration at the Internatid@aleau of WIPO.

Hungary

The day following the expiry of the 12/18 monthe
(Agreement/ProtocoBvailable for the Hungarian Patent Office (HPO
issue a temporary refusal.

Ireland

The date of the publication of protection.

ltaly

The date of the registration at the Internatidaleau of WIPO of the
Italian designation in case of the subsequent dasmn.

Latvia

The date of the international trade mark’s legaté in Latvia.

The Patent Office examines internationally regesierade marks to
ascertain their compliance with requirements ofdet6 (Absolute
Grounds for Refusal and Invalidation of Trade MBRegistration) and
Article 8 (Well-known Trade Marks as Grounds forflsal and
Invalidation of Trade Mark registration) of the Lan Trade Marks and
Geographical Indications. Opposition to the entity ieffect of an
international registration of a trade mark in Latmay be filed within 4
months from the date of publication of a noticératle mark registratiot
with respect of Latvia (territorial extension t@tRepublic of Latvia) in
the Official Gazette of international registratiointrade marks. Within 3
months from the date of receipt of the provisiaedilisal the owner of tt
international registration is entitled to submitagppeal (a reply to
opposition).

Lithuania

Malta

Not applicable as Malta is not party to the Madrydtem.

Poland

The date of publication of the trade mark regigirain Poland in Officie
Journal of the Polish Patent Office after the exetion by the examine
in Polish Patent Office.

Portugal

The date of the registration at the Internatidaleau of WIPO (in

practical terms, date of the application).
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Romania

Publication of the Registration or counting 12 tignfrom WIPO'’s
notification (just in case that no refusal was eéu However, the
effective date from which the 5 years are counsabt specified in any
legal provision. Therefore the starting date isriptetable.

Slovak
Republic

Slovenia

The date of entry of the right in the register.

Spain

The date of the publication of the granting.

Sweden

The date of legal force in Sweden.

2. Which provisions in your national laws deal with this issue?

a) Direct national trade marks

Austria Section 33a of the Trade Marks Protection Act.

Benelux  |Article 2.2 of the Benelux IP Convention.

Bulgaria  |-----

Cyprus Articles 28 and 28A of the Trade Marks Law of QygrChapter 268.

Czech Section 13, paragraph 1 of Trade Mark Act No. 48Q2Coll.

Republic  |(Collection of Law).

Denmark |Section 25 of the Danish Trade Marks Act.

Estonia Article 53(1)(3) of the Trade Mark Act (statingetiground for filing the
lcancellation action on the basis of non-use).

Finland Section 26 paragraph 2 of the Trade Marks Act9G4) .

France Article R. 712-23 of the Industrial Property Code.

Germany [Sections 25, 43 (1) and 26(5) of the German Thdiks Act.

Great Section 46(1)(a) of the Trade Marks Act 1994.

Britain

Greece Article 17 paragraphs a and b of the Trade Mank Naumber
2239/1994.

Hungary |Article 18 of the Trade Marks Act.

Ireland Section 51 of the Irish Trade Marks Act 1996 andeRl1 of the Trade
Mark rules, 1996, deal with Revocation of a regatelrade Mark due
to non-use.

Italy Article 24 of the Italian Trade Mark Law.

Latvia Article 23 of the Law on Trade Marks and Indicasof Geographical
Indications.

Lithuania  |-----
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Malta Section 42 of the Trade Marks Act.

Poland Article 169.1.1 of the Law on Industrial Property.

Portugal  |Article 268 Number 4 and Article 269 Number 1 loé industrial
Property Code.

Romania |Law Number 84/1998, Article 45 paragraph 1.

Slovak — |-----

Republic

Slovenia |Article 120 of the Slovenian IP Act .

Spain Article 39 of the Trade Marks Law.

Sweden |Trade Mark Law Number 1960:644 paragraph 25 a.

2. Which provisions in your national laws deal with this issue?

b) Trade marks filed through the Madrid system (IR marks)

Austria  |Section 32(2) of the Trade Marks Protection Aat@mnection with
Section 33 of the Trade Marks Protection Act.

Benelux |Article 2.2 of the Benelux IP Convention and Alid.8 of the
limplementation regulations.

Bulgaria  |-----

Cyprus  [Article 28 and 28a of the Trade Marks Law of CypprGhapter 268.

Czech Section 13, paragraph 1 of the Trade Mark Act Numé41/2003 Coll.

Republic |(Collection of Law).

Denmark |Section 51 of Section 25 of the Danish Trade M&is

Estonia  |Article 53(1)(4) of the Trade Mark Act (statingetiground for filing the
lcancellation action on the basis of non-use).

Finland  [Trade Marks Act (7/1964) Section 26 paragraph® ection 56e.

France  |Article R. 712-23 CPI.

Germany [Sections 115(2), 116 and 117 of the German Traak$/Act.

Great Article 13(2) of the Trade Marks (International FReation) Order 1991

Britain as amended by various subsequent statutory institsme

Greece  |Article 17 paragraph a and b of Trade Mark Law R@39/1994.

Hungary |Article 76/N (7) of the Trade Marks Act.

Ireland Section 58-59 of the Irish Trade Marks Act, 1986als with Madrid
Protocol Marks. WIPO'’S Guide to the Internationaigigtration of
Marks undethe Madrid Agreement and the Madrid Protocol candex
as guidelines.

Italy Article 24 of the Italian Trade Mark Law.

Latvia Articles 37 and 23 of the Law on Trade Marks amgidations of
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|Geographical Indications.

Lithuania |-----

Malta Not applicable as Malta is not party to the Madchydtem.

Poland Article 1528 of the Law on Industrial Property whirefers to Article
169.1.1.

Portugal |Articles 268 Number 4 and 269 Number 5 of the Btdal Property
(Code.

Romania |Article 45 paragraph 1 of the Law number 84/1998.

Slovak  [|-----

Republic

Slovenia [Article 120 of the Slovenian IP Act.

Spain Article 39 of the Trade Marks Law.

Sweden |Trade Mark Law Number 1960:644, paragraph 25 a.

3. Is a different date decisive if there have been any official refusals or oppositions by third parties?

a) Direct national trade marks

Austria  |[No.

Benelux |No.

Bulgaria |-----

Cyprus |No.

Czech No.

Republic

Denmark |5 years from the date of the final opposition diexi, or 5 years from th
final appeal decision or final court decision. T&e is not published b
must be calculated. However the Danish Trade Madally issues an
official confirmation of the date of termination thfe registration
procedure.

Estonia |No.

Finland |No. However, there may still be space for inteigtien.

France |No.

Germany |Where an opposition has been lodged against glenpmary registration

of a German Trade Mark, the decisive date for thd ef the 5 years us
requirement is the date of completion of the oppmwsiprocedure, Art. 2
(5) German Trade Marks Act. The date of completbthe opposition

procedure is recorded in the Register and publitited on, Section 25
No. 22 lit. b and Section 28(1) Marken V (Regulatan the execution ¢

the Trade Marks Act). The decisive date can thusdbiéied easily.
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D

e

Great No difference with direct national trade marksttasdecisive date is th

Britain date of completion of the registration procedutee Tegistration
procedure is not complete until any official refigsand oppositions hay
been resolved. The date of completion of the reggish is published in
the register.

Greece |No.

Hungary |No.

Ireland  |No.

Italy No.

Latvia No.

Lithuania |-----

Malta No.

Poland |No.

Portugal |No.

Romania |Yes. Any definitive decision in respect with theal registration of the
Trade Mark (they are all published in the NatioBalletin).

Slovak  |-----

Republic

Slovenia |No.

Spain No. As the obligation starts only with the pubtioa of the granting,
there is no need for a difference.

Sweden |No.

3. Is a different date decisive if there have been any official refusals or oppositions by third parties?

b) Trade marks filed through the Madrid system (IR marks)

t

Austria  |[No.

Benelux |The date of the publication of WIPO in the WIPOz&ite of the
statement of lifting of the refusal issued by trenBlux Office. If
different grounds for refusal were applicable amelythave been lifted a
different moments, the last publication by WIPQhe WIPO Gazette of
the statement of the lifting of the refusal of Benelux Office counts as
|date of registration.

Bulgaria [-----

Cyprus |No.

Czech  [No.

Republic

Denmark |The date of the final opposition decision or tiagedof the final appeal or
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court decision. The date is not published but rhestalculated. Howewv:
the Danish Trade Mark usually issues an officialfconation of the date
of termination of the registration procedure.

Estonia

The International mark is published for the opposipurposes after the
conclusion of the examination procedure, therefang, official refusals
do not affect the starting date as mentioned habewe in point 1(b).
However, the oppositions by third parties affeet starting date, since
the date of granting the legal protection for thieinational mark in
Estonia is decisive, i.e., as a result of the opiposprocedure in favour
of the owner of the International mark, the Inteiorzal registration is
granted protection only once the decision of theasftion becomes
effective (provided that no appeals are filed), tiee date which is
decisive while calculating the start of the fiveay@se requirement
period.

The register does not publish the date when thesippn decision
comes into effect. The publication date of therimd¢ional Registration
and the note of contesting if the opposition prareds pending may be
only viewed in the register. Once the oppositioocpedure is terminated
and the decision is made in favour of the ownehefinternational
Registration accepting to register the Internatiomark in Estonia, the
register does not reflect any more the note ofexiirtg nor does it refle
the note that the trade mark was ever under thesojgn procedure.
Therefore, the separate request addressed todiséeravould help to
verify the issue if any opposition was filed, anduld help to specify
which date is actually decisive for the start @& five-year use
requirement period (since the date may vary if @ogosition was filed ¢
not).

Finland

No. However, there may still be space for intetgtien.

France

No.

Germany

In place of the dates of the preliminary registrabr the date of the
actual completion of the opposition proceedings,décisive dates in
respect of IR marks filed through the Madrid sysemas follows:

(I) Generally, the time limit set forth in Art. 2) of the Madrid
Agreement (to give notice of a refusal of protettio the International
Bureau) of one 12 months from the date of the magonal registration
or of the request for extension of protection miad&ccordance with
Article 3ter is relevant for the calculation of thiarting date for the 5
years use period. The 5 years use period is caéclfeom the expiry da
of the 12 months period in Art. 5(2) Madrid AgreeméArt. 115 (2)
German Trade Marks Act. In practise, this meansttieholder of an IR
extending to German can usually rely on a 6-yeaan fellowing the date

of the international registration within which tatghe mark into use in
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Germany.

(1) In cases where proceedings before the Gernig fi@r reason of
absolute grounds for refusal or opposition proaegslare still pending
after expiry of the 12 months notification periodArt. 5(2) Madrid
Agreement, the “decisive date” for the beginninghaf 5 years use peri
is shifted to the date of receipt of the German RTiDal notification
concerning the grant of protection by the Intewrai Bureau, Section
115 (2) German Trade Marks Act — cf. German Fedgugreme Court
(BGH) GRUR 1995, 583 — MONTANA.

(111 As to former GDR Trade Marks and internatibirade marks
designating the territory of the former GDR whichres/ registered eithef
with the former PTO of the GDR or internationallgfbre the accession

of the GDR-territory to the Federal Republic of Bany, the 5 years use

period commenced on October 3, 1990 in respettesiet marks, see
Section 10 of the annex to the Reunification Treaty

Great
Britain

The date on which marks filed through the Madristegn become
protected is as follows:

() In cases where the period of 18 months fromddwe on which the
notification of the request for extension was gerthe United Kingdom
expires without any notice of provisional refusal/img been given and
without the International Bureau having been infednthat oppositions
may be filed after the expiry of that period, theede mark which is the
subject of the request for protection shall beguted as a protected
international trade mark (UK) on the expiry of tA8t month period (see
Article 12(1) of the Trade Marks (International Reation) Order 1996
as amended by Articles 9(1) and (2) of the Tradekslé@nternational
Registration)(Amendment) Order 2002).

(I1) Subject to paragraph (i) above, in cases wipargiculars of an
international registration have been publishedhéeWK in respect of all
or some of the goods or services comprised inrtteznational
registration and the period for giving notice opopition expires withou
notice of opposition having been given in respéeny of the goods or
services specified in the notice published anthout notice of refusal n
based on an opposition having been given and rnibtlvawn, the trade
mark which is the subject of the international ségition in question shi
thereupon be protected as a protected internaticadd mark (UK) in
respect of those goods or services (see Articl@AR¢f the Trade Marks
(International Registration) Order 1996 as amerigeArticles 9(1) and
(2) of the Trade Marks (International Registrat{@mendment) Order
2002).

(111) Subject to paragraph (i) above, where pattcsi of an international
registration have been published in respect afradlome of the goods or

—

services comprised in the international registratiad on expiry of the
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period for giving notice of opposition notice ofpmsition has been give

in respect of some only of the goods or servicesifipd in the notice
published and no notice of refusal not based oopgosition has been
given and not withdrawn in respect of the remairgogds or services
specified in that notice, the trade mark whichis subject of the
international registration in question shall thgy@u be protected as a
protected international trade mark (UK) in resp#dhose remaining
goods or services (see Article 12(1B) of the Trisldeks (International
Registration) Order 1996 as amended by Article & (2) of the
Trade Marks (International Registration)(Amendmeédtjler 2002).

(IV)Subject to paragraph (i) above, where particutat an international

registration have been published in respect afradlome of the goods or

services comprised in the international registratind within the period
for giving notice of opposition notice of oppositibas been given in
respect of all or some of the goods or servicesifipd in the notice
published but subsequently a final decision is nthdethe notice of
provisional refusal given as a result of that opmsis notice of
provisional refusal given as a result of that oppms is withdrawn, or is
withdrawn in respect of some of the goods or sesvin respect of whic
protection in the United Kingdom has been requestedtrade mark
which is the subject of the international registmain question shall
thereupon be protected as a protected internaticadd mark (UK) in
respect of the goods or services specified in ttiea published other
than those in respect of which a notice of refgsalether based on an
opposition or otherwise) continues to subsist.tRese purposes a final
decision shall be regarded as being made whenegfisrar, or the
appointed person or the court on appeal or fudbpeeal from the
registrar, decides whether the refusal shall belahln whole or in
relation to some only of the goods or serviceslation to which
protection in the United Kingdom is requested, anyg right of appeal
against that decision expires or is exhausted ABdes 12(1C) and
12(1D) of the Trade Marks (International RegistrajiOrder 1996 as
amended by Article 9(1) of the Trade Marks (Int¢iorzal
Registration)(Amendment) Order 2002).

When a trade mark becomes protected pursuant &bibnee, the registre
in the UK is supposed to publish a notice whicHudes the number of
the international registration in respect of tmatle mark and the date ¢
which protection is conferred (See Articles 12(B)he Trade Marks
(International Registration) Order 1996 as amerigeArticles 9(1) and
(3) of the Trade Marks (International Registrat{@mendment) Order
2002). However, as a matter of practice, the dateltich protection is
conferred in the United Kingdom is not included as ecHfc entry on th
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[register.

Greece |No.

Hungary |Yes. The date of the Hungarian Patent Office’sltggn withdrawing
the temporary refusal or issuing only a partiaafirefusal. This date is
Ipublished in the register.

Ireland  |The date of publication of the registration is tleeisive date.

Italy No.

Latvia No.

Lithuania |-----

Malta Not applicable as Malta is not party to the Madchydtem.

Poland |No.

Portugal |[No. However, it may happen that after the peribfive years has
lelapsed counted from the date of the internatidbredle Mark
(application), the latter has not yet been theexttlpf a definitive
decision in Portugal, in view of the fact that dial appeal is still
pending. Although it can be argued whether or histflact constitutes a
just reason for the n-use of the mentioned Trade Mark in Portugal, this
situation is not provided for by law.

Romania |Yes. Publication of the finalotification attesting the registration (verif
lin WIPQO'’s database and official bulletin).

Slovak  |-----

Republic

Slovenia |No.

Spain No. As the obligation starts only with the pubtioa of the granting,
there is no need for a difference.

Sweden |No.

14

4. Are there any further particularities with regard to the calculation of the 5 year’s use requirement in
your country?

a) Direct national trade marks

Austria

The trade mark owner can not avoid the cancefiaiichis trade mark if
luse is commenced after the expiry of the five yparsod, but before th
application for revocation is made, providing ttie applicant informecd
the trade mark owner about the non-use of the aeletvade mark or the
trade mark owner relied on his trade mark agalmstapplicant and the
application for revocation is filed within 3 monttiereatfter.

Benelux

Cancellation of a trade mark on the basis of nemis possible if use is
lcommenced after the five years period and withinddiths prior to the
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filing of the cancellation action, provided thaétpreparations for use
commenced after the trade mark owner became awéne éact that a
cancellation action might be initiated.

Bulgaria

Cyprus

Cancellation of a trade mark on the basis of nemis possible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaétpreparations for use
commenced after the trade mark owner became aw#hne &act that a
cancellation action might be initiated.

Czech
Republic

Cancellation of a trade mark on the basis of nanisipossible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaétpreparations for use
commenced after the trade mark owner became aw#hne &act that a
cancellation action might be initiated.

Denmark

Cancellation of a trade mark on the basis of nemis possible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaétpreparations for use
commenced after the trade mark owner became aw#hne &act that a
cancellation action might be initiated.

Estonia

The registration of a trade mark shall not be eded on the basis of
non-use if the use is commenced after the expith@five-year period
and prior to filing of the action. Any such commenwent of use of the
mark shall be disregarded if the use of the madoremenced after the
end of the five-year period and within three morgher to filing of the
action and if the owner of the mark commenced pedjmms for the use
of the mark only after the owner became aware @fritention of filing
the action (Articles 53(2) and 53(3) of the Tradekniact).

Finland

Cancellation of a trade mark on the basis of nemis possible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaétpreparations for use
commenced after the trade mark owner became aw#rne &act that a
cancellation action might be initiated.

France

Cancellation of a trade mark on the basis of nemis possible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaetpreparations for use
commenced after the trade mark owner became aw#ne &act that a
cancellation action might be initiated.

Germany

The registration of a Trade Mark shall not be k&gon nondse ground
if use is commenced or resumed after the expithefive year period

and before the application for revocation is maBONIDED THAT any
such commencement or resumption of userdfte expiry of the five ye
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period but within the period of three months befibwe making of an
application for revocation shall be disregardecesslpreparations for tf
commencement or resumption have begun before tpgiptor became
aware that an application for revocation on grousfdson-use might be
made, see Section 49(1) German Trade Marks Act.

Great
Britain

The registration of a trade mark shall not be redo&n non-use ground
if use is commenced or resumed after the expithefive year period
and before the application for revocation is maBONIDED THAT any
such commencement or resumption of use after thieyeaf the five yea
period but within the period of three months befibwe making of the
application shall be disregarded unless prepamsfianthe
commencement or resumption began before the ptopbecame awar
that the application might be made (see SectioB)4b@ade Marks Act
1994.

16
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Greece

Cancellation of a trade mark on the basis of nemis possible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaétpreparations for use
commenced after the trade mark owner became aw#hne act that a
cancellation action might be initiated.

Hungary

Cancellation of a trade mark on the basis of nemis possible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaétpreparations for use
commenced after the trade mark owner became aw#hne &act that a
cancellation action might be initiated.

Ireland

Article 12 of the Harmonisation Directive does Bpip its entirety. Use
three months prior to application for cancellati®iscounted where
preparations for the commencement of resumptioaramely after the
proprietor becomes aware that the applicationdwgocation may be
filed.

Italy

Cancellation of a trade mark on the basis of nemis possible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaétpreparations for use
commenced after the trade mark owner became aw#hne &act that a
cancellation action might be initiated.

Latvia

Cancellation of a trade mark on the basis of nemis possible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaétpreparations for use
commenced after the trade mark owner became aw#hne &act that a
cancellation action might be initiated.

Lithuania

Malta

Cancellation of a trade mark on the basis of nemis possible if use is
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|[commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaétpreparations for use
|commenced after the trade mark owner became awdéne éact that a
cancellation action might be initiated.

Poland

Cancellation of a trade mark on the basis of nemis possible if use is
lcommenced after the five years period and withmadiths prior to the
filing of the cancellation action, provided thaétpreparations for use
commenced after the trade mark owner became aw#ne &act that a
cancellation action might be initiated.

Portugal

Cancellation of a trade mark on the basis of nemis possible if use is
lcommenced after the five years period and withmadiths prior to the
filing of the cancellation action, provided thaetpreparations for use
commenced after the trade mark owner became aw#rne &act that a
cancellation action might be initiated.

Romania

aware of the fact that a cancellation action mightnitiated, within 3
imonths prior to the filing of the cancellation:
The cancellation is possible; the use is not takeEnconsideration.

The preparations for use commenced after the treat& owner became

Slovak
Republic

Slovenia

No.

Spain

Cancellation of a trade mark on the basis of nemis possible if use is
lcommenced after the five years period and withmadiths prior to the
filing of the cancellation action, provided thaetpreparations for use
commenced after the trade mark owner became aw#rne &act that a
cancellation action might be initiated.

Sweden

In Sweden it is possible to cancel a trade mattkdaftrade mark holder
commences use after the use of the five year pbuodithin three
moths before the cancellation action, if the tradek holder has
commenced use of the mark because he became daheedancellatio

=7

action was about to be filed.

4. Are there any further particularities with regard to the calculation of the 5 year’s use requirement in
your country?

b) Trade marks filed through the Madrid system (IR marks)

Austria

The trade mark owner can not avoid the cancefiaiichis trade mark if
luse is commenced after the expiry of the five yearsod, but before th
application for revocation is made, providing ttieg applicant informecd

trade mark owner relied on his trade mark agalmstapplicant and the
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application for revocation is filed within 3 monttiereafter.

Benelux

Cancellation of a trade mark on the basis of nemis possible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaétpreparations for use
commenced after the trade mark owner became aw#hne act that a
cancellation action might be initiated.

Bulgaria

Cyprus

Cancellation of a trade mark on the basis of nemis possible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaétpreparations for use
commenced after the trade mark owner became aw#hne €act that a
cancellation action might be initiated.

Czech
Republic

Cancellation of a trade mark on the basis of nanisipossible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaétpreparations for use
commenced after the trade mark owner became aw#hne €act that a
cancellation action might be initiated.

Denmark

Cancellation of a trade mark on the basis of nemis possible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaétpreparations for use
commenced before the trade mark owner became aiv#re fact that a
cancellation action might be initiated.

Estonia

The registration of a trade mark shall not be eded on the basis of
non-use if the use is commenced after the expith@five-year period
and prior to filing of the action. Any such commenwent of use of the
mark shall be disregarded if the use of the madoremenced after the
end of the five-year period and within three morgher to filing of the
action and if the owner of the mark commenced pedjmms for the use
of the mark only after the owner became aware @fritention of filing
the action (Articles 53(2) and 53(3) of the TradarMAct).

Finland

Cancellation of a trade mark on the basis of nemis possible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaétpreparations for use
commenced after the trade mark owner became aw#ne &act that a
cancellation action might be initiated.

France

Cancellation of a trade mark on the basis of nemis possible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaetpreparations for use
commenced after the trade mark owner became aw#ne &act that a
cancellation action might be initiated.

Germany

Same as above, see Sections 107, 49 (1) Germea Wiarks Act.
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However, the start of the 5 years non-use periadlsulated in
accordance with Section 115(2) German Trade Maudits A

Great
Britain

As above per direct national trade marks (see l&rfi of Trade Marks
(International Registration) Order 1996, as amerimedarious
subsequent statutory instruments).

Greece

Cancellation of a trade mark on the basis of nemis possible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaétpreparations for use
commenced after the trade mark owner became aw#ne &act that a
cancellation action might be initiated.

Hungary

Cancellation of a trade mark on the basis of nemis possible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaetpreparations for use
commenced after the trade mark owner became aw#rne &act that a
cancellation action might be initiated.

Ireland

Cancellation of a trade mark on the basis of nemis possible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaetpreparations for use
commenced after the trade mark owner became aw#ne &act that a
cancellation action might be initiated.

ltaly

Cancellation of a trade mark on the basis of nemis possible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaétpreparations for use
commenced after the trade mark owner became aw#ne &act that a
cancellation action might be initiated.

Latvia

Cancellation of a trade mark on the basis of nemis possible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaétpreparations for use
commenced after the trade mark owner became aw#rne &act that a
cancellation action might be initiated.

Lithuania

Malta

Not applicable as Malta is not party to the Madrydtem.

Poland

Cancellation of a trade mark on the basis of nemis possible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaetpreparations for use
commenced after the trade mark owner became aw#rne &act that a
cancellation action might be initiated.

Portugal

Cancellation of a trade mark on the basis of nemis possible if use is
commenced after the five years period and withinadiths prior to the
filing of the cancellation action, provided thaétpreparations for use
commenced after the trade mark owner became aw#rne &act that a
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|cancellation action might be initiated.

Romania |The preparations for use commenced after the treat& owner became
aware of the fact that a cancellation action mightnitiated, within 3
imonths prior to the filing of the cancellation:

The cancellation is possible; the use is not takEnconsideration.

Slovak  |-----

Republic

Slovenia |No.

Spain Cancellation of a trade mark on the basis of nemis possible if use is
lcommenced after the five years period and withnadiths prior to the
filing of the cancellation action, provided thaétpreparations for use
|commenced after the trade mark owner became awé#ne éact that a
cancellation action might be initiated.

Sweden |In Sweden it is possible to cancel a trade mattdftrade mark holder

commences use after the use of the five year peuodithin three
moths before the cancellation action, if the tradak holder has
commenced use of the mark because he became daheedancellatio
action was about to be filed.

5. Are there any national court decisions dealing with the issue of calculation?

a) Direct national trade marks

Austria  |The case on which ECJ-246/05 was based is stitlipg.

Benelux [No.

Bulgaria |-----

Cyprus  |No.

Czech No.

Republic

Denmark [No.

Estonia [No.

Finland |None aware of.

France |Earlier court decisions were integrated in thellattual Property Code
by the decree Number 2004-199 of February 25, 2004.

Germany |None aware of, but the date is clear from theslagon.

Great None aware of, but the date is clear from the latie.

Britain

Greece |No.

Hungary [No.
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Ireland No.

Italy No.

Latvia No.

Lithuania |-----

Malta No.

Poland  [No.

Portugal [No.

Romania |Since the Romanian Law does not contain certaigions regarding
the moment from which the period of five years nze-starts, the Cou
practice is unitary regarding this issue.

However, the mainly opinion in Court’s decisionghat the term must
be counted from the date when a definitive decigiaespect with the

final registration of the Trade Mark is issued.

This is also the proposed calculation mentionetthiénamended TM Lav
project.

Slovak  |-----

Republic

Slovenia |No.

Spain There have been some surprising interpretatiotiseoflies a quo, e.g.
calculating as of the date of renewal, of changevaiership. All
specialised authors agree, however, on the fatstlwn decisions
(passed by non-specialised courts, before Spainthesu) are wrong.

Sweden |None aware of.

5. Are there any national court decisions dealing with the issue of calculation?

b) Trade marks filed through the Madrid system (IR marks)

Austria  |OPM (Supreme Patent and Trade Mark Board) of Uz, 2005 (Om
20/04) and ECJ C246/05 (preliminary ruling of 14d2007). In
addition, the case on which ECJ-246/05 was basstillipending.

Benelux [No.

Bulgaria  |-----

Cyprus  |No.

Czech None aware of.

Republic

Denmark [No.

Estonia [No.

Finland [None aware of.
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France |Earlier court decisions were integrated in thellattual Property Code
by the decree Number 2004-199 of February 25, 2004.

Germany |See 3 b ii) above.

Great None aware of.

Britain

Greece |No.

Hungary [No.

Ireland No.

Italy No.

Latvia No.

Lithuania |-----

Malta Not applicable.

Poland  |Case Number VI SA/ Wa 2180/05.

Portugal [No.

Romania |Since the Romanian Law does not contain certaigions regarding
the moment from which the period of five years nze-starts, the Cou
practice is not unitary regarding this issue.

However, the main opinion in Court’s decisionshiattthe term must be
counted from the date when a definitive decisiorespect with the fina
registration of the Trade Mark is issued.

This is also the proposed calculation mentionettiégnamended TM Lav
project.

Slovak  |-----

Republic

Slovenia |No.

Spain There have been some surprising interpretatiotiseoflies a quo, e.g.
calculating as of the date of renewal or changanofership. All
specialised authors agree, however, on the fatstlwn decisions
(passed by non-specialised courts, before Spaintheen) are wrong.

Sweden |None aware of.

6. Have there been any different rules in the past?

a) Direct national trade marks

Austria  |The 5 years use requirement was first introdunedustria in 1977 and
become applicable 5 years thereafter. Prior to X®/ise requirement
for trade marks existed.

Benelux |Before January 1, 2004 the date taken into acomastthe filing date.

Use had to start within 3 years after filing andwd not be stopped for
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an uninterrupted period of 5 years.

Bulgaria

Cyprus

No.

Czech
Republic

Not recently.

Denmark

No.

Estonia

No.

Finland

None aware of.

France

Before the entering into force of the harmonizesvl(December 28,
1991) instituting opposition proceedings, the daken into account wa
the filing date.

Germany

The 5 years use requirement was first introdungdarman law in 1967
by way of a revision of the then Warenzeichenge@#zG — Old
German Trade Marks Law dating back to 1894) andnineduction of
the new Sections 5(7) and 11(1) No. 4 WZG. Bef@@7lthere was no
“use requirement” for Trade Marks (Warenzeichenarman law.

Great
Britain

The Trade Marks Act 1994 was enacted to implemeninCil Directive
No 89/104/EEC harmonising the laws of the memlmest The
provisions of section 46(1) as set out above hameamed in their
present form since the initial enactment. Priathienactment of the
Trade Marks Act 1994, direct national trade makd service marks

were governed by the Trade Marks Act 1938 (as asckbg the Patents

Designs and Marks Act 1986), with section 26(1iibdhat act dealing
with removal of marks from the register for non-uSe€6(1)(b) stated
that the mark could be removed in relation to somall of the
goods/services for which it is registered if, ughe date of 1 month

before the date of the application for removalpatimuous period of five

years or longer had elapsed during which the mak avregistered mar
and during which there was no bona fide use irticgldo those
goods/services by any proprietor of it for the tibgeng. It had
sometimes been assumed under this old act théivéhgear period date
to the original application date, even though thight be unfair on the
proprietor. However, the point was finally setttbée other way by the
BON MATIN case [1989] RPC 537. It is worth notirfgat, under the ol
act, what were then called “rectification” proceegh were unusual
because the burden of proof of non-use was ongpkcant rather than
the proprietor.

23
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—

Greece

No.

Hungary

No.

Ireland

Under the 1963 Trade Marks Act, non-use was da#itunder Section

34(1)(b) of Part A of the Act. This allowed for thremoval of a
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registration on the grounds that up to the datenooeth before the date
of application for removal a continuous period oféars or longer
elapsed during which the trade mark was registanelddduring which
there was no bona fide use thereof in relatioméogoods by the
registered proprietor. It was not necessary forghy@icant to prove
absence of intention to use. This was dealt witthécase of Beecham
Group Ltd v. Goodalls of Ireland Ltd.

Italy Before the reform of the Italian Trade Mark Lawli®92, the Law
provided for three years use requirement.

Latvia No.

Lithuania |-----

Malta Until January 1, 2001 the matter was not spedificagulated in our law.

Poland |No, however the most recent amendments to thedraimdustrial
Property have specified the date from which théoplesf five years
should be counted. Namely, a phrase “after the afageanting the right
of protection” was added.

Portugal |The Industrial Property Code of 1940 (Decree Nun30e679 dated
August 24, 1940) set forth that Trade Marks hadgaised after a perio
of three years had elapsed counted from the dajeaot.

Romania |The previous Trade Mark Law Number 28/1967 didawottain any
stipulations in this respect and, because of thessanction of mark
cancellation could be applied by the Courts ontgrdive years from the
moment when the new law 84/1998 came into forcés ifeans that in
Romania, the first cancellation action could bedibkfter the date of Jul
23, 2003.

Slovak  |-----

Republic

Slovenia [Yes. The period of the five years was accounteahfthe date on which
the entry of the mark in the register has becoma fi

Spain The 1988 and 2001 laws make the same provisidresold Statute of
1929 only mentioned the obligation to use withirefyears, without
clearly establishing the respective date.

Sweden |Not recently.

6. Have there been any different rules in the past?

b) Trade marks filed through the Madrid system (IR marks)

Austria

The 5 years use requirement was first introdunesustria in 1977 and
become applicable 5 years thereafter. Prior to I®/dse requirement
[for trade marks existed.
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Benelux

Before January 1, 2004 the date taken into acasastthe date of the
registration of the international mark.

25
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(7]

Bulgaria |No answer as there is currently not any committeenber from this
country.

Cyprus |No.

Czech  |-----

Republic

Denmark [No.

Estonia |The regulation of the question under the old Hatoiirade Mark Act
(effective until April 30, 2004) should be regardealing regulated in a
(different way.

Since the equality principle was and is imposechatols the Internatione
marks and national marks, while under the old Tiddek Act just the
date of entry of a mark in the register was deeigie., no particular
provisions with respect to the International masiese regulated), thus,
the date of the registration at the Internationalddu of WIPO or the
|date of subsequent designation was decisive.

Finland |None aware of.

France |Before the entering into force of the harmonizeavl{December 28,
1991) instituting opposition proceedings, the daken into account wal
the date of registration of the international mark.

Germany |Prior to the enactment of the new German Trade&kMAct (MarkenG)
in 1995 similar provision to those in Sections #B5 MarkenG [see 3 b
i) and ii) above] were contained in Sections 10 2] of the
“Verordnung Uber die internationale Registrieruog ¥abrik- oder
Handelsmarken” (Regulation on the InternationaliBegtion of Trade
Marks).

Great Prior to amendment by the Trade Marks (Internati®syistration)

Britain (Amendment) Order 2002, the provisions of sectidrofithe Trade
Marks (International Registration) Order 1996, @the date on which
the trade mark which is the subject of the intaomatl registration
lbecomes protected, differed slightly to the pransiset out above.

Greece |No.

Hungary [No.

Ireland  |No different rules in the past.

Italy Before the reform of the Italian Trade Mark Lawli®92, the Law
Iprovides for three years use requirement.

Latvia No.

Lithuania |-----
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Malta

Not applicable as Malta is not party to the Madrydtem.

Poland

The practice was that the date when the examinek was completed
was regarded as the date of issuing on decisi@xtamsion of the
international registration to Poland. However tael glate was not
published it was assumed that the term within whichark has to be pt
to use starts to be counted from the expiry dateeterm for issuing a
decision on refusal of granting protection in Pdlamrespect of that
international mark (that is, within one year of tiaification date).
Currently, the date is clearly specified in Artidl®215 of the Law on
Industrial Property, which provides the term meméid in Article 169.1..
starts to be counted from the date of publishifigrmation about
granting protection in the Official Journal of TRelish Patent Office.

At

Portugal

The Industrial Property Code of 1940 (Decree Nun30e679 dated
August 24, 1940) did not expressly set forth argvjsion in respect of
this matter, thus there were doubts concerningystem applied theret
In any case, the Portuguese authorities tendednsiaer that the three-
year period was counted from the date of granhefiternational trade
mark in Portugal.

Romania

The previous Trade Mark Law Number 28/1967 didawsitain any
stipulations in this respect and, because of thessanction of mark

cancellation could be applied by the Courts ontgrdive years from the

moment when the new law 84/1998 came into forcés iteans that in
Romania, the first cancellation action could bedihfter the date of Jul
23, 2003.

Slovak
Republic

Slovenia

Yes. The period of the five years was accountenh fine date on which
the entry of the mark in the register has become,fmeaning that no
further legal remedy is available and no proceeslarg pending agains
this registration.

~—~t

Spain

The 1988 and 2001 laws make the same provisidresold Statute of
1929 only mentioned the obligation to use withirefyears, without
clearly establishing the respective date

Sweden

Not recently.
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