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This survey deals with the various questions relati ng to geographic designations.

One purpose of this survey is to establish the way the national Trade Mark Offices deal with trade mar ks
consisting of the name of a place, city, geographic region or country. The other aim is to have a look at the
national laws of the Member States which grant prot  ection of geographic indications which are not

registered as trade marks.

The survey consequently consists of two parts, name ly:
Part A on the criteria for trade marks which consis t of a geographic designation, and
Part B on geographic indications which are not regi stered as trade marks.

There are contributions from nearly all Member Stat  es of the European Union, except for Bulgaria, Esto  nia,
Lithuania and Slovakia which are currently not repr esented in the Harmonization Committee.

In order to give a first overview of the topic, the survey starts with reflecting the various question sanda
short summary of the answers thereto. Thereafter fo  llow detailed answers for the Member States in
alphabetic order.

While some issues raised by this survey are dealtw ith unitarily or at least in a similar way in the M ember
States, there is still considerable need for harmon  ization in many other aspects. Some questions have
revealed very surprising differences. This is espec  ially true for Part B which covers Geographic Indic ations
which are not registered as trade marks.

The Harmonization Committee hopes that this survey serves all colleagues in need of information on how
geographic designations are protected in the variou s Member States of the European Union.

Many thanks to everybody who participated in compil ing this survey which is one of the longest the
Harmonization Committee ever published.
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A: Criteria for trade marks which consist of a geo graphic designation
1. Which criteria does your national Trade Mark Office follow regarding trade marks which consist of the
name of a place, city, country or any other geographic designation?

2. Is there a general assumption that the names of well-know places have to be kept available for free use
by the trade?

3. Will a trade mark for a geographic designation be granted if the applicant has a monopoly on the goods
or services produced in that place?

4. Is there also an absolute reason for refusal if the geographic designation has more than one meaning,
e.g. if there are several cities with the same name?

5. Is a trade mark likely to be refused if it is not identical, but only similar to such geographic designation?

6. Will trade mark examiners in your country refuse a trade mark although there is no direct reference to
the place of production, but other links such as the origin of the ingredients of a product?

7. Would such a trade mark be granted if the geographic designation is purely imaginative for the
respective goods and services, e.g. “Mont Blanc” for a pen?

B: Geographic indications which are not registered as trade marks
1. Protection of geographic indications

a. Apart from the Council Regulation (EEC) No. 2081/92 on the protection of geographic indications and
designations of origin for agricultural products and foodstuffs as well as other EC provisions, do your
national laws allow protection of geographic indications which are not registered as trade marks?

b. Which national laws are these? Do they cover particular products?

c. Are geographic indications also protected by bilateral and/or multilateral treaties? Can you briefly
explain what they provide for?
d. Are foreign geographic indications also protected in your country?

e. Can geographic designations also be filed as a collective mark according to Art. 15 (2) of the Trade
mark Directive?

2. Conditions for protection
a. What are the conditions for the protection of geographic indications?

b. Is registration in a list required or is mere use sufficient? What are the requirements of such use?

3. Registration
a. If registration is necessary, who may apply for it?

b. Which body is responsible for the registration?



c. Do third parties have the right to object against such registration?
4. Scope of protection

a. What is the exact scope of protection of geographic indications?

b. Who can proceed against the use of a geographic indication, only the entitled user or also third parties
such as competitors or associations?

c. Can clarifying additional terms exclude any misguidance?

d. Can the use and registration of similar designations be stopped even if there is no danger of confusion?
If so, under which circumstances?

e. Are geographic indications also protected against the use of similar designations?

f. Can the use of a geographic indication by unauthorized users only be stopped if they are used for goods
and services?

5. Qualified geographic indications

a. Is there a broader protection if the products show certain characteristics which are typical for products
of the respective geographic origin?

b. Do particular production processes also qualify for such broader protection?

6. Indirect geographic indications

a. Do your national laws also protect indirect geographic references, i.e. references which do not explicitly
designate a geographic region but which are nevertheless associated with such region? (for example flags
and national or regional colours, landmarks of towns, food specialities of a region, trade dresses such as
wine bottle shapes, foreign-language terms)

b. Are there special requirements for the protection of such indirect geographic indications?

7. Generic indications

a. In your country, are geographic designations also protected if they are generic?

b. Do existing geographic indications lose protection if the trade does not connect the designation with the
geographic origin anymore?

c. If so, is it possible to re-establish such indications, for example by adding “original”?

8. Well-known geographical indications
a. Under which conditions can a geographical indication be qualified as well-known?

b. What is the scope of protection of well-know geographical indications?



A: Criteria for trade marks which consist of a geographic designation

1. Which criteria does your national Trade Mark Office follow regarding trade marks which consist of the name of a
place, city, country or any other geographic designation?

Austria The Austrian Trade mark Protection Act only excludes those terms from registration
which will be understood by the public as a geographic designation. The fact that a
trade mark is geographic designation is not sufficient if it is not so understood.
Relevant criteria are mainly whether a product or service may come from that specific
geographic location. This makes for instance ARKTIS (the German word for Arctic)
registrable for cigarettes and GROSSGLOCKNER (the highest mountain of Austria)
registrable for cigars. It was also held that TABASCO (the name of one state of the
United States of Mexico) is registrable for a pepper sauce because the public will not
understand its geographic meaning.

In addition, a geographic designation may also be deceptive and it may also be devoid
of any distinctive character (for instance WIENER for sausages or EMMENTALER for
cheese). The applicant may, however, prove that a geographic designation is generally
understood as reference to his undertaking and has therefore become distinctive.

Belgium The criteria of Chiemsee:

« it does not prohibit the registration of geographical names as trade marks solely
where the names designate places which are, in the mind of the relevant class of
persons, currently associated with the category of goods in question; it also applies to
geographical names which are liable to be used in future by the undertakings
concerned as an indication of the geographical origin of that category of goods;

> where there is currently no association in the mind of the relevant class of persons
between the geographical name and the category of goods in question, the competent
authority must assess whether it is reasonable to assume that such a name is, in the
mind of the relevant class of persons, capable of designating the geographical origin of
that category of goods;

» in making that assessment, particular consideration should be given to the degree of
familiarity amongst the relevant class of persons with the geographical name in
question, with the characteristics of the place designated by that name, and with the
category of goods concerned;

In practice the Benelux bureau assesses whether it would be reasonable to assume
that the consumer would now or in the future perceive the mark as an indication of
origin.

Bulgaria

Cyprus The Trade Mark Office of Cyprus uses the criteria which are set under Article 11 (c) &

(d) of Trade mMrks Law in Cyprus (CAP 268), i.e.,

« it does not allow the registration of a trade mark if it consists ONLY of characteristics,
which can be useful to the trade for identification of the geographic origin of the goods

or services, covered from this trade mark,

« it does not allow the registration of a trade mark if there is a possibility that the public
will be mislead as to the geographic indication of the goods or services covered by this
trade mark.

Czech In general use of geographical designations as trade marks is allowed, but the trade
Republic mark should not consist of name of a place, city, country or any other geographic
designation only.

The registration of the trade mark for wines and spirits will be refused if the trade mark
consists of a geographic designation, but is not produced in this region, or if the trade
mark including the geographic designation is able as a result to mislead the consumer
as to the true origin of the product.

Denmark The Danish Trade Marks Act, Section 13, excludes from registration signs which
consist purely of an indication of the geographic origin of the goods/services. Such




signs are in accordance with the general rule considered to be in lack of distinctive
character.

Further, in accordance with Section 14, subsection 2, signs which are liable to mislead
the public with respect to the geographic origin of the goods/ services are excluded
from registration.

Signs consisting of indications of geographic origin which have been established by
use will be registrable unless they are liable to mislead the public which will be the
case if the goods marketed do not originate from said place/city/country.

A sign consisting merely of a geographic origin may be registrable, however, if said
indication of geographic origin is not perceived by Danish consumers as an indication
of geographic origin.

Names of countries, states, cities, towns, counties, regions, streets, mountains, seas,
and rivers are considered as indications of geographic origin, whereas names of
planets and stars are not considered to be indications of geographic origin.

Estonia

Finland

According to Finnish Trade Marks Act 14 Section paragraph 1, subparagraph 2 a,
trade mark is considered to be misleading as to geographical origin if the applicant /
holder of the trade mark is from a different country or state compared to that the trade
mark makes a reference to (Cases: e.g. trade mark MADRID rejected for a Finnish
applicant (goods relating to class 20) due to reference made to a renowned capital, as
well as Honolulu (classes 32, 33).

Thus, a starting point is to protect the names of capitals of various countries, as well as
other renowned places. Even place-names that are not that renowned may be
protected if they are famous for their specific products. Remark as to misleading the
public will be removed if the applicant then restricts the scope of list of goods to cover
only the goods that are derived from that specific region.

According to Trade marks Act 13 Section a trade mark consisting merely of a
geographic designation may be considered non-distinctive if it is only considered to
describe origin of the goods.

Remarks in respect of geographical deceptiveness and non-distinctiveness might be
removed if an applicant may indicate establishment based on a wide evidence
material.

France

Art. L 711-1 of the French Intellectual Property Code (Code de la Propriété
Intellectuelle - CPI) cites expressly geographic names as signs capable of constituting
a trade mark. Consequently such names are admissible as trade marks and are
accepted for registration by the National Trade Marks Office, except if the geographic
name is identical or similar to a designation of origin (appellation d’origine) or is
otherwise misleading the public. The same criteria are applied by the French Courts.
The Appeal Court of Paris (Cour d’Appel de Paris) recalled those principles in its
decision of March 9, 2005 published in PIBD 809 Il p.345 (geographical name
VERSAILLES for chocolate).

Germany

Such trade marks are excluded from protection if they

» merely consist of signs which may be used in trade to designate the geographic
origin of the goods or services (Art. 8 (2) No. 2 German Trade Mark Act, or

» may mislead the public on the geographic origin of the goods or services (Art. 8 (2)
No. 4 German Trade Mark Act).

In practice, signs are excluded from protection according to (1) above if they directly
specify a geographic origin. This is true for the name of places, countries, areas etc.
and even street names, provided they are clearly connected with a certain city.

A geographic designation may be registered as a trade mark if it is unlikely that the
place in question will be chosen by other companies as a place of production or
distribution for the goods or services.

It is irrelevant whether the trade circles know the geographic designation or not.
However, if the geographic designation is unknown, there must be a current or future

need to keep the sign available for third party use.




A danger of deception according to (2) above is in practice only assumed in
exceptional cases. Trade marks are meanwhile also very unlikely to be refused on the
ground that they consist of foreign language terms although the goods and services
originate from Germany.

Great Britain

Following the CHIEMSEE case, the UKIPO applies Article 3(1)(c) of the Directive in
cases where:

> The name designates a place which is already associated in the public’s mind with
the goods/services claimed,

» The name is liable to be used in the future by undertakings as an indication of the
geographical origin of those goods/services.

Greece

According to Article 3 (1a) and (1g) of Law 2239/1994 trade marks which consist
exclusively of signs or indications which may serve, in transactions, to designate the
geographic origin of production of the goods or rendering of the service or trade marks
which are of such a nature as to deceive the public as to the geographical origin of the
goods or services, shall not be registered as trade marks.

Even if a trade mark has been registered, according to Article 20 (1) Law 2239/1994
the right conferred to the trade mark proprietor shall not entitle him to prohibit a third
party from using in the course of trade indications concerning the geographical origin.

Hungary

The Hungarian Patent Office (HPO) usually examines the trade mark consisting of a
geographic designation whether there is some information or reference between the
mark, its list of goods and/or the applicant that may be deceptive to consumers. If it
likely that the trade mark will deceive consumers, the HPO usually issues a provisional
refusal on absolute grounds, to which the applicant is invited to file its argumentation
and/or limitation of the list of goods etc.

Ireland

The criteria set out in the Windsurfing Chiemsee case are applicable in Ireland and the
Irish Patents Office(IPO) will apply Article 3(1)(c) of the Directive in cases where:

> The name designates a place, which is already associated in the public’s mind with
the goods/services claimed,

» The name is liable to be used in the future by undertakings as an indication of the
geographical origin of those goods/services.

Italy

In principle, the Italian Trade mark Office tends not to grant trade marks consisting of
geographic indications referring to products for which the mentioned indication would
imply a certain message related to their quality. These trade marks would, in fact,
become either descriptive of the geographic origin of the goods or misleading as to the
qualities of the same. On the contrary, the Italian Trade mark Office is inclined to grant
trade marks consisting of geographic indications which are perceived as fanciful signs.

Latvia

Signs which consist of the name of a place, city, country or any other geographic
designation shall be registered as trade marks in the Patent Office of Latvia, but in
accordance with Art. 6 of the Law on Trade marks and Indications of Geographical
Origin one of the absolute ground for refusal and invalidation of a trade mark
registration in Latvia is — the trade mark consist solely of signs or indications which
may serve, in trade, to designate the kind geographical origin or it is of such a nature
as to mislead the consumers as to the geographical origin of the goods or services

Lithuania

Luxem burg

As in Belgium above.

Malta

The trade mark office in Malta will almost certainly not allow registration of such a sign.

Netherlands

As in Belgium above.

Poland

In general, use of a geographical designation as trade marks is allowed. In particular, a
trade mark can contain a geographical designation when it is purely imaginative for the
relevant goods and services. Moreover, the use of geographical designation (the
names or armorial bearings of Polish voivodships - these are geographical units of
administration in Poland -, towns or communities) is allowed as long as the applicant is
able to produce evidence of his right, in particular in a form of an authorisation issued




by a competent State agency or a permission given by an organisation, to use the sign
in the course of trade. Furthermore, a right of protection shall not be granted for a trade
mark that contains geographical elements which, although literally true as to the
territory, region or locality, in which the goods originate, are of such a nature as to
mislead the public by false representing that the goods originate in another territory
famous of given goods. However, the holder of the trade mark may not prohibit third
parties from using, in the course of trade, indications concerning the origin of the
goods, or the use of a registered geographical indication, if the use thereof by these
parties is authorised under other provisions.

Portugal

The Portuguese Patent and Trade Mark Office should examine a trade mark containing
a geographical name or designation in consideration to 2 basic rules:

The sign proposed for registration cannot be registered if it is totally descriptive of the
geographical origin of the goods in question;

The sign proposed for registration cannot be registered if it is deceptive or liable of
creating errors among the public in relation to the geographical origin of the goods in
question.

The PTO should verify if the goods covered by the application are somehow related to
the geographical name or designation contained in the sign. According to court
decisions in cases where the geographical name will not be linked or associated by
consumers with the geographical origin of the goods the registration may be granted.
If any of the above grounds for refusal apply the Examiner should issue a provisional
refusal on absolute grounds, to which the applicant is invited to file its argumentation
and/or amendment of the mark or limitation of the list of goods.

Romania

The Romanian Patent and Trade Mark Office usually follows the provisions of Art. 5 (d)
and (f) of the national Law on Marks and Geographical Indications 84/1998, which are
mentioning that the following shall be excluded from protection and may not be
registered:

» marks which are liable to mislead the public as to the geographical origin;

» marks which consist exclusively of signs or indications which may serve, in trade, to
designate the geographical origin of the goods or of rendering of the service.

Slovak
Republic

Slovenia

In general, the registration of the geographical designation as a trade mark is allowed.
However there are certain exceptions to this general rule exist, namely the mark shall
be refused in the following cases:

- if the trade mark merely consists of the geographical designation and the name
designates a place which is already accepted by the public as a place, city, country
etc. in connection with the goods or services claimed,

« if the mark contains or consists of a geographical indication identifying wines or
spirits, where the mark application relates to wines or spirits not having this origin,

« if the mark deceives the public to the geographical origin of the claimed goods or
services, in particular if the goods do not originate from the said place, city or country.

Spain

The criteria set out by the Spanish Patent Office are the ones established by the
Spanish Trade Mark Act. The general rule allows registering trade marks containing
geographic indications, but there are two exceptions to the rule:

» When the trade mark solely consists of a geographic designation and the name
designates a place which is already associated in the public’s mind with the
good/services claimed (i.e. oranges “VALENCIA").

» When the geographic designation is liable to mislead the public about the origin of the
product, in particular if the goods are not originating from the said place, city or
country.

Sweden

According to the Swedish Trade Mark Act, paragraph 13 a trade mark must have
distinctiveness. A trade mark which consists merely of a geographic designation or is

very similar thereto is not deemed to be distinctive. A mark is considered deceptive if it




contains a geographical designation which is not the home area of the proprietor.
Exceptions are made in obvious cases, such as Mont Blanc.

2. Is there a general assumption that the names of well-know places have to be kept available for free use
by the trade?

Austria There is no specific legal provision with such contents. However, the Austrian Patent
Office assumes that it is necessary to keep names of places known by the relevant
consumers available for free use by the trade. There exist similar precedents by the
Austrian Patent Office (Om 1/83, TABASCO) and the ECJ (C — 108/97 Windsurfing
Chiemsee). See under A.1.

Belgium No. For instance New York for “plants” is a valid trade mark.

Bulgaria

Cyprus No, there is no general assumption that the names of well-known places have to be
kept available for free use by the trade.

Czech Yes, these names have to be kept available for free use for nearly all goods and

Republic services.

Denmark If foreign capitals or bigger cities, and names of foreign squares or streets are

perceived by the Danish public as a well-known indication of geographic origin for
certain goods and services, the name of said place cannot be registered in respect of
these goods and services. Names of countries and sovereign states are in general
kept available for free use by the trade in respect of all goods and services.

Estonia
Finland Yes.
France According to the above, there is no general assumption that the names of well-known

places have to be kept available for free use by the trade. Exceptions are only made if
the well-known place has a particular reputation with respect to the goods claimed.
The name PARIS, for instance, could not be adopted as a trade mark for perfume, but
the trade marks BEURRE DE PARIS or BIERE DE LUTECE were considered as valid
trade marks in relation to the goods claimed (butter, beer). On the other hand, the
registration of a geographical name as a trade mark does not prevent an honest
competitor from indicating the geographical name in its address. The owner of the
trade mark BACCARAT for crystal, for instance, could not prevent another crystal
manufacturer to indicate BACCARAT as the place of its business in relation with its
goods. (Cour d’Appel Nancy, February 21, 1980 PIBD 1980 Il p.227).

Germany In its Chiemsee decision the ECJ regards the fact that places are well-known as a
crucial criterion for the question whether such signs have to be kept available for free
use. With respect to countries, regions and big cities there is a general assumption in
Germany that these names have to be kept available for free use for nearly all goods
and services.

Great Britain |No, the UKIPO will consider the extent to which the public is familiar with the name, the
characteristics of the place designated by that name and the nature of the
goods/services claimed.

Greece There is no different assumption for names of well-known places.
Hungary \We are not aware of such general assumption followed by the HPO.
Ireland Generally, in absence of sufficient use, well known geographical locations will be

refused registration. However, as the criteria imposed is based on the legitimacy of the
likely wish by traders to use the Trade Marks, where there is no plausible connection
between the goods and the geographical location, registration may be allowed.




Italy There is no such general assumption. The same rule described under 1 applies. The
more famous a geographical name is for some classes of products, the more likely the
registration of the relative trade mark will be refused.

Latvia \We are not aware about such assumption.

Lithuania

Luxemburg [No. For instance New York for “plants” is a valid trade mark.
Malta Yes.

Netherlands [No. For instance New York for “plants” is a valid trade mark.

Poland Names of places, including well-known places, have to be kept available for free use.
Rights of protection shall not be granted for signs, which shall be considered as being
devoid of sufficient distinctive character, if they consist exclusively or mainly of
elements which may serve, in trade, to designate the origin of the goods.

Portugal Not really.

However if the name of the well-known place may be considered an indication of origin
of the goods to the public, the registration would probably be refused because it either
is descriptive or deceptive.

Furthermore where the well-known geographical name is protected as an appellation
of origin or geographical indication, and it has acquired a reputation in Portugal its use
in connection with other goods could be forbidden not only in relation to identical or
similar goods but also in relation to non-similar goods.

Romania None of the kind.

Slovak

Republic

Slovenia Yes.

Spain Yes. The legal doctrine establishes that well-known places have to be available for free
use by the public if there is a direct association between the place and the good or
services.

Sweden Yes.

3. Will a trade mark for a geographic designation be granted if the applicant has a monopoly on the goods
or services produced in that place?

Austria If the trade mark consists only of a geographic designation and if this geographic
designation is known by the relevant consumers, it will not be possible to obtain
protection. Names of geographic designations have in general to be kept available for
free use by the trade if there is a serious possibility that the geographic designation
could be used to designate goods or services originating from that place, regardless of
any monopoly by the applicant. The Austrian Patent Office and the courts also take
into consideration future possible exports or imports.

Belgium Yes, if the geographic designation is either relatively unknown and/or a small area or
when the designation has acquired distinctiveness in relation to the applicant.

Bulgaria
Cyprus It will be granted but under the conditions mentioned in the answer of the first question.
Czech Yes, it is likely to be granted in such case (e.g. wine appellations or mineral water

Republic sources). These may be registered as individual trade marks if they are in the sole




proprietorship of the owner and there is no presumption that parts of the appellation of
source is transferred.

Denmark

No. If the indication of geographic origin is perceived by the Danish public as an
indication of origin, the sign will lack distinctive character, unless it has been establish
through long-time use.

Estonia

Finland

This issue has not come up in practice as a relevant issue. Would be case by case
judgment.

France

As explained above, it is not necessary for an applicant to have a monopoly on the
goods or services produced in a place in order to have the name of that place
registered as a trade mark. The only condition is that the respective geographical
name is not protected as a AOP respectively AOC or IGP (Appellation d’Origine
Protégée, Appellation d’Origine Contrdlée, Indication Géographique Protégée). If the
latter is the case, the trade mark application will be refused, even if the applicant has
the monopoly of the goods or services produced in that place. The trade mark
ROMANI CONTI was, for instance, considered invalid for wine, even though the
proprietor owned all the territory representing the area of the appellation d’origine. On
the other hand, the trade mark SALAISONS D’HOUDEMONT for meat products, and
VERRERIE DE BIOT for glassware were considered as valid, as neither Houdemont
nor Biot have a special reputation with respect to those products.

Germany

Yes, it is likely to be granted in such case (e.g. wine appellations or mineral water
sources). These may be registered as individual trade marks if they are in the sole
proprietorship of the owner and there is no presumption that parts of the appellation of
source is transferred.

However, this German practice is currently changing as a consequence of the
Chiemsee decision of the ECJ whereas geographic designations are generally not
registrable.

Great Britain

Yes, this is possible, provided the name is not so well known as merely a geographical
designation that it cannot also be capable of indicating the trade source of the
goods/services.

Greece

A trade mark may under rather exceptional circumstances be granted for a geographic
indication if the applicant has a monopoly on the goods or services produced in a
specific place. Thus, trade mark protection was granted for AGIORITIKOS to
distinguish wine coming from Agio Oros (Mount Athos) in Chalkidiki, given that the
proprietor holds exclusivity rights on the cultivation and vivification for grapes coming
from this specific area.

Hungary

If the trade mark in questions consists of exclusively the geographic designation, the
answer is the negative, since in such case it is purely of descriptive nature. If the trade
mark consists not exclusively the respective geographic indication, that it is possible
that trade mark protection would be granted, however, with the probable limitation of
the list of goods.

Ireland

Registration of well-known place names upon evidence of factual distinctiveness may
be allowed.

Italy

It is disputed among scholars and there are no leading cases on the issue.

Latvia

The trade mark cannot be granted for a geographic designation even if the applicant
has a monopoly on the goods or services produced in that place. The trade mark
cannot be registered if it consists solely of sign or indication which may serve, in trade,
to designate the kind of geographical origin.

Lithuania

Luxemburg

Yes, if the geographic designation is either relatively unknown and/or a small area or
when the designation has acquired distinctiveness in relation to the applicant.




Malta Perhaps yes. This depends on circumstances on a case-by-case basis.

Netherlands |[Yes, if the geographic designation is either relatively unknown and/or a small area or
when the designation has acquired distinctiveness in relation to the applicant.

Poland As indicated above, such a monopoly should be refused, unless the trade mark will
have other essential distinctive features (for example in a form of ornamentation).

Portugal It should not be granted. If the mark is exclusively the geographical name it would be
descriptive of the good’s geographical origin. However it could be registered as a
collective mark.

Romania [Most probably the trade mark might be accepted with strong arguments.

Slovak

Republic

Slovenia It may be granted but taking into consideration the conditions mentioned in the answer
to the first question and also upon strong evidence of actual distinctiveness of the
mark.

Spain No. It should not be granted, since the Spanish law also protects the possibility in the
future that a specific place becomes well known, and being associated to the goods
and services offered. Therefore, if somebody registers this geographic designation,
nobody else could use it to identify its products.

Sweden This issue has not come up in practice. Case by case judgment.

4. Is there also an absolute reason for refusheieographic designation has more than one

meaning, e.g. if there are several cities withstime name?

Austria \We are not aware of any explicit ground of refusal on this basis. If there exist several
cities with the same name and none of them will be understood as a geographic
designation, registration will be possible. The fact that more cities have such name is
not sufficient for refusal.

Belgium No.

Bulgaria

Cyprus No, there is not an absolute reason for refusal if the geographic designation has more
than one meaning, but the registration of such a trade mark should indicate somehow
to which city is referring.

Czech If there exist several cities with the same name and none of them will be understood as

Republic a geographic designation, registration will be possible. The fact that more cities have
such name is not sufficient for refusal.

Denmark The assessment would still depend on whether the designation of geographic origin
will be perceived by the Danish public as an indication of origin of the goods and
services in question. Even if there are several places with the same name, one of
these places may be more known than the others as an indication of origin of the
goods/services.

Estonia

Finland It would require case by case judgment. It is probable that a secondary meaning would
remove remark as to geographical deceptiveness. However, if one is a renowned
capital then it may not be that clear.

France Logically, geographic designations are not refused as trade marks, if they have more




than one meaning, e.g. if there are several cities with the same name. The name
AULNAY, for instance, which is borne by several cities, was considered as valid for
perfumery products, as none of the cities named Aulnay had a special reputation with
respect to perfumery products (Cour d’Appel Paris, 20 mars 1971, Ann. 1971 p.60).

Germany A sign may be registered if it has several meanings and if it is not primarily understood
in its meaning as a geographic designation. However, it is not sufficient for protection
that there are several cities with the same name.

Great Britain [Yes, if the criteria above apply to any one of the place names.

Greece It is controversial whether a trade mark can be granted for a geographic indication
when it has been used for long and has obtained in transactions a secondary non
descriptive meaning.

Hungary Yes, usually a refusal on absolute ground is issued even such cases, where the
geographic designation in questions has more than one meaning and in such cases
the applicant has to persuade the HPO that the absolute ground refusal cannot be
applied for its mark.

Ireland The above criteria apply to each meaning/ place name.

Italy The fact that there is more than one city with the same name does not affect the
criteria followed by the Italian Trade Mark Office described above.

Latvia Even if the geographic designation has more than one meaning — there are several
cities with the same name — trade mark registration will be refused because there is a
possibility of misleading consumers - in their perception goods marked by an indication
of geographical origin possess a special quality or special characteristics.

Lithuania

Luxemburg [No.

Malta This might raise the prospects of registrability.

Netherlands [No.

Poland As it can be concluded from the above, registration of a geographical designation is in
general limited, regardless of the fact that it has more than one meaning.

Portugal The criteria referred to under question A.1. apply. There could be reasons to refuse the
trade mark registration either for being descriptive or deceptive.

Romania No.

Slovak

Republic

Slovenia This question will be considered case by case, meaning that all circumstance of the
case should be taken into consideration.

Spain It does not depend on the number of places having the same meaning, but on the fact
that the Spanish public associates the goods and services to these places.

Sweden No. Case by case judgment.

5. Is a trade mark likely to be refused if it is not identical, but only similar to such geographic designation?

Austria If the sign will be understood as a geographic designation by the relevant consumers
the examiner will refuse the application. Here again the understanding of the public is
decisive.

Belgium Yes, if the similarity is for instance orally almost identical and/or if the public would

perceive the trade mark as the geographic designation itself.

Bulgaria




Cyprus

No, it is not going to be refused for that reason. It will undergo the usual examination
that the national office uses for all trade marks and it will be examined under the
conditions set in the answer of the first question.

Czech If a trade mark is purely imaginative, it should not refused based on its similarity with a

Republic geographical designation. Trade marks are only excluded from protection if the
deviation from the geographic indication is so insignificant that the deviation is not
recognized by the relevant consumers.

Denmark Yes, a trade mark, which is not identical to the indication of geographic origin, is likely
[to be refused unless the sign consists of a word, which could be considered as a
made-up word.

Estonia

Finland
It would require case by case judgment. However, it may be probable that a trade
mark would be rejected even in a case where it would be considered similar
(confusingly similar) to such geographic designation.

France Of course a trade mark is not refused, if it is only similar to a geographic designation
[that would itself be admissible as a trade mark.

Germany Trade marks are only excluded from protection if the deviation from the geographic

indication is so insignificant that the deviation is not recognized by the trade.

Great Britain

It will depend on the degree of similarity and how the proposed mark would be likely to
be understood by the public.

Greece

The degree of confusion that such similarity may create and whether such trade mark
will be closely connected to a geographic designation by the relevant consumers will
be decisive for the Examiner.

Hungary

Itis likely that a trade mark would be refused in such cases since it may be capable of
misleading consumers.

Ireland

This will depend on the degree of similarity and on the perception of the average
consumer.

Italy

The Italian Trade Mark Office is likely to refuse trade marks which consist of, or are
composed by, a geographic designation if the situation described above applies. It will
depend on a case-by-case basis in the event the word to be registered as trade mark
is different from the geographic name at issue.

Latvia

The protection of a sign similar to indication of geographical origin is likely to be
refused if the indication of geographic origin is well-known and enjoys a special
reputation among consumers or in the affected trade circles.

Lithuania

Luxemburg

Yes, if the similarity is for instance orally almost identical and/or if the public would
perceive the trade mark as the geographic designation itself.

Malta

This is likely, but ultimately it would have to be examined on a case by case basis.

Netherlands

Yes, if the similarity is for instance orally almost identical and/or if the public would
perceive the trade mark as the geographic designation itself.

Poland

It will depend on particular circumstances. If a trade mark is purely imaginative, it
should not refused based on its similarity with a geographical designation. However,
[the issue of false or misleading character of a trade mark will be considered by an
examiner.

Portugal

In relation to the sign which is similar but not identical to a geographical name or
designation it is in principle inherently registrable provided that the sign is not
deceptive that is to say it cannot cause errors among the public.

Romania

It might be provisionally refused, but it might pass with arguments.

Slovak




Republic

Slovenia It is not possible to refuse such a mark on an ex-officio basis. In case of an opposition
by third parties (owners of previous rights) it would depend on the results of the visual,
phonetical and conceptual assessment. Thus, it is possible that the similar mark may
be refused.

Spain Yes, if it is liable to mislead the relevant public, the one would understand that it
consists on a geographic denomination.

Sweden Case by case judgment.

6. Will trade mark examiners in your country refuse a trade mark although there is no direct reference to

the place of production, but other links such as the origin of the ingredients of a product?

Austria No specific decision, but if the ingredient is well known to come from a certain place,
the fact of that the place of production is different, will be considered as misleading.

Belgium Possibly, since Chiemsee states: it is not necessary for the goods to be manufactured
in the geographical location in order for them to be associated with it.

Bulgaria

Cyprus No, it is not going to be refused for that reason. It will undergo the usual examination
that the national office uses for all trade marks and it will be examined under the
conditions set in the answer of the first question.

Czech If the sign will be perceived by the Danish public as an indication of geographic origin

Republic for the goods and services applied for, the Examiner will refuse to approve the sign for
registration.

Denmark No.

Estonia

Finland It would require case by case judgment. So far this issue has not been an actual issue.

France If the origin of the ingredient is at the same time an “Appelation d’origine contrdlée”,
the mark would be considered as misleading and refused. For instance, as explained
here under in 4 e, a trade mark such as ST MORET WITH ROQUEFORT would be
refused, even if the cheese spread contains ROQUEFORT cheese. Consequently, it
can also be assumed that a trade mark containing a geographical name for an
ingredient which could be falsely understood as an indication of origin would be
considered as misleading and as such refused.
On the contrary, if the name of the ingredient cannot be interpreted as an indication of
origin, the trade mark should be considered as admissible. For example, the trade
mark XXX PASTRY FILLED WITH MONT BLANC CREAM (MONT BLANC is in
France also the brand name of a dessert) would probably be admissible.

Germany Yes, in such cases registration may be refused because the sign is deceptive.

Great Britain [Refusal is possible if the reference is likely to be understood by the relevant public as
indicating geographical origin.

Greece No precedence available. The question will probably have to be replied based on the
circumstances of a specific case.

Hungary It is likely that trade mark examiners will not refuse in Hungary such marks, which have
only indirect reference to a place of production.

Ireland If the IPO consider the links would be understood by the average consumer as
indicative of geographical origin, the Trade Mark may be refused.

Italy Italian Trade Mark Office examiners are likely not to refuse the registration at issue
except for those special cases when the indirect reference refers to something (e.q. a




monument, a part of a city comprised in the trade mark) which is very well-known and
clearly traceable to a specific geographic area.

Latvia

The trade mark will not be refused if there is no direct reference to the place of
production, but other links such as the origin of the ingredients of a product. In
accordance with Art. 42. (1) of the Law on Trade mMrks and Indications of
Geographical Origin the origin of goods shall be determined by the place of
manufacture, or by the origin of the basic raw materials, or of the main components of
these goods

Lithuania

Luxemburg

Possibly, since Chiemsee states: it is not necessary for the goods to be manufactured
in the geographical location in order for them to be associated with it.

Malta

Case by case judgement.

Netherlands

Possibly, since Chiemsee states: it is not necessary for the goods to be manufactured
in the geographical location in order for them to be associated with it.

Poland Such a trade mark would probably be refused on the grounds of lack of distinctiveness.

Portugal Not likely.

Romania Usually, they are asking to limit the list of goods/services by adding “all these
originating from...”

Slovak

Republic

Slovenia Yes.

Spain Case by case judgement.

Sweden Almost certainly no. However case by case judgment.

7. Would such a trade mark be granted if the geographic designation is purely imaginative for the

respective goods and services, e.g. “Mont Blanc” for a pen?

Austria Here again the understanding of the public has to be examined and, for instance,
MONT BLANC is certainly registrable for a pen. It may not be registrable for herb a
liqueur which may be produced with herbs coming from the Mont Blanc.

Belgium Yes.

Bulgaria

Cyprus Our trade mark national office will object to such registration on the ground that there is
a possibility that the public will be mislead as to the geographic indication of the goods
or services covered from this trade mark. However, if the applicant proves that its trade
mark is a «well-known» mark under the Paris Convention, that this trade mark has a
long use in Cyprus and that it has a lot of registrations in other jurisdictions, then this
trade mark has a lot of chances to be accepted for registration at the end.

Czech If it is purely imaginative than such a trade mark is registrable. But for the goods and

Republic services, which can result to mislead the consumer as to the true origin of the product,
the registration will be refused.

Denmark If it is not likely that the goods may be manufactured in said place, the sign will be
considered to have distinctive character and to be registrable. MONT BLANC would be
registrable for “pens”.

Estonia

Finland Yes, such a trade mark would be granted. Designation referring to a mountain, a lake,
a river etc. should not be a problem. However, “Mont Blanc” might not be acceptable




for e.g. hiking services.

France As geographic names are admissible in general as trade marks, they are of course
accepted, when they are purely imaginative for the respective goods and services like
[MONT BLANC for a pen.

Germany Yes, because the trade circles will not see any indication of origin in such sign.

Great Britain [Yes, the UKIPO will accept such marks if they are fanciful or exotic in relation to the
goods.

Greece If the geographic indication is fanciful or obviously does not indicate the origin of the
goods or services to be distinguished, then such a trade mark can be granted e.g.
[MONT BLANC for a pen, EVEREST for foodstuff and restaurant services.

Hungary In the practice of the HPO the so-called theory of indirect deceit is frequently cited, i.e.
even if the expression “Mont Blanc” is purely imaginative for pens but it is applied for
protection by a Hungarian company, depending on all circumstance of the case the
HPO may argue that the average consumer would associate the term “Mont Blanc”
with France, thus, of French origin, therefore any trade mark of a Hungarian entity for a
geographic place associated with France may be held as deceptive to consumers.

Ireland The IPO have accepted Trade Marks whereby the geographical designation was
imaginative for the goods in question, e.g. BALI BRAS. It has been held that the fact
that to some people the mark will indicate a connection to a geographical designation,
does not mean that such persons will believe that connection has anything to do with
the origin of the goods/ services.

Italy Yes, the Italian Trade Mark Office generally grants geographic trade marks when they
are perceived as fanciful signs (see above under 1).

Latvia If the geographic designation is purely imaginative for the respective goods and
services such a trade mark would not be granted. In accordance with Art. 41. of the
Law on Trade Marks and Indications of Geographical Origin - false indications of
geographical origin or any other such geographical names or designations of
geographical nature or similar signs may not be used in the course of trade, if their use
may mislead consumers as to the geographical origin of the goods or services.

Lithuania

Luxemburg [Yes.

Malta Probably yes.

Netherlands |Yes.

Poland Probably yes, according to court decision (see A.1.). However where the well-known
geographical name is protected as an appellation of origin or geographical indication,
and it has acquired a reputation in Portugal its use in connection with other goods
could be forbidden not only in relation to identical or similar goods but also in relation
to non-similar goods.

Portugal No.

Romania Yes.

Slovak

Republic

Slovenia Yes.

Spain Yes.

Sweden Yes.

B: Geographic indications which are not registered as trade marks




1. Protection of geographic indications

a. Apart from the Council Regulation (EEC) No. 2081/92 on the protection of geographic indications and
designations of origin for agricultural products and foodstuffs as well as other EC provisions, do your
national laws allow protection of geographic indications which are not registered as trade marks?

Austria According to Section 8 in connection with Section 1 of the Unfair Competition Act it is
possible to request an injunction and damages (compensation) against anybody, who
infringes the good morals in business.

Section 8 in connection with Section 2 of the Unfair Competition Act allows claiming an
injunction against a person who disseminates in business misleading information. In
addition the law allows a claim for damages and compensation in case of such
conduct. This only relates to protection, but the law does not provide any form of
registration.

Belgium There is no specific Dutch law, nor am | aware any Belgian Federal law addressing this
matter as such. Protection in The Netherlands is to be found through unfair competition
rules namely the Civil Code in articles 6:162 BW (regarding unlawful acts) and 6:194
BW (misleading advertisement).

Bulgaria

Cyprus Yes, Cyprus national laws allow protection of geographic indications, which are not
registered as trade marks.

Czech Yes, they do.

Republic

Denmark Yes, the Danish Act on Collective and Certification Marks, and special regulations
regarding registration of indications of geographic origin for “cheese” and “wine”.
[Moreover, the Danish Act on Marketing Practices may be used to hinder misleading
use of geographic indications.

Estonia

Finland [Ministry of Agriculture and Forestry is mainly responsible for this field in Finland (e.g.

Lapin Puikula (potato) is protected accordingly in the EU. The Trade Marks Act
includes a provision Section 14 paragraph 1 subparagraph 11) A trade mark shall not
be registered if there is an obstacle to registration within the meaning of Council
Regulation (EEC) No. 2081/92 on the protection of geographical indications and
designations of origin for agricultural products and foodstuffs.

France The French Code Rural (Rural Code) provides for the protection of “Appellations
d’Origine Contrdlées” and “Indications Géographiques Protégées”.

An “Appellation d’Origine Contrdlée” can be granted for agricultural and forestry
products, food stuffs and products of the sea, raw or converted. An “Indication
Géographique Protégée” can be granted for agricultural products or food stuffs which
conform to EEC Regulation 510/206 of March 20, 2006, replacing EEC regulation
2081/92.

Existing or recently granted “Appellations d’Origine Contrdlées” must now apply for the
status of a protected designation of origin according to EEC Regulation 510/2006,
otherwise they loose their status of a “Appellation d’Origine Contrélée”.

For products entering into the scope of the before mentioned EEC Regulation, the
French law is completely harmonized.

Germany Yes.
Great Britain |Yes.




Greece Greek law allows protection of geographic indications which are not registered as trade
marks mainly in the frame of harmonization to the respective EC Regulations.

Hungary In Hungary a so-called sui generic protection (namely appellations of origin and
geographical signs) obtainable through registration could be achieved for geographic
indications.

Ireland Yes.

Italy Yes. Articles 29 and 30 of the Italian Industrial Property Code (IIPC) provide for a
general protection of geographic designations. Several regional and national laws
regarding specific designations (wines and spirit drinks, cheese, etc.), most of which
have been harmonized by European legislation, provide for further protection.

Latvia Latvian laws allow protection of geographic indications which are not registered as
trade marks. Indications of geographical origin in Latvia are protected without their
registration. Meanwhile it is possible to register a definite kind of geographical
indications, such as agricultural and food products.

Lithuania

Luxemburg [Yes.

Malta Yes, with regard to national emblems.

Netherlands

There is no specific Dutch law regarding this matter as such, nor any Belgian Federal
law addressing this matter as such. Protection in The Netherlands is to be found
through unfair competition rules namely the Civil Code in articles 6:162 BW (regarding
unlawful acts) and 6:194 BW (misleading advertisement).

Poland

In Poland all EEC Regulations are applied directly, including the Council Regulation
(EC) No 510/2006 of 20 March 2006 on the protection of geographical indications and
designations of origin for agricultural products and foodstuffs, in force since 1 January
2007. In addition to the above regulation, there are few other acts related to the
geographical indications.

Portug al

Yes.

Romania

Geographical indications of products shall be protected in Romania by their registration
with the State Office for Inventions and Trade Marks in accordance with the Romanian
Law on Marks and Geographical Indications no.84/1998 or with the international
conventions to which Romania is party.

Geographical indications protected now or in future under bilateral or multilateral
agreements concluded by Romania shall not be subject to the registration procedure
established by the above mentioned Law. This is also a provision of Law 84/1998, but
it refers to the Agreement concluded in 1993 between Romania and EU on the
reciprocal protection and control of wine name.

However, the list of geographical indications recognized in Romania under the
agreements referred to in the preceding paragraph shall be entered by the State Office
for Inventions and Trade Marks in the National Register of Geographical Indications
and shall be published in the Official Bulletin of Industrial Property.

\We have also a national Law 83/2007 on vineyard and wine, which modifies Law
244/2002 and has new provisions in respect with geographic indications, but they limit
the text to the “grant of use”, not to the “grant of protection”.

Slovak
Republic

Slovenia

Yes.

Spain

The Spanish Autonomous Regions have the legislation competences for the promotion
and protection of the geographical and quality indications transferred. Although, most
of these regulations are included in the European Acts and Rules.

Sweden

The National Food Administration has the main responsibility in this field in Sweden.
Not aware of any such national laws




b. Which national laws are these? Do they cover particular products?

Austria

The Austrian Unfair Competition Act (Section 8), but it does not specify any particular
product.

Belgium

See answer under 1 a.

Bulgaria

Cyprus

The national law is: ‘Protection of Geographic Indications and Designations of Origin
for Agricultural Products and Foodstuffs’ No.139 (1)/2006. It covers agricultural
products and foodstuffs and water.

Czech
Republic

ACT No. 452/2001 Coll. of 29 November 2001 on the Protection of Designations of
Origin and Geographical Indications and on the Amendment to the Act on Consumer
Protection, it does not specify any particular product.

ACT No. 513/1991 Coll. of 5 November 1991, section Il. Unfair Competition. It does
not specify any particular product.

Denmark

The collective marks Act and the Danish Act on Marketing practices are unrestricted as
regards products, whereas the national regulations referred to above relate only to
“wine” and “cheese”, respectively.

Estonia

Finland

Not available other than EC legislation.

France

National laws still provide for protection of geographic indications which do not fall in
the scope of the before mentioned regulation, nor the EEC Regulations concerning
wines and spirits.

The national provisions are contained in Art. L 641 and following of the Rural Code as
well as Art. L 115 — 1 to Art. L 115-20 of the Code de la Consommation. The latter
provides for the protection of simple designations of origin, namely “Appellations
d’Origine Simples”, which are not “Appellations d’Origine Contrdlées”. The provisions
of the Code de la Consommation provide for the protection of other products than
agricultural products or food stuffs. The corresponding indications are granted by court
decisions. This possibility of protection has become very rare, as nowadays the
interested business circles prefer filing trade marks, collective or simple ones. The
“Appellations d’'Origine Simples” granted in the past are the following:

> Poterie de Valloris (Pottery of Valloris) of November 19, 1930.
> Dentelle du Puy (Lace of Le Puy) of February 19, 1931.

» Mouchoirs et Toiles de Cholet (Handkerchiefs and Fabrics of Cholet) of November
17, 1935.

[More recently the name RAVIOLE was protected by a Court decision (RAVIOLE DU
DAUPHINE, Cour d’Appel Grenoble February 14, 1989, PIBD 1989 Il p.118).

Germany

Art. 126 of the German Trade Mark Act and the following which cover all types of
products.

Great Britain

Trade Descriptions Act, 1968: applies to all products and services. A false statement of
geographical origin would be an offence under this Act. Note that geographical
indications may also be protected as “certification marks” under the UK Trade Marks
Act 1994. Certain types of geographical product name are also protected under
national statutes, e.g. “Scotch whisky” (Scotch Whisky Act 1988) or Judge-made law
e.g. “champagne” “Swiss”.

Greece

National law which covers geographic indications in general is Article 3 Law 146/1914




against unfair competition. Protection is also granted by specific provisions governing
wine and spirituals (Decree 81/1993) and olive oil (Law 2040/1992).

Hungary

The Hungarian Trade Mark Act No. XI of 1997 itself is that provides protection for
geographic indications, but it does not specify any particular product.

Ireland

Consumer Information Act 1978- It is offence under this Act to apply a false statement
of geographical origin under this act. Applies to all goods and services. There is
protection under Irish Law for Certification Marks e.g. Champagne.

Italy

See answer under 1 a.

Latvia

Latvian national law which regulates the protection of trade marks and geographic
indications is the Law on Trade Marks and Indications of Geographical Origin. This law
covers all general aspects relating to trade marks and geographic indications. The
specific rules are laid down by “The Provisions on Registration and Protection of the
geographical Indications of Agricultural and Food Products”.

Lithuania

Luxemburg

Loi du 2 juillet 1932, concernant la standardisation des produits agricoles et horticoles
et la création d’'une marque nationale (Law of 2 July 1932, concerning the
standardisation of agricultural and horticultural products and the creation of a national
mark).

This law needs to be implemented and concretised by grand-ducal by-laws. To date,
national marks for the following goods have been created: butter, wine, honey, spirits,
sparkling wine, Crémant de Luxembourg, pork meat, smoked goods (ham).

Malta

They are specifically provided for in the Trade marks Act.

Netherlands

See answer under 1 a.

Poland

» Act of 17 December 2004 on registration and protection of names and indications for
agricultural products, foodstuffs and traditional products, which regulates the national
phase of registration of geographical indications and designations of origin with the
European Commission;

> Act of 30 June 2000 on Industrial Property Law, which regulates the registration of
geographical indications with the Polish Patent Office in relation to products other than
those mentioned in the Council Regulation No 510/2006 and Act of 17 December
2004, that is all products, such as traditional handcraft products, excluding agricultural
products and foodstuffs.

> Unfair Competition Act of 16 April 1993 relating to any false or misleading designation
of geographical origin of any goods and services.

Portugal

The Industrial Property Code in articles 305 to 315 provide for the possibility of
registration in relation to appellations of origin and/or geographical indications for any
kind of goods.

Romania

See answer under 1 a.

Slovak
Republic

Slovenia

The protection of wines and other grape and wine products are regulated by the Wine
Law and national Regulations as follows: Rules on the list of designation of
geographical origin for wines and other grape and wine products, Rules on the
designation of wine, must and other grape and wine products and their packaging. The
protection of Agricultural products, foodstuffs is regulated by the national Agriculture
Act , national Rules on procedures for the recognition of special agricultural products
or foodstuffs and Rules on the trade mark for labelling agricultural products or
foodstuffs Rules on the requirements for the use of the indication of geographical




denomination of agricultural products and foodstuffs. Plant varieties rights are
regulated by the national Law on protection of New Varieties of Plants Act, Decree on
the annual fee for varieties entered in the Agricultural Plant Variety List and on fees
and costs for plant variety protection, Rules on the procedure for granting the plant
breeders' rights, Rules on standard methods for testing the distinctness, uniformity and
stability of new varieties of plants. The protection of the geog. indication for all other
goods is regulated by the IP Act.

Spain There are many regional Acts protecting this type of geographic indications and
designations of origin, and they do cover particular products.
Sweden In Sweden this area of law is ruled by EC legislation and international treaties, e.g. the

Agreement on Mutual Recognition of Appellations of Origin.

c. Are geographic indications also protected by bilateral and/or multilateral treaties? Can you briefly
explain what they provide for?

Austria Austria concluded bilateral treaties with Italy, France, Spain, Greece and the Czech
Republic on the protection of origin of certain goods and services. The parties are
obliged to take all necessary steps to protect certain goods (with designations of origin)
[in business against unfair competition.

Belgium Stresa Convention (1951) on cheese signed by inter alia The Netherlands and
Belgium, France, Italy, Denmark and Austria.

“Indication of origin” protection for i.e. Roquefort and Pecorino Romano; “Recipe”
protection for generic names like Camembert, Brie, Gouda, Edam

Bulgaria
Cyprus No.
Czech Yes.
Republic

1.Multilateral treaties:
Paris Convention for the Protection of Industrial Property:

Prohibition of false statements on the origin of products
[Madrid Agreement for the Repression of False or Deceptive Indications of Source on
Goods 1891:

According to the Agreement, all goods bearing a false or deceptive indication of
source, by which one of the contracting States, or a place situated therein, is directly or
indirectly indicated as being the country or place of origin, must be seized on
importation, or such importation must be prohibited, or other actions and sanctions
must be applied in connection with such importation.

Lisbon Agreement for the Protection of Appellations of Origin and their International
Registration 1958:

The aim of the Agreement is to provide for the protection of appellations of origin, that
is, the “geographical name of a country, region, or locality, which serves to designate a
product originating therein, the quality and characteristics of which are due exclusively
or essentially to the geographic environment, including natural and human factors”.
Such names are registered by the Inter-national Bureau of WIPO in Geneva upon the
request of the competent authorities of the interested contracting State. The




lInternational Bureau communicates the registration to the other contracting States. A
contracting State may declare, within one year, that it cannot ensure the protection of a
registered appellation. A registered appellation may not be declared to have become
generic in a contracting State as long as it continues to be protected in the country of
origin.

2. Bilateral treaties:

The Czech Republic concluded bilateral treaties with Italy, France, Spain, Greek and
Austria on the protection of origin of certain goods and services. The parties are
obliged to take all necessary steps to protect certain goods (with designations of origin)
lin business against unfair competition.

Czechoslovakia was also contracting state of these bilateral treaties:

[Agreement between Austria and CSSR on Indications of Source on Goods,
Appellations of Origin of Products and other Marking Concerning the Origin of
Agricultural and Industrial Product

(Decree No. 19/1981)

Agreement between Government of Portugal and CSSR on Indications of Source on
Goods, Appellations of Origin of Products and other Geographic Denomination
(Decree No. 63/1978)

Agreement between Switzerland and CSSR on Indications of Source on Goods,
Appellations of Origin of Products and other Geographic Denomination
(Decree No. 13/1976)

Denmark Denmark was earlier party to the Stresa Convention.

Estonia

Finland Reference is made to bilateral / multilateral treaties entered into between EC and e.g.
[Mexico in respect of The Agreement on Mutual Recognition of Appellations of Origin.
Actual case relating to Mexico IR 796 216 Miss Tequila which was cancelled due to
treaty.

France At least in the past Geographic Indications were also protected by bilateral treaties. In
view of the short time for answering the questionnaire, it was impossible to check
which of those treaties are still in force. But France is member of the Lisbon
Agreement, managed by WIPO. Over 500 French designations of origin are protected
|in the scope of this agreement.

Germany Yes.

(1) Multilateral treaties:

* Paris Convention for the Protection of Industrial Property of 1883 (prohibition of false
statements on the origin of products)

* Madrid Agreement on the Protection of Appellations of Origin of 1891 is a multilateral
treaty (grants protection against deceptive use on the basis of the country of protection
(not the country of origin).

* Lisbon Agreement on the Protection of Appellations of Origin 1958 (prohibition of
each adoption or imitation of designations which are reqistered with WIPO, irrespective




of any danger of misguidance)
(2) Bilateral treaties:

- treaty between Germany and Portugal of 1950 (mainly protection of designations for
wine such as “Porto” and “Madeira”)

e treaty between Germany and Cuba of 1954 (mainly protection of designations for
tobacco such as “Habana”)

e special commercial treaties between Germany and France, Italy, Greece, Switzerland
and Spain (reservation of particular geographic indications for products of the
respective countries of origin).

Great Britain

None aware of, apart from TRIPs.

Greece

Geographic indications are also protected by bilateral and multilateral treaties. Greece
has signed bilateral treaties in the field of foodstuffs and agricultural products with
France, Germany, Switzerland.

Hungary

Hungary is member of the Paris Convention for the Protection of Industrial Property
and of the Lisbon Agreement for the Protection of Appellation of Origin, furthermore,
there is only one bilateral agreement concluded with Switzerland on the protection of
appellations or origin.

Ireland

TRIPs

Italy

Yes. There are several bilateral and multilateral treaties in force for Italy protecting
geographic designations. For instance, Italy is member of the Paris Convention for the
protection of Industrial Property, the Lisbon Agreement for the protection of
appellations of origin and the TRIPs Agreement.

Latvia

Geographic indications are protected by the Paris Convention for the Protection of
[Industrial Property. It provides that in cases of direct or indirect use of a false indication
of the source of the goods or the identity of the producer, manufacturer, or merchant all
goods unlawfully bearing a false indication of the source shall be seized on importation
linto those countries of the Union where such mark or trade name is entitled to legal
protection. The countries of the Union are bound to assure to nationals of such
countries effective protection against unfair competition - indications or allegations the
use of which in the course of trade is liable to mislead the public as to the nature, the
manufacturing process, the characteristics, the suitability for their purpose, or the
quantity, of the goods. It provides that the countries of the Union undertake to assure
to nationals of the other countries of the Union appropriate legal remedies effectively to
repress all these acts.

The Agreement on trade-related aspects of intellectual property rights (TRIPs
agreement) provides that in respect of geographical indications, Members of the
agreement shall provide the legal means for interested parties to prevent the use of
any means in the designation or presentation of goods that indicates or suggests that
the goods in question originate in a geographical area other than the true place of
origin in a manner which misleads the public as to the geographical origin of the goods
and any use which constitutes an act of unfair competition. It also provides additional
Protection for Geographical Indications for Wines and Spirits. It states that each
Member shall provide the legal means for interested parties to prevent use of a
geographical indication identifying wines for wines not originating in the place indicated
by the geographical indication in question or identifying spirits for spirits not originating
in the place indicated by the geographical indication in question, even where the true
origin of the goods is indicated.




Lithua nia

Luxemburg

Yes, there are a few, very old, bilateral treaties, like for instance with France regarding
the protection of “Cognac”.

Furthermore, Luxembourg is member of the Paris Convention for the protection of
[Industrial Property and the TRIPS Agreement.

Malta

None aware of.

Netherlands

Stresa Convention (1951) on cheese signed by inter alia The Netherlands and
Belgium, France, Italy, Denmark and Austria. “Indication of origin” protection for i.e.
Roquefort and Pecorino Romano; “Recipe” protection for generic names like
Camembert, Brie, Gouda, Edam.

Poland

Poland is not a contracting state of any multilateral treaties, which are solely directed
to protections and registration of geographical indications, such as Lisbon Agreement
for the Protection of Appellations of Origin and their International Registration of 1958
or International Convention on the Use of Appellations of Origin and Denominations of
Cheeses of 1951, however it is a contracting state of other treaties related to protection
of intellectual property (including protection of geographical indications) such as TRIPs
or Paris Convention. Moreover, Poland is a signatory of bilateral agreements with
Czech Republic, Hungary and France in relation to particular products.

Portugal

Yes.

At least the following bilateral treaty appears to be still in force: Agreement between
Portugal and Switzerland of 16 September 1977 on protection of indications of origin,
appellations of origin and similar designations, and previously to our joining the EU,
similar bilateral treaties had been signed at least with Spain (1970), and Hungary
(1981). An agreement of the same type was established between Portugal and the
Czechoslovakian Republic in 1986. Based on said bilateral treaty, the Supreme Court
of Justice ordered the refusal of the registration of the trade mark BUDWEISER, due to
the protection given to the Czech geographical name Ceskobudejovicky Budvar.

Romania

See answer under 1 a.

Slovak
Republic

Slovenia

Yes.

Spain

Yes. On the one hand, there are bilateral Treaties between Spain and other countries
(i.e. with the Hungarian Republic, with France, etc) and on the other hand there are
European Treaties (within Spain is part) with other countries (i.e. The European Union
and South Africa, or with Chile, or with Australia, etc.)

Sweden

See answer under 1 b.

d. Are foreign geographic indications also protdéteyour country?

Austria The geographic indications, which are listed in the Annex of the above-mentioned
bilateral treaties are protected in Austria.

Belgium See answer under 1 a.

Bulgaria




Cyprus

Yes, provided that they are registered as European Designations and Indications.

Czech Yes. The origin from abroad is often seen as a particular sign of quality. It is

Republic irrespective whether the foreign geographic indication is protected in its country of
origin (exception for EU Member States because of Art. 28, 30 EC).

Denmark Foreign geographic indications may be protected under the Collective and Certification
[Marks Act provided the indications fulfil the conditions for registration under said Act.
Further, Section 3 of the Marketing Practices Act may be used to hinder misleading
use of foreign geographic indications in Denmark.

Estonia

Finland In principle, yes. Case by case judgment may be applied.

France Foreign Geographic Indications are also protected in France, mostly through EEC
regulations and the Lisbon Agreement. The French Courts as well as the French Trade
marks Office protect actively foreign Geographic Indications, even those which are
considered as generic in other countries. France protects, for instance, the name
PILSEN or PILSENER for beer - although many countries consider that those words
are generic for a kind of beer.

Germany Yes. The origin from abroad is often seen as a particular sign of quality. It is

irrespective whether the foreign geographic indication is protected in its country of
origin (exception for EU Member States because of Art. 28, 30 EC).

Great Britain

To the extent described in b above.

Greece There is no discrimination between Greek and foreign geographic indications.

Hungary Only those Swiss geographic indications are protected in Hungary, which are listed in
the Annex of the above-mentioned bilateral treaty.

Ireland See answer under 1b.

Italy Yes. Foreign geographic indications are protected provided they are officially
recognized by bilateral or multilateral treaties or, at least, well-known in Italy.

Latvia Foreign geographic indications are protected in Latvia in accordance with the
Agreement on trade-related aspects of intellectual property rights (TRIPs agreement).
The geographical indication for agricultural and food products, which is registered in
European Union is protected in Latvia, too.

Lithuania

Luxembur g [Foreign geographic indications are protected in accordance with provisions in bilateral
or multilateral treaties

Malta None aware of.

Netherlands [See answer under 1 a.

Poland Based on Unfair Competition Act, any geographical indication is protected in Poland as
long as it enjoys protection in the country of origin.

Portugal Probably yes, on the basis of the agreement between Portugal and Switzerland of 16
September 1977 on protection of indications of origin, appellations of origin and similar
designations.

Romania Yes.

Slovak

Republic

Slovenia According to IP Act the legal and natural persons that are foreign nationals shall enjoy,

in respect of the protection of industrial property rights in the Republic of Slovenia, the
same rights as domestic legal or natural persons, or other domestic nationals, in
conformity with the TRIPs Agreement or the application of the principle of reciprocity.




Spain

The Spanish Law does not make any difference between the national and the foreign
geographic indications, whenever they carry out the conditions established:

» They are Famous.
» They are known by the general public.

» There is an association between the geographic region and the products.

Sweden

Yes. On a principal basis of reciprocity.

e. Can geographic designations also be filed as a collective mark according to Art. 15 (2) of the Trade

mark Directive?

Austria Geographic designations can also be filed for protection as collective trade marks.
(Section 62, Paragraph. 4 Trade mark Protection Act)

Belgium Yes, the distinctiveness requirements differ obviously from those for individual marks.

Bulgaria

Cyprus Yes.

Czech Yes.

Republic

Denmark Yes.

Estonia

Finland [In principal, yes.

France Geographic designations are frequently filed as collective trade marks.

Germany Yes.

Great Britain |Yes.

Greece According to Article 25 (2) Law 2239/1994 geographic indications can be registered as
collective marks. However, this right conferred to the trade mark proprietor shall not
entitle him to prohibit a third party from using, in accordance with honest practices,
indications concerning the geographical origin in the course of trade.

Hungary Geographic designations can also be filed for “collective” protection.

Ireland Yes.

Italy Yes.

Latvia Geographic designations can be filed as a collective mark, but the owner of such a
collective mark has to take into the consideration that he cannot forbid other third
parties from using such a sign in trade.

Lithuania

Luxemburg [Yes (Benelux Trade Mark). In fact, a “marque nationale” has many elements of a
collective mark.

Malta Yes.

Netherlands [Yes, the distinctiveness requirements differ obviously from those for individual marks.

Poland Obtaining protection for geographical indication as a collective mark will be limited in

the same way as in the case of individual trade mark.

Portugal

Yes.




Romania

Probably yes.

Slovak
Republic

Slovenia

Yes.

Spain

In Spain, there are two types of collective marks according to Art. 15 (2) of the Trade
Mark Directive:

> Collective marks: any sign capable of being represented graphically...., which is

capable of distinguishing in the market the goods or services of the members of an
association which is the proprietor of the mark from the goods or services of other
undertakings. (art. 62.1 Spanish Trade mark Act)

e Certification Marks: any sign capable of being represented graphically....,used by a
plurality of undertakings controlled and authorised by the proprietor, certifying that the
goods or services to which it is affixed satisfy common requirements, in particular
concerning their quality, components, geographical origin, technical conditions or
method of manufacture of the products or provision of the service. (art. 68.1 Spanish
Trade mark Act)

Sweden

Yes. One example is Véasterbottenost, which is a cheese (ost) from the region

\Vasterbotten.

2. Conditions for protection

a. What are the conditions for the protection of geographic indications?

Austria

Geographic indications can only be registered as trade marks or under the Council
Regulation (EEC) No. 2081/92.

Belgium

They must be known as geographic indications with the relevant public.

Bulgaria

Cyprus

There are two preliminary conditions:
The completion of a national application form (Type ON P.1)
The payment of national fees (CYP 50)

If these preliminary conditions are satisfied, then it is further being examined whether
the application satisfies the provisions of Council Regulation (EEC) N0.510/2006

Czech
Republic

Geographical indication is protected if the sign is the name of a region used for
products originating in that region, provided that it has a certain quality, reputation or
the other characteristics which may be attributed to that geographical origin and whose
processing or production or preparation take place in a delimited geographical region.

Denmark

Collective marks:

The applicant must be an association of trade or a commercial company.
There must be a set of rules determining how the collective mark may be used by the
members of the association.

Geoaraphical indications may constitute collective marks but the owner of the




collective mark registration is not entitled to prohibit a third party’s use of the indication
of geographic origin in accordance with good marketing practice.
A major part of the provisions relating to trade marks applies to collective marks, too.

Certification marks:

A certification mark is a commercial sign belonging to a legal person who supervises or
sets rules regarding goods and services, and which is used or intended for use in
connection with the goods and services, which are subject to control or in respect of
which rules have been set.

The provisions referred to above under “Collective marks” apply to Certification marks,
also.

Estonia

Finland [Ministry of Agriculture and Forestry would apply EU legislation.

France Limited geographical areas and specific conditions of production which are defined by
decree in the Council of State after proposition of Institut National de I'Origine et de la
Qualité, INAO (National Institute of Origin and Quality), for the “Appellation d’Origine
Simple”, the Court decision will define the geographical area as well as the traditional
local standards of production.

Germany A geographic indication is protected if the sign is used in trade as an indication of

origin. The conception of the trade circles (the average informed and knowledgeable
consumer) is decisive for the question whether a sign qualifies as a geographic
indication.

Great Britain

Registration.

Greece

According to Article 3 Law 146/1914, protection is granted to geographic indications
against signs which identify goods or services originating in a territory and their use is
not true or may mislead average consumer as to the geographic origin of the goods or
services.

Hungary

A geographic sign (designation) is a name of a region, place or exceptionally a
country, which is used for denominating such products, whose special quality,
reputation or other characteristics can be substantively attributable to this geographic
origin.

An appellation of origin is also a name of a region, place or exceptionally a country,
which is used for denominating such products, whose special quality, reputation or
other characteristics can be exclusively or substantively attributable to the respective
geographic environment and the essential natural and human factors of such
geographic environment.

Ireland

Registration.

Italy

Those indicated, for instance, under Article 29 IIPC,
« they have to be names of towns, regions or areas;
» the products they designate have to come from those areas;

» the qualities, reputation or characteristics of the products have to be exclusively or
essentially due to the characteristics of the environment they are produced in,
including, in some cases, natural, human and traditional characteristics.

Latvia

The conditions for the protection of geographic indications are: geographic names and
signs or indications of a geographical nature have to be perceived by consumers and




trade circles to be in connection with the specific origin of the goods or services and
indications of geographical origin or any other such geographical names or
designations of geographical nature have to be true and their use may not mislead
consumers as to the geographical origin of the goods or services.

Lithuania

Luxemburg

A “Marque nationale” certifies the Luxembourg origin of a certain product and confirms
that it satisfies various quality criteria. The products are controlled and receive the
qualification as a “marque nationale” only when they pass the controls successfully.

Malta

There is no specific set of rules.

Netherlands

They must be known as geographic indications with the relevant public.

Poland

All the criteria set out in Council Regulation (EC) No 510/2006 need to be fulfilled.

Portugal

Geographic indications may be protected according to the criteria referred to in 1 even
when the name is not protected through registration.

However it is also possible to obtain a registration for certain Gl (please answer under
B 3 below).

Romania

A geographical indication may be protected only if there is a close connection between
the goods referred to by the geographical indication and the place of origin thereof with
regard to quality, reputation or other characteristics of the goods. A geographical
indication cannot be protected only for the mere fact that the goods to which this refers
have the place of origin in a certain region.

The applicant must be a legal person, one association or several associations of
producers which are having a business in the specific geographic area.

The request must also contain:

» a list comprising the persons authorized to use the geographical indication;

» the type of products which the geographical indication refers to, as well as the
indication of the place of fabrication and of the limits of the production geographical
area;

e an internal norm containing the following elements:

» denomination of the goods to which the geographical indication refers;

» description of the goods and of the main characteristics thereof;

» delimiting the production geographical area;

» elements proving that the goods have the origin in the production geographical area;
» description of method of obtaining the goods;

> elements which justify the connection of the goods with the zone or geographical
area thereof;

» reference concerning the procedures of goods quality control, as well as the
competent body to carry out this control.

» a certificate of conformity of the products with the elements provided for in the
internal norm issued by the Ministry of Agriculture and Food Industry.

If the applicant for the registration of a geographical indication is a foreign association
of producers, the application shall be attended by the following documents: justifying
document, a copy certified for conformity of the title of protection obtained in the
country of origin.

Slovak
Republic

Slovenia

Geographical indications eligible for registration are indications which identify a good




as originating in a territory, or a region or a locality in that territory, where a given
quality, reputation or other characteristic of the good is essentially attributable to its
geographical origin.

Spain There are three ways of protecting a geographic indication:

» As a trade mark (except for the two cases above-mentioned in the first question)

» As a collective mark or certification mark, by enclosing regulations governing its use.
Concerning the collective mark it has to be applied by an association, whereas the
certification mark might by applied by everyone.

» As a designation of origin, by creating a regulation by the competent Public Organism
or Entity.

Regarding section b), when these marks consist of a geographic indication, the
regulations governing use shall provide that anyone whose goods or services originate
in that geographical area and satisfying the requirements provided therein, may
become an association member.

Sweden A registration in line with EU legislation.

b. Is registration in a list required or is mere use sufficient? What are the requirements of such use?

Austria Not applicable.

Belgium Use or registration is not a prerequisite for protection.

Bulgaria

Cyprus Registration in a list is required.

Czech To qualify for protection, geographical indications and designations of origin should be
Republic registered. The protection begins on date of registration.

Denmark [In theory mere use is sufficient and registration not mandatory, but it is difficult to prove

that the above conditions, e.g. concerning use, regarding collective marks have been
fulfilled if the rights are based on mere use. Accordingly, in practice it is presumed that
registration is necessary to establish and maintain collective marks rights.

Estonia

Finland [In line with EU legislation. In addition, it could be possible to refer to establishment
through use.

France Generally, the registration in a list is required. Mere use is only sufficient if recognized
by a court decision.

Germany Registration is not required. The geographic indication must be used in trade. Large-

scale use is not necessary.
Great Britain |Mere use is insufficient.

Greece Registration of geographic indications in a list is not required for the grant of protection.
Hungary Registration is required.

Ireland Registration is required.

Italy Generally speaking, registration is required for the legal protection of geographic

designations. However, provided some conditions, even unregistered geographic
names may be protected under Article 2598 of the Italian Civil Code.




Latvia Indications of geographical origin in Latvia, pursuant to the Law of Trade Marks and
Indications of Geographical Origin, shall be protected without their registration, thus
the registration is not required. The registration regarding the specific geographical
indication (agricultural and food products) is available.

Lithuania

Luxemburg |Registration in a list is required.

Malta There is no specific set of rules.

Netherlands |Use or registration is not a prerequisite for protection.

Poland Geographical indications are not protected by their use alone. Registration is a
prerequisite for protection.

Portugal Please see the previous answer.

Romania See 2a.

Slovak

Republic

Slovenia The registration of the Geographical indications is obligatory in order to be effected.

Spain A geographic indication has to be protected by the Law.

Sweden |In line with EU legislation.

a. If registration is necessary, who may apply for it?

Austria |Not applicable.

Belgium INot applicable.

Bulgaria

Cyprus Groups of people (producers) & associations of producers.

Czech Only a group shall be entitled to apply for registration. For the purposes of this

Republic IRegulation, "group" means any association, irrespective of its legal form or
composition, of producers or processors working with the same agricultural product or
foodstuff. Other interested parties may patrticipate in the group.

Denmark An association of commercial companies may apply for registration of a collective
mark and a legal person who controls or sets provisions regarding goods and services
may apply for a certification mark.

Estonia

Finland [Ministry of Agriculture and Forestry would apply EU legislation.

France |Loca| Producers, organized in professional committees apply for registration.

Germany INot applicable.

Great Britain

An association of producers and/or processors working with the same “agricultural”
product.

Greece There is no Greek Registry of geographic indications.

Hungary Any natural or legal person, who produces and manufactures the product on the
[territory indicated in the geographic indication, may apply for registration.

Ireland An association of producers and/or processors working with the same agricultural

product or foodstuffs.




Italy In principle, associations of producers only, provided their production comes from the
specific geographical area and their products have the characteristics required.

Latvia Any natural or legal person, who produces and manufactures the product on the
[territory indicated in the geographical indication, may apply for registration.

Lithuania

Luxemburg  |Entities manufacturing products originating from Luxemburg.

Malta |Registration is not necessary, but facultative.

Netherlands [Not applicable.

Poland As set out in the EEC regulation and Industrial Property Law only a group shall be
entitled to apply for registration. Group means any association, irrespective of its legal
form or composition, of producers or processors of the same product, working in the
same geographical region.

Portugal Geographic indications may be protected according to the criteria referred to in No.
A.1. even when the name is not protected through registration.

[However it is also possible to obtain a registration for certain Geographical Indications.
It is necessary to file an application for registration of a designation of origin or a
geographical indication, indicating the name of the individuals or bodies corporate,
public or private that are entitled to acquire the registration and the following
information:

> The name of the product or products on which it is intended to use the designation of
origin or geographical indication;

> The traditional or regulated conditions for the use of the designation of origin or the
geographical indication and the limits of the respective locality or region.

Romania The applicant must be a legal person, one association or several associations of
producers which are having a business in the specific geographic area.

Slovak

Republic

Slovenia A request for the registration of a geographical indication may be filed by associations
of legal or natural persons, chambers, communes, larger local communities or State
authorities.

Spain Applications for registration may only be made by a group of producers or processors
or, in exceptional cases, natural or legal persons. If the application concerns a cross-
border area, it may be made in conjunction with several groups.

Sweden In line with EU legislation.

b. Which body is responsible for the registration?

Austria Not applicable.

Belgium Not applicable.

Bulgaria

Cyprus A Consultative Committee under the Department of Agriculture decides whether a
registration should be accepted. Then our National Registry Office is responsible for
the recordal of the registration as an intellectual property right.




Czech

The Patent Office of Czech Republic.

Republic

Denmark The Danish Trade mark Office is responsible for said registration.

Estonia

Finland As National Board of Patents and Registration maintains register of trade marks
[Ministry of Agriculture and Forestry would keep the records of geographic indications.

France The registration is instructed and prepared by INAO and granted by decree.

Germany Not applicable.

Great Britain

The Department for Environment, Food and Rural Affairs (England & Wales); The
Scottish Office of Agriculture, Environment and Fisheries Department (Scotland).

Greece The Ministry of Rural Development and Food is only responsible for formalities
connected with registration of geographic indications in the European Registry.

Hungary The Hungarian Patent Office is responsible for the registration.

Ireland The Department of Agriculture & Food.

Italy At European level, it is the European Commission, according to EC Regulation No.
510/2006. For national geographic designations of wine-sector products, it is a national
Committee appointed by the Ministry of Agriculture.

Latvia [Ministry of Agriculture is responsible for registration of geographical indications for
agriculture and food products.

Lithuania

Luxemburg [Butter: Commission de la marque nationale du beurre
\Wine: Institut viti-vinicole — Commission de la marque nationale du vin
Honey: Commission de la marque nationale du miel
Spirits: Commission de la marque nationale des eaux-de-vie
Crémant, sparkling wine: Commission de la marque nationale des vins mousseux
Pork meat: Commission de la marque nationale de la viande de porc

Malta The national trade marks office, if application for protection as a trade mark is filed.

Netherlands |Not applicable.

Poland In relation to foodstuff and agricultural products, the registration can be obtained only
with the European Commission and the Ministry of Agriculture and Rural Development
of the Republic of Poland. The latter of the two acts as registration body initially
approving the application for registration with the European Commission and granting
temporary protection. In relation to other products, the registration of geographical
indication takes place with the Patent Office of Republic of Poland.

Portugal INPI, the National Institute for Industrial Property.

Romania The Romanian Patent and Trade Mark Office.

Slovak

Republic

Slovenia For the registration under IP Act the Slovenian Patent Office is responsible, however
for the registration of the Geographical Indications for agricultural products and food
staffs as well as for wines and other products obtained from grapes or wine the
[Ministry of Agriculture, Forestry and Food is responsible.

Spain Applications are made by the Member State concerned in the geographical area as
defined therein. In Spain the competent authorities which deal with this matters are the
regions

Sweden The National Food Administration keeps the records of geographic indications,

whereas the Patents and Registration Office keeps the trade mark register.




c. Do third parties have the right to object against such registration?

Austria Not applicable.

Belgium Not applicable.

Bulgaria

Cyprus Yes.

Czech Yes. Any natural or legal person having a legitimate interest may object to the

Republic proposed registration by lodging a duly substantiated statement.

Denmark Third parties have the right to file an opposition up to 2 months after publication of the
collective or the certification mark in the Marks Gazette.

Estonia

Finland In a trade mark registering procedure there is a possibility to file an opposition.
Geographic indications maintained by Ministry of Agriculture and Forestry may be
presented a remark against and/or Ministry of Agriculture and Forestry may consult
National Board of Patents and Registration.

France Yes, Art. R 641-13 of the Rural Code.

Germany Not applicable

Great Britain

Yes member states can lodge an objection with the Commission. On the national level,
interested parties can object to the Government Department.

Greece Not applicable

Hungary Yes, third parties have the right to object to the registration.

Ireland Yes. Member States can lodge an objection with the Commission.

Italy Yes. Regarding geographic designations protected under EU legislation, the right to
object may be claimed through the opposition procedure provided for under Article 7 of
the EC Regulation No. 510/2006.

Latvia Yes, third parties have right to object to the registration.

Lithuania

Luxemburg [No.

Malta There is no opposition procedure. An invalidation and/or a revocation action may be

filed after the registration.

Netherlands

Not applicable.

Poland

In relation to foodstuff and agricultural products there is an opposition procedure in
relation to obtaining the registration with the European Commission, both on national
and community level. However, the national parties can file opposition only at the
national level, while the foreign parties can oppose the registration on the community
level. In relation to other products, the registration of geographical indications with the
Patent Office of Republic of Poland can be objected in the opposition or invalidation
proceedings before the Office.

Portugal

Yes. Within two months after the official publication in the Industrial Property Bulletin.

Romania

An opposition declaration to the registration of a geographical indication may be
formulated within three months from the publication, for failure to observe the following
provisions:

» they do not comply with the definition of the geographic indication;

» they are the generic name of goods;




» they are liable to mislead the public as to the nature, origin, manufacturing methods
and quality of the goods;

« if they are contrary to public policy or to accepted principles of morality,
or if a person has a legitimate interest based on a previously protected industrial
property right which the geographical indication would come into conflict with.

Slovak

Republic

Slovenia There is no such possibility prescribed by the IP Act.

Spain Yes, any Member State, third country, natural or legal person having a legitimate
interest may object to the registration proposed by lodging a duly substantiated
statement.

Sweden In a trade mark registering procedure there is the possibility of filing an opposition. It is

possible to object to new geographic designations before the National Food
Administration, and the National Food Administration may itself consult the Patents
and Registration Office.

4. Scope of protection

a. What is the exact scope of protection of geographic indications?

Austria |Injuncti0ns, damages, compensation, removal, etc.

Belgium Protection against misleading advertisement, possible confusion among consumers
and in some cases against use being detrimental to the reputation of the geographical
indication or taking advantage of the reputation of the geographical indication.

Bulgaria

Cyprus The existence and use of original goods in the trade.

Czech The scope of protection resulting from registration is very broad. A geographical

Republic lindication for which a right in registration has been granted by both the European
Commission and the Polish Patent Office may not be used by parties, whose products
do not satisfy the requirements for the grant of a right in registration even if such use is
not intended to designate the geographical origin of the products or where the true
place of the production of the product is indicated. Moreover, the geographical
indication may not be used even if accompanied by expressions indicating the kind of
the product, such as “imitation”, “type”, “process”. The registration covers geographical
indications in their original reading, in translations or in other related forms.

Denmark The scope of protection is against identical and confusingly similar collective marks,
certification marks and trade marks, when the goods or services are identical or
similar, i.e. a usual likelihood of confusion criteria. Registration lasts 10 years and may
be renewed innumerable times.

Estonia

Finland [Ministry of Agriculture and Forestry would apply EU legislation but the exact scope of
protection is not available.

France Protected Geographic Indications (Appellations d’Origine Controlée/Appellations

d’'Origine Protégée - AOC/AOP) are protected against any other use for similar
products, but also against any use for other products, services or businesses, if this
use is likely to take profit of or to weaken the notoriety of the designation (Art. L 643-1
Rural Code). Example: the use of the word CHAMPAGNE was prohibited for cigarettes
as well as for perfume.




Germany

Geographic indications are protected against

« the deceptive use of the geographic indication for goods or services from a different
origin (Art. 127 (1) German Trade Mark Act), or

- if the respective goods or services show particular characteristics or a particular
quality, the use of the geographic indication for goods or services of the same origin
which do not meet this standard (Art. 127 (2) German Trade Mark Act), , or

- if the geographic indication has a particular repute, the use in trade for goods or
services of different origin, provided the use of the geographic indication exploits or is
detrimental to its distinctiveness or repute (Art. 127 (3) German Trade Mark Act).

Great Britain

Registered geographical indications are protected against any use of a registered
name for comparable products not covered by the specification, any “imitation or
evocation” of the geographical indication and any other false or misleading indication
on packaging or advertising concerning the origin of the product.

Greece

The exact scope of protection of geographic indications is primarily the protection of
the average consumer and the trade.

Hungary

On the basis of protection for geographic indications the right-holders (i.e. anybody,
who produces and manufactures the product on the territory indicated in the
geographic indication) have the exclusive right to use the given geographic indication.

Ireland

Protection is against any use of a registered name for a comparable product as well as
misuse, imitation, evocation, false or misleading indication and any practice liable to
mislead the public as to the true origin of the product.

Italy

Under Atrticle 30 IIPC, the use of geographic indications and designations of origin is
forbidden when such use is likely to deceive the public, as well as the use of any
means whatsoever in the designation or presentation of a product, which indicate or
suggest that the same product originates from a place other than the actual place of
origin, or which falsely indicate or suggest that the product possesses the qualities
pertaining to the products originating from a place designated by a geographical
[indication.

Latvia

The use of geographic indications is protected and any interested person can bring an
action in Regional Court of Riga to enjoin the unlawful use of the geographic indication.

Lithuania

Luxemburg

The entitled producer or exporter obtains the right to affix the national mark to its
goods. The executing regulations fix the measures of surveillance, standards, form of
pricing in the market and responsible commission.

Malta

This depends on a case by case basis. Typically, a juridical person having an interest
in a geographical indication would probably be an associated body seeking protection
for its members collectively, with each member manufacturing products hailing from a
particular geographical area.

Netherlands

Protection against misleading advertisement, possible confusion among consumers
and in some cases against use being detrimental to the reputation of the geographical
indication or taking advantage of the reputation of the geographical indication.

Poland

The scope of protection resulting from registration is very broad. A geographical
indication for which a right in registration has been granted by both the European
Commission and the Polish Patent Office may not be used by parties, whose products
do not satisfy the requirements for the grant of a right in registration even if such use is
not intended to designate the geographical origin of the products or where the true
place of the production of the product is indicated. Moreover, the geographical
indication may not be used even if accompanied by expressions indicating the kind of
the product, such as “imitation”. “tvpe”. “process”. The reaistration covers geoaraphical




lindications in their original reading, in translations or in other related forms.

Portugal The registration of the designation of origin or of the geographical indication shall
confer the right to prevent:

» Use, by a third party, in the designation or presentation of a product, of any means
that indicate or suggest that the product in question originates from a geographical
area different from the true place of origin;

* Any use that constitutes an act of unfair competition, within the terms of article 10bis
of the Paris Convention, in its Stockholm revision of 14 July 1967;

e Use by anyone who is not authorized by the holder of the registration.

Romania The scope of the protection is to certify the quality and the genuine origin of the
products.

Slovak

Republic

Slovenia A registered geographical indication is a collective right and may be used as such in

the course of trade only by those who, in accordance with the specification referred to
(see the answer under point 3a), produce or market the goods protected by the
geographical indication.

The use of a registered geographical indication by unauthorised persons shall be
prohibited.

The use of a registered geographical indication shall be prohibited where the goods do
not originate in the place indicated by the geographical indication, even if the true
origin of the goods is indicated, and where the geographical indication is used in
translation or accompanied by expressions such as “kind”, “type”, “style”, “imitation” or
the like.

Spain The first scope of protection is the one given by the national Laws, state or
autonomous Laws. If the Communitarian Rules also regulate the geographic
lindications, the scope of protection would be the European territory.

Sweden The National Food Administration would apply EU legislation.

Case by case judgment.

b. Who can proceed against the use of a geographic indication, only the entitled user or also third parties
such as competitors or associations?

Austria Also third parties.

Belgium Entitled users, competitors, consumers and associations thereof.

Bulgaria

Cyprus Any physical or legal person with a legal interest who is based or who resides in
Cyprus.

Czech Entitled user and also third parties.

Republic

Denmark The collective or certification mark owner may proceed against a third party’s




infringement.

Against misleading or incorrect use of geographic designations, third parties, often
competitors, may proceed in accordance with the Act on Marketing practices.

Estonia

Finland In line with EU legislation. Inter alia a collective or certification mark owner may
proceed against a third party’s infringement. Third parties, inter alia associations and
competitors, may proceed in accordance with EU legislation or even in line with the Act
on Unfair Trade practices.

France Entitled users, the organisations responsible for the protection of the designation (very
often professional committees) the INAO, DGCCRF and more recently competitors can
proceed against unlawful use of geographic indications.

Germany The entitled user as well as competitors who offer the same goods or services on the

same market. Also associations for the promotion commercial interests can proceed
against the use of a geographic indication.

Great Britain

Trading Standards Departments of local authorities (not the registrant or other
individuals or groups).

Greece Against the use of a geographic indication can proceed competitors, who produce and
manufacture same or similar products on the territory, entitled users, professional
associations of manufacturers, traders, organizations whose purpose is consumer
protection.

Hungary Any of the entitled users can proceed against the unlawful use of a geographic
indication.

Ireland The group holding the registration under civil law. The state by way of action under
criminal law.

Italy Also third parties including competitors and associations under unfair competition law.

Latvia Against the use of a geographic indication can proceed an entitled user and any
interested persons, including professional associations, and associations of
manufacturers, traders or providers of services, whose articles of association provide
for the protection of the economic interests of their associates (members), as well as
by organisations and authorities whose purpose, under their articles of association, is
consumer protection.

Lithuania

Luxemburg |Any interested party could proceed against such use under unfair competition law.

Malta Any person has a juridical interest at law.

Netherlands |Entitled users, competitors, consumers and associations thereof.

Poland Anyone can proceed against the use of geographical indication, however there are
different legal basis for such procedures.

Portugal In principle only the entitled user or users would have legal capacity.

Romania Any person having a legitimate interest based on a previously protected industrial
property right which the geographical indication would come into conflict with.

Slovak

Republic

Slovenia According to IP Act the entitled user/holder can act against the infringer of the
geographical indication and the persons who have the right to use the registered
geographical indications as well.

Spain Both of them.

Sweden In line with EU legislation.




c. Can clarifying additional terms excludeany misguidance?

Austria Yes.

Belgium No.

Bulgaria

Cyprus It is possible.

Czech No, expressions such as “style” “type” “method” etc., are not permitted.

Republic

Denmark It is not excluded that clarifying additional terms may exclude any misguidance.

Estonia

Finland In line with EU legislation. No.

France Clarifying additional terms are of no use, as the protection of AOC, AOP and IGP is
absolute. They are even not allowed, when the products concerned contain the
products protected by the geographic indication. For instance the trade mark ST
[MORET WITH ROQUEFORT was considered as unlawful for cheese spread, although
the cheese spread contained 30% of Roquefort cheese.

Germany Generally speaking yes, but this depends on the particular circumstances. Additions

” o

such as “’style, “type”, “method” etc. are generally not sufficient to exclude any
misguidance. However, the Germany Federal Court of Justice has become more
liberal in this respect and assumes that the modern consumers nowadays pays more
attention to certain clarifying terms, e.g. statements on the back label of the product.

Great Britain

No, expressions such as “style” “type” “method” etc., are not permitted.

Greece There is no specific prohibition for use of clarifying additional terms. It is likely to be
prohibited if their use may confuse or mislead the average consumer as to the
geographic origin of the goods or services.

Hungary No. Under Hungarian law any indication is prohibited that copies the geographical
indication in any way whatsoever or makes reference to it, even if he indicates the
genuine origin of the product or if he uses a translation of the designation or uses it
with various appendices; or if the indication uses any other false or misleading marking
in respect of the provenance, origin, nature or essential qualities of the product,
regardless of where such marking is located (e. g. on the packaging, in advertising
materials or in documents relating to the product).

Ireland No expressions such as “style”, “type, “method” or “as produced in”, “imitation” or
similar are expressly prohibited.

Italy In principle, no.

Latvia It is not strictly determined by the Law on Trade Marks and Indications of Geographical
Origin whether clarifying additional terms exclude misguidance.

Lithuania

Luxemburg  |No provision / no case law available.

Malta This depends on a case by case basis, although of course clarifying terms should only

be beneficial in avoiding what might otherwise be perceived as misguidance.

Netherlands

No.

Poland

No.

Portugal

In principle no. The prohibition applies even if the true origin of the products is
mentioned or if the words constituting the designations or indications are accompanied
by qualifiers such as "kind", "type", "quality" or the like.

Romania

Possible, but not a rule.




Slovak
Republic

Slovenia In accordance with the IP Act the geographical indication shall not be eligible for
registration if:

« it indicates or suggests that the good in question originates in a geographical area
other than the true place of origin in a manner which misleads the public as to the
geographical origin of the good;

» although literally true as to the territory, region or locality in which the good originates,
it falsely represents to the public that the good originates in another territory;

« it has become generally known through long-term use in the course of trade as a
designation for a specific kind of goods;

« in the light of a mark’s reputation and renown and the length of time it has been used,
registration is liable to mislead the consumer as to the true identity of the product.

Spain No. It is not allowed.

Sweden In line with EU legislation.

d. Can the use and registration of similar designations be stopped even if there is no danger of confusion?
If so, under which circumstances?

Austria No.

Belgium Yes, use being detrimental to the reputation of the geographical indication or taking
advantage of the reputation of the geographical indication.

Bulgaria

Cyprus No they can't, provided that the requirements mentioned in the answer of question 2a)
above are fulfilled.

Czech No.

Republic

Denmark There must either be a likelihood of confusion to stop registration of similar
designations as collective marks or the use of the similar designation shall be
considered liable to mislead the public as to the origin of the goods.

Estonia

Finland In principle yes. National authorities should control that national or regional indications

may not be confusingly similar with those protected by Council Regulation (EC) No.
510/2006. In addition, one should pay attention to risk of use being detrimental to the
reputation or taking advantage thereof.

France The use and registration of similar designations can be stopped even if there is no
danger of confusion. It is not possible to rely on a AOC, AOP or IGP in opposition
proceedings before the French Trade Marks Office. However, third parties and
therefore interested users of the Protected Geographic Indication may file opinions at
the French Trade Marks Office, if they consider that the trade mark application should
be refused because of a Protected Geographic Indication. Otherwise, it is possible to
act before the Civil or Criminal Courts.

Germany Yes, if




» the goods or services covered by the protected geographic designation show
particular characteristics or a particular quality which the goods or services covered by
the similar designation do not meet (Art. 127 (2) German Trade Mark Act, see also
question 5), or

» the use of the similar designation exploits or is detrimental to the distinctiveness or
repute of the geographic indication (Art. 127 (3) German Trade Mark Act).

Great Britain

It seems that several similar designations have been registered in the UK.

Greece

Danger of confusion is required in any case as the scope of protection is the average
consumer and not the geographic indication itself.

Hungary

The registration of trade marks or geographical indications cannot be prohibited where
there is no likelihood of confusion.

On the other hand, the owners of the right may take action against any party which, in
the course of commercial activities uses any false or misleading marking in respect of
the provenance, origin, nature or essential qualities of the product, regardless of where
such marking is located (e. g. on the packaging, in advertising materials or in
documents relating to the product), or takes any other action liable to mislead
consumers as to the true geographical origin of the product, even if there is no
likelihood of confusion between the signs.

Ireland

Yes. Danger of confusion is not a requirement. Protection extends to any direct or
indirect commercial use which exploits the reputation of the protected name.

Italy

Yes, this is a possibility which is expressly provided for under Articles 14.1 and 13.1 of
the EC Regulation No. 510/2006.

Latvia

According to Art. 41 (3) of the Law of Trade Marks and Indications of Geographical
Origin, the use of similar designation can be stopped even if there is no danger of
confusion in case if an indication of geographical origin is well-known and enjoys a
special reputation among consumers or in the affected trade circles. The use of such
indication of geographical origin, or a similar sign, in the course of trade for goods or
services of a different origin shall not be permitted even in the absence of a risk of
misleading consumers as to the geographical origin, if such use is likely to take unfair
advantage of, or be detrimental to, the reputation or the distinctive character of the
indication of geographical origin.

Lithuania

Luxemburg

No provision / no case law available, but | would tend to say no.

Malta

Case by case basis. A similar designation would probably automatically bring with it a
danger of confusion, and it is difficult to imagine separating both issues.

Netherlands

Yes, use being detrimental to the reputation of the geographical indication or taking
advantage of the reputation of the geographical indication.

Poland Not applicable.

Portugal No. In principle use of any expression, display or graphic combination, including similar
designations, may be prevented only when they are liable to confuse the public.

Romania No.

Slovak

Republic

Slovenia No.

Spain No. If there is no danger o confusion, the designation might be registered.

Sweden Not available. National authorities should control that national or regional indications

may not be confusingly similar to those protected by Council Regulation (EEC) No.
2081/92.




e. Are geographic indications also protected against the use of similar designations?

Austria Yes.

Belgium Yes.

Bulgaria

Cyprus Yes, provided that they are registered.

Czech Yes, they are.

Republic

Denmark Yes, unless use of the geographic origin is in accordance with good marketing
practices, the usual likelihood of confusion criteria applies. Please see also answer
under 4 a.

Estonia

Finland Yes, in line with EU legislation.

France Geographic Indications are also protected against the use of similar designations, for
instance the trade mark AOSTE EXCELLENCE was considered misguiding against the
Protected Geographic Indications VALLE D’AOSTA JAMBON DE BOSSES and
VALLE D’AOSTA LARD D’ARNAD (Arrét de Cassation of January 31, 2006).

Germany See above.

Great Britain |Yes.

Greece In principle yes, depending on the degree of consumer’s awareness.

Hungary Yes, geographic indications are also protected against the use of similar designations.

Ireland Yes.

Italy In principle, yes but it depends on a case-by-case basis.

Latvia According to Art. 41 (3) of the Law of Trade Marks and Indications of Geographical
Origin, geographic indications are protected against the use of similar designation if an
indication of geographical origin is well-known and enjoys a special reputation among
consumers or in the affected trade circles. The use of such indication of geographical
origin, or a similar sign, in the course of trade for goods or services of a different origin
shall not be permitted even in the absence of a risk of misleading consumers as to the
geographical origin, if such use is likely to take unfair advantage of, or be detrimental
to, the reputation or the distinctive character of the indication of geographical origin.

Lithuania

Luxemburg  [No provision.

Malta Protection as mark grants the relevant rights provided for in the Trade Marks Act.

Netherlands |[Yes.

Poland Yes.

Portugal Yes, when they are liable to confuse the public.

Romania Only if registered or notorious.

Slovak

Republic

Slovenia Yes.

Spain Yes, whenever it leads to confusion or association for the relevant public.

Sweden Case by case judgment.




f. Can the use of a geographic indication by unangbd users only be stopped if they are used
for goods and services?

Austria In principle, yes.

Belgium No, also in company names and possibly domain names.

Bulgaria

Cyprus No, any use is not allowed (including advertisement).

Czech Yes, any unauthorized use of the registered geographical indication is not allowed.
Republic

Denmark The usual likelihood of confusion criteria applies but use of a geographic designation

by unauthorised users may additionally be stopped if use of the geographic
designation is incorrect or misleading as to the origin of the goods and services.

Estonia

Finland In line with EU legislation.
The traditional likelihood of confusion criteria applies but use of a geographic
designation by unauthorised users may additionally be stopped if use of the
geographic designation is incorrect or misleading as to the origin of the goods and
services.

France Yes, Art. L 643-1 of the Rural Code also prohibits the use for a établissement”
(business).

Germany Yes, it is indeed required that the geographic indication is used for goods or services

by the unauthorized user.

If the geographic indication is used in another way, e.g. as part of a company name, it
is nevertheless possible to proceed against such use on the grounds of unfair
competition.

Great Britain [Any unauthorised use of a geographic indication can be stopped.

Greece The use of a geographic indication by unauthorized users can only be stopped if it is
used in a way that may mislead the average consumer as to the geographic origin of
the goods or services

Hungary Use of a geographic indication can be stopped even if the unauthorized users use the
given geographic indication on similar goods.

Ireland Any direct or indirect commercial use of a geographical indication is prohibited if it
exploits the reputation.

Italy In general, yes.

Latvia According to Art. 41 (1) of the Law of Trade Marks and Indications of Geographical

Origin false indications of geographical origin or any other such geographical names or
designations of geographical nature or similar signs may not be used in the course of
trade, if their use may mislead consumers as to the geographical origin of the goods or
services.

Lithuani a
Luxemburg [No provision / no case law available.




Malta Yes, if the rights infringed are rights emanating from the Trade Marks Act.

Netherlands |No, also in company names and possibly domain names.

Poland Any use of the registered geographical indication is not allowed.

Portugal Yes.

Romania Since the legal text refers to the protection of rights of Trade Marks and Geographical
Indications, without making any distinction between the two notions in this chapter, all
the above questions may probably be answered in the same manner as in respect with
trade mark matters.

Slovak

Republic

Slovenia In any case the unauthorised persons are prohibited to use of a registered
geographical indication.

Spain It depends on the type of goods or services; if the goods or services are protected by
the geographic denomination, the unauthorized person should carry out the
established conditions.

Sweden In line with EU legislation.

5. Qualified geographic indications

a. Is there a broader protection if the products show certain characteristics which are typical for products

of the respective geographic origin?

Austria No.

Belgium Yes, in practice.

Bulgaria

Cyprus Yes.

Czech Yes.

Republic

Denmark No.

Estonia

Finland In principle yes. Ministry of Agriculture and Forestry would apply EU legislation.

France In order to benefit from Protected Geographic Indications, the products must always
contain characteristics typical for products of the respective geographic origin.

Germany Yes, if the respective goods or services show particular character or quality, the use of

the geographic indication for goods or services which do not meet this standard. The
protection in this case is absolute and does not require any danger of deception of the
trade.

Great Britain

No.

Greece If the products show certain characteristics such as quality, which are typical for
products of the respective geographic origin, the use of such indications shall be
permitted in the course of trade only in connection with specific goods or services of
the respective geographic origin and only if they have these characteristics.

Hungary There is not any broader protection for such products.

Ireland No.

Italy

In general, no.




Latvia If goods or services, that are usually marked by an indication of geographical origin, in
the perception of consumers and trade circles possess a special quality or special
characteristics, the use of such indications of geographical origin in the course of trade
shall be permitted only in connection with such goods or services of the said origin and
only if they have such qualities or characteristics.

Lithuania

Luxemburg [No.

Malta This would probably increase the chances of registrability.

Netherlands [Yes, in practice.

Poland One of the requirements for registration of a geographical indication is that a specific
quality, reputation or other characteristics of the product are attributable to its
geographical origin. However, the unqualified geographical indications are also
protected based on Unfair Competition Act.

Portugal Yes.

Romania No.

Slovak

Republic

Slovenia No.

Spain Yes. Regarding collective and certification marks, they do not have to meet specific
requirements to be protected, but just have a particular geographic origin.

On the contrary, the geographic indications need to fulfil each of specific
characteristics to be protected, such as: quality, components, geographical origin,
technical conditions, method of manufacture, etc.

Sweden The national Food Administration would apply EU legislation.

b. Do particular production processes also qualify for such broader protection?

Austria No.

Belgium Yes, see answer under 5 a.

Bulgaria

Cyprus Yes.

Czech No. Products can be produced in the same manner under a different name.

Republic

Denmark Not applicable.

Estonia

Finland |It would require case by case judgment.

France Not aware that any production processes benefit from protected geographic
indications. However, the characteristics of French Protected Geographic Indication
are always the soil, namely the limited geographic area and the production process,
namely the human factor.

Germany No, because this would prevent further economic development.

Great Britain [No.

Greece If the products show certain characteristics such as quality which are typical for
products of the respective geographic origin. their production processes qualify for




such broader protection.

Hungary No.

Ireland No.

Italy Not applicable.

Latvia |If the products show certain characteristics which are typical of products of the

respective geographic origin their production processes also qualify for such broader
protection. The purpose of such protection is to guaranty that the products of the
respective geographic origin possess respective quality standards.

Lithuania

Luxemburg  |No.

Malta Yes, within the scope of registering as a service mark perhaps.

Netherlands |[Yes, see answer under 5 a.

Poland No. Products can be produced in the same manner under a different name.

Portugal |In principle no.

Romania No.

Slovak

Republic

Slovenia No.

Spain Yes (i.e. cured Iberian ham’s process). It depends on the specific regulation
established.

Sweden |In line with EU legislation.

6. Indirect geographic indications

a. Do your national laws also protect indirect geographic references, i.e. references which do not explicitly
designate a geographic region but which are nevertheless associated with such region? (for example flags
and national or regional colours, landmarks of towns, food specialities of a region, trade dresses such as
wine bottle shapes, foreign-language terms)

Austria Flags and national colours (sovereign emblems) are generally protected in accordance
with Article 6ter of the Paris Convention. The Austrian Patent Offices will refuse the
application on absolute grounds. The law is quite formal so that only signs covered by
special laws or regulations are covered.

Belgium Yes.

Bulgaria

Cyprus No, it does not.

Czech Yes, flags and national colours (sovereign emblems) are generally protected in

Republic accordance with Article 6ter of the Paris Convention.

Denmark Yes, section 14 of the Danish Trade Marks Act protects against misleading use of such
indirect geographic indications.

Estonia

Finland Yes, according to Trade Marks Act Section 14 paragraph 1 subparagraph 3:

“A trade mark shall not be reqgistered if without proper permission, it incorporates




national armorial bearings, a national flag or other emblem, a sign or hallmark
indicating control and warranty used by the State for goods of the same type as those
for which the trade mark is sought or a similar type, the armorial bearings of a Finnish
commune, or the flag, armorial bearings or other emblem, name or abbreviated name
of an international organization or any device or emblem, name or abbreviated nhame
liable to be confused with the symbols or emblems, marks, names or abbreviations
referred to in this item;”. Although the law may be quite formal there should be space
for even interpretation such as trade dresses and food specialities of a region to be
protected.

France

The protection of such indirect references is granted indirectly through the rules
governing fair competition. For instance, following the complaint of a competitor, a
Court considered that the use of the image of a stork for cooking equipment which was
not manufactured in Alsace would make believe the public that those products are of
Alsatian origin. As this was not the case, the use of the stork in this case was
considered as unfair competition.

Germany

Yes.

Great Britain

Under the Trade Descriptions Act 1968 there is a general protection against false
statements and this would cover non-verbal statements such as trade dress.

Greece Greek law protects not only direct geographic indications but also indirect geographic
references such as flag, photos of monuments etc.

Hungary Flags and national colours are generally protected in accordance with Article 6ter of
the Paris Convention.

Ireland Yes under Consumer Information Act 1978

Italy In principle, no. However, it ultimately depends on the relevance and the type of the
indirect reference at issue and if the same is capable of misleading the consumer. In
this case unfair competition law applies.

Latvia Flags and national colours are generally protected in accordance with Article 6ter of
the Paris Convention and with the Law on Trade Marks and Indications of
Geographical Origin. Article 6(8)-(9) of the Law on Trade Marks and Indications of
Geographical Origin protects coats of arms and flags of the member countries of the
Paris Union, their official hallmarks (assay marks), control and warranty marks, as well
as the emblems, flags and names of international organisations.

Lithuania

Luxemburg [Yes.

Malta Yes, emblems of the President of Malta and of the Roman Catholic Archbishop of
[Malta.

Netherlands |[Yes.

Poland Yes.

Portugal No. In principle, only names or designations may be registered. However indirect
geographic references will benefit from the rules referred to in No. A.1.

Romania Such notions are protected as trade marks, but not always is taken into consideration
the origin of the indirect geographic references (for example: they accepted beer
Pilsen, croissant, even the goods were not originated from the “native” country).
Sometimes, they are asking to limit the list of goods/services by adding “all these
originating from...” (but it is not a rule).

Slovak

Republic

Slovenia Yes.

Spain

Yes, but it would require case-by-case judgement.




Sweden

Yes. According to the Swedish Trade Marks Act, paragraph 14, subparagraph 1, a
trade mark may not be registered if it incorporates, without consent, a sign (or a
confusingly similar sign) of a state, or an international sign, if by law such a sign may

not be used as a trade mark.

b. Are there special requirements for the protection of such indirect geographic indications?

Austria The requirement is an Act of Parliament or of the Government.

Belgium No.

Bulgaria

Cyprus Not applicable.

Czech In general, there are not any particular requirements. However, certain regulations with

Republic respect to national flag and emblem need to be taken under consideration.

Denmark Such indirect geographic indications can be registered only if the owner is domiciled in
the country from where the goods/services originate. Otherwise the mark will be
considered misleading.

Estonia

Finland It would require case by case judgment.

France As indicated above, the use of indirect geographic indications is only unlawful, if there
is a risk of misleading the public.

Germany The requirement is that the trade circles infer from the sign the origin of the products. If

the sign has become colloquial, there is no protection. Mere associations are not
sufficient (e.g. general foreign language terms from which the trade does generally not
infer the origin).

Great Britain

No.

Greece These indirect geographic references shall create the impression to the average
consumer that the goods or services are of respective geographic origin.

Hungary No.

Ireland No.

Italy In principle, no.

Latvia There are no particular requirements for protection of indirect geographic indications
except proper authorization by the competent authorities given pursuant to the
procedures specified in the regulatory enactments. Authorization is required for use of
official heraldry approved at the State level, national decorations, Official Service
insignia, as well as signs for official hallmarks (assay marks) or any other marks of
high symbolic value, as well as religious symbols.

Lithuania

Luxemburg  |No.

Malta No, these are protected ex lege.

Netherlands |No.

Poland In general, there are not any particular requirements. However, certain regulations with
respect to national flag and emblem need to be taken under consideration.

Portugal No.

Romania No.

Slovak




Republic

Slovenia The name of a good, which has become generally known through long-term use in the
course of trade as the name indicating that the good originates in a specific place or
region, is also eligible for registration as a geographical indication.

Spain It depends on the case. For instance, landmarks of towns and food specialities of a
region require a link between the mark and the geographic region, while flags and
national or regional symbols require an authorisation from the corresponding authority.

Sweden Case by case judgment.

7. Generic indications

a. In your country, are geographic designations also protected if they are generic?

Austria Generic geographic designations are not protected because they can be used by
anybody.

Belgium Not as a rule, but if use is misleading than action can be taken, for instance use of the
generic word Gouda for cheese that has not been manufactured according to the
recipe for Gouda cheese.

Bulgaria

Cyprus No, they are not.

Czech No, generic geographic indication are excluded from protection.

Republic

Denmark Generic geographic designations are in lack of distinctive character and can therefore
not be registered as word marks or protected by one sole company.

Estonia

Finland No. In line with EU legislation. Although it has not actually come up in practice.

France Generic indications can not be protected as geographic designation. For example
IMOUTARDE DE DIJON (Mustard of Dijon) is not an indication of origin, but a recipe.
The same is the case with SAVON DE MARSEILLE (soap of Marseille).

Germany No, generic names are excluded from protection as geographic indication (Art. 126 (2)

German Trade Mark Act).

Great Britain

Yes, under the law of passing-off against misleading use of the designation in relation
to a similar product (Advocaat).

Greece No.

Hungary Generic geographic designations are not protected in Hungary.

Ireland Decision in Advocaat applies

Italy [In principle, no. However, according to EU legislation, registered geographic
designations may not become generic so, once they are recognized, they are always
protectable.

Latvia Geographic indications in Latvia are not protected if they are generic. Designations
that comply with the definition of indications of geographical origin, but have lost their
original meaning in the territory of Latvia and have become generic names for types of
goods or services shall not be considered to be indications of geographical origin.

Lithuania

Luxemburg [Not as a rule, but if use is misleading then action can be taken, for instance use of the

generic word Gouda for cheese that has not been manufactured according to the




recipe for Gouda cheese.

Malta This depends on a case by case basis. For instance, it is one matter trying to protect
IMEDITERRANEAN (which almost certainly cannot be given to any one single trader),
while it is another matter trying to obtain registration for CHAMPAGNE in the name of a
collective body promoting the interests of traders from the area (which in our opinion
should be allowed registration — at least in theory).

Netherlands |[Not as a rule, but if use is misleading than action can be taken, for instance use of the
generic word Gouda for cheese that has not been manufactured according to the
recipe for Gouda cheese.

Poland No.

Portugal In principle, no. For protected appellations of origin and geographic indications
regarding wines and mineral medicinal waters, special legislation could apply.

Romania Such notions are protected as trade marks, but sometimes, they are asking to limit the
list of goods/services by adding “all these originating from...” (this is not a rule).

Slovak

Republic

Slovenia No. It is not possible to obtain the protection for the geographic indication if the sign
becomes generally known through long-term use in the course of trade as a
designation for a specific kind of goods.

Spain [In Spain, when a geographic designation becomes a generic term it can no longer be
protected as a trade mark. Everybody can use it.

Sweden Unclear.

b. Do existing geographic indications lose protecif the trade does not connect the designation
with the geographic origin anymore?

Austria Yes, existing geographic indications may lose protection if the trade does not connect
the designation with the geographic origin any more. See comments under A.7.

Belgium Yes.

Bulgaria

Cyprus Yes, existing geographic indications may lose protection if the trade does not connect
the designation with the geographic origin any more.

Czech Not applicable.

Republic

Denmark It is possible for third parties to request cancellation of a collective marks registration
on the grounds that the geographic origin designation has become a generic.

Estonia

Finland Has not actually come up in practice.

France According to Art. L 643-1 of the Rural Code existing protected geographic indications
may never become generic and loose protection.

Germany Yes, but only in particular circumstances, i.e. if only minor parts of the trade circles (10-

15 %) consider the sign a geographic indication.
Great Britain |[Yes.
Greece It is likely that a geographic indication is not protected if the market does not connect




the designation with the geographic origin anymore and considers it as a generic
indication.

Hungary Yes, existing geographic indications may lose protection if the trade does not connect
the designation with the geographic origin any more.

Ireland Yes.

Italy In principle, yes. However see answer under 7 a above.

Latvia Geographic names and signs or indications of a geographical nature that are not
perceived by consumers and trade circles to be in connection with the specific origin of
the goods or services, shall not be considered to be indications of geographical origin
within the meaning of the Law of Trade Marks and Indications of Geographical origin,
and shall not be protected - including designations, that although they comply with the
definition of indications of geographical origin, have lost their original meaning in the
territory of Latvia and have become generic names for types of goods or services.

Lithuania

Luxemburg [Yes.

Malta This depends on a case by case basis. Typically, we are dealing with issues of

“dilution” of a mark, and perhaps the word CHAMPAGNE for sparkling wine is a good
example of a word which, with the passage of time, has come to symbolise sparkling
wine generically rather than sparkling wine hailing from grapes grown and harvested in
a particular region in France.

Netherlands |[Yes.

Poland Yes.

Portugal Only if the appellation of origin or geographic indication become a simple generic
designation for a manufacturing system or a certain type of product.

Romania No provisions, no case-law in this matter.

Slovak

Republic

Slovenia The IP Law does not provide such consequences, however it makes sense that such
geographical indication may lose the protection.

Spain Yes.

Sweden Has not come up in practise.

c. If so, is it possible to re-establish such indications, for example by adding “original”?

Austria There are no specific provisions for such case under Austrian law.
Belgium No.

Bulgaria

Cyprus Cyprus national law does not cover this possibility.

Czech There are no specific provisions for such case under Czech law.
Republic

Denmark Presumably no, but there does not seem to be any practice hereon.
Estonia

Finland Has not actually come up in practice.

France Not necessary, see answer under 7 b.

Germany Generally, a geographic designation which has become generic can be re-developed




linto a geographic designation, but only under very strict conditions, i.e. the major part
of the trade circles (more than 50%) must consider the sign a geographic indication.

|If the geographic indication has become generic, but trade circles are at least aware
that the product originally comes from a particular region, geographic indication may
also be re-established by adding words such as “original”.

Great Britain

No.

Greece There are no specific provisions for such case under Greek law.

Hungary There are not any specific provisions for such a case in Hungarian law.

Ireland No.

Italy No.

Latvia There are no particular provisions under applicable legislation.

Lithuania

Luxemburg  |No.

Malta This depends on a case by case basis. Naturally, the term ORIGINAL might serve to

allow an entity to seek to re-establish its rights, or at least to finally assert itself in
circumstances in which perhaps it had not taken pre-emptive measures to disallow
dilution.

Netherlands |No.

Poland No.

Portugal No.

Romania No.

Slovak

Republic

Slovenia No.

Spain By adding “original” a geographic indication cannot be re-established. It is possible to
re-establish such indication by using it and by making advertisement. This would help
the general public to associate again the designation with the geographic origin.

Sweden Has not come up in practise.

8. Well-known geographical indications

a. Under which conditions can a geographical indication be qualified as well-known?

Austria “Well-known” geographical indications are not mentioned in the respective Austria
legal provisions.

Belgium Similar to conditions to consider a trade mark well known.

Bulgaria

Cyprus Cyprus law does not cover this possibility.

Czech Formally, there is no such a category as a well-known geographical indication.

Republic

Denmark Similar to the conditions for considering a trademark well known, i.e. known within

relevant trade circles.

Estonia




Finland lit would require case by case judgment.

France There are no specific laws in this respect. Whether a geographic indication is
considered as well-known or not in litigation will depend on the merits of the case. The
geographic indication CHAMPAGNE in any case, is considered by the French Courts
as well-known.

Germany Certain repute is necessary (the fact that the geographical indication is known to large

part of the trade circles is not decisive). The reputation must not refer to particular
goods or services.

Great Britain

There is no such category.

Greece Greek law does provide for conditions leading to or depriving of protection of
geographic indications that are or have become well-known.

Hungary “Well-known” geographical indications are not mentioned in the respective Hungarian
legal provisions.

Ireland There is no specific provisions relating to the notoriety of geographical indications.
There is no requirement that a geographical indication be “well known”.

Italy There is no specific provision defining the concept of well-known geographic
designation.

Latvia |[Indication of geographical origin can be qualified as well-known if it enjoys a special
reputation among consumers or in the affected trade circles for its produced goods or
services.

Lithuania

Luxemburg [Similar to conditions to consider a trade mark well known.

Malta The law is silent on this matter and as far as we are aware there are no judicial

pronouncements on the matter.

Netherlands

Similar to conditions to consider a trade mark well known.

Poland Formally, there is no such a category as a well-known geographical indication.

Portugal Possibly the same criteria used with regard to define well-known trade marks would
apply.

Romania The notoriety is thought to be determined in the same manner as in trade mark cases.

Slovak

Republic

Slovenia \When the reputation of the goods essentially depends on the origin of the goods.

Spain As well as a trade mark, a geographical indication is considered to be well-known
when being widely known by the general public and enjoys a relatively high reputation,
regarding the goods and services concerned.

Sweden |t would require case by case judgment.

b. What is the scope of protection of well-know gephical indications?

Austria

Even though no specific provisions exist, well-known geographical indications are
better protected because of their reputation, just like trade marks.

In analogy to trade marks the scope is likely to include protection against use being
detrimental to the reputation of the geographical indication or taking advantage of the




reputation of the geographical indication even if there is no question of use for similar
goods or services.

Belgium

Bulgaria Not applicable.

Cyprus The scope of protection is the same for all registered geographical indications.

Czech Broader protection against use of similar marks for similar goods and services.

Republic Analogue to the protection of well known trade marks, i.e. not to take unfair advantage
of or be detrimental to the well known collective or certification mark.

Denmark No practice in this respect.

Estonia

Finland \Would be considered case by case.

France The scope of protection of well-known geographical indication is very large, as it will
always be considered that the unauthorized use of such a name shall weaken the
protected indication or take undue profit from it.

Germany Irrespective of any danger of deception, the geographic indication may not be used for

goods or services from a different origin if this use without due cause takes unfair
advantage of, or is detrimental to, the distinctive character or the repute of the
geographic indication (Art. 127 (3) German Trade Mark Act).

Great Britain

The scope of protection is the same for all registered geographical indications.

Greece

Not applicable.

Hungary

No.

Ireland

The scope of protection is the same for all registered geographical indications and
irrespective of whether or not they are well known.

Italy

The same as referred to in the answer under 4 a.

Latvia

The scope of protection for the well-known geographical indications is wider than for
other geographical indications. The Law of Trade Marks and Indications of
Geographical Origin provides that the use of such well-known indication of
geographical origin, or a similar sign, in the course of trade for goods or services of a
different origin shall not be permitted even in the absence of a risk of misleading
consumers as to the geographical origin, if such use is likely to take unfair advantage
of, or be detrimental to, the reputation or the distinctive character of the indication of
geographical origin.

Lithuania

Luxemburg

In analogy to trade marks the scope is likely to include protection against use being
detrimental to the reputation of the geographical indication or taking advantage of the
reputation of the geographical indication even if there is no question of use for similar
goods or services.

Malta

This depends on a case by case basis. Typically, with a well known geographical
indication which might be capable of protection (ex: GRACELAND), the idea would be
that of securing or enhancing one’s rights in the same area and restricting use thereof
only to persons/entities duly authorised as such.

Netherlands

In analogy to trade marks the scope is likely to include protection against use being
detrimental to the reputation of the geographical indication or taking advantage of the
reputation of the geographical indication even if there is no question of use for similar
goods or services.

Poland

The scope of protection is the same for all registered geographical indications.

Portugal

\Where the well-known geographical name is protected as an appellation of origin or
geographical indication, and has acquired a reputation in Portugal its use in connection
with other goods could be forbidden not only in relation to identical or similar goods but




also in relation to non-similar goods whenever their use seeks, for no valid reason, to
derive improper advantage from the distinctive character or the prestige of the
previously registered designation of origin or the geographical indication or stands to
harm them.

Romania No difference made in the legal text, since there is no definition in respect with the well
known geographic indication (the legal text refers only to the well known trade mark).

Slovak

Republic

Slovenia This is not directly determined by the Law.

Spain \Wider as if it was a normal geographical indication.

Sweden Case by case judgment.




