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1. Amendment of Commission Regulation (EC) No 874/2004

Commission Regulation (EC) No 1255/2007 of 25 October 2007 amending Commission 
Regulation (EC) No 874/2004 laying down public policy rules concerning the 
implementation and functions of the .eu Top Level Domain and the principles governing 
registration has been published in the Ofýcial Journal of 26 October 2007 (p.16).

It amends the Annex to Commission Regulation (EC) No 874/2004 and entered in 
force on 27 October 2007.

The document can be found at: http://eur-lex.europa.eu/LexUriServ/site/en/oj/2007/
l_282/l_28220071026en00160029.pdf

2. Domain Name Regulations

ECTA webpage on Regulations has been completed with the follwing regulations 
regarding Domain Names:

I. REGULATIONS

Part 1 : Regulation (EC) No 733/2002 on the implementation of the .eu Top Level 
Domain

Part 2 : Regulation (EC) No 874/2004 laying down public policy rules concerning the 
implementation and functions of the .eu Top Level Domain and the principles governing 
registration

II. EURID

Part 1 : Sunrise Rules
Part 2 : Terms and Conditions
Part 3 : Registration Policy

IV. ARBITRATION CENTER

Part 1 : ADR Rules
Part 2 : ADR Supplemental Rules

The Regulations can be found at the following webpage: Members/Regulations/Domain 
name.

The Corresponding Law Book will be made available upon receipt of the relevant 
authorisations.

1Ā1 Domain Names1Ā Law

New Anti-Counterfeiting Trade Agreement (ACTA)

On 23 October 2007, the Commission announced that it is seeking a mandate from the 
Council to negotiate the new Anti-Counterfeiting Trade Agreement. Such an agreement 
would strengthen efforts to protect European intellectual property around the world, 
a key part of the EUôs Global Europe trade strategy. ACTAôs goal is to provide a high-
level international framework that strengthens the global enforcement of intellectual 
property rights and helps in the ýght to protect consumers from the health and safety 
risks associated with many counterfeit products.

The Commissionôs press release can be found at: http://europa.eu/rapid/
pressReleasesAction.do?reference=IP/07/1573

1Ā2 Anti-Counterfeiting

 http://eur-lex.europa.eu/LexUriServ/site/en/oj/2007/l_282/l_28220071026en00160029.pdf
 http://eur-lex.europa.eu/LexUriServ/site/en/oj/2007/l_282/l_28220071026en00160029.pdf
http://europa.eu/rapid/pressReleasesAction.do?reference=IP/07/1573
http://europa.eu/rapid/pressReleasesAction.do?reference=IP/07/1573
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Alicante News

The OHIM has released issue #010-2007 of the Alicante News which includes the
following items:

Å an article titled ñBehind the Chinese walls at OHIMôs Baords of Appealò, where you 
can read that:

Å Country overview: Malta
Å An article titled ñEnlargement of a designôs view: is it relevant for its assessment?

• The standard Case Law Review

“The Boards uphold around 83% of initial decisions for ex parte cases 
and 67% for inter partes cases..........Around 9% of decisions ... are 
taken to the Court of First Instance .... around eight out of ten cases 
have been decided in favour of the Boards of Appeal”.  You will also 
read about Paul Maierôs opinion on the possible creation of a special 
judicial chamber at the CFI level.

The article deals with the question whether the assessment of 
novelty and individual character can be based on photographic 
enlargements of the designs as a consumer is not able to recognize 
existing minimal differences between the designs with the naked 
eye. 

The Invalidity Division repliesthat ñall features of a design 
discernible in the reproduction, which was based on the registration 
of the design as a registered Community design deýne the subject-
matter of the protection right and therefore shall be taken into 
consideration in the assessment of the novelty and the individual 
character of the Community design. The scale of enlargement does 
not matter”.

2Ā Ofýce 
Practice

RCD Renewal Guidelines

OHIM has launched a public consultation on the draft guidelines drawn up for renewing 
Registered Community Designs.

Comments can be provided by no later than 15 December, 2007. 

The draft guidelines can be found at: http://oami.europa.eu/EN/design/gudelines_
draft.htm

ECTA will provide comments. Please send your comments to Leopold von Gerlach, 
Chair of the Design Committee at: Leopold.vonGerlach@lovells.com and/or Sandrine 
Peters, ECTA Legal Coordinator at: Sandrine.peters@ecta.org

2Ā1 OHIM

http://oami.europa.eu/en/office/newsletter/pdf/AlicanteNewsOctober07.pdf Alicante 
http://oami.europa.eu/EN/design/gudelines_draft.htm

http://oami.europa.eu/EN/design/gudelines_draft.htm

mailto:Leopold.vonGerlach@lovells.com
mailto:sandrine.peters@ecta.org
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2Ā2 Domain Name

Proposal that the ICANN Who-Is database no longer contain contact details 
for domain registration.

A vote will be taken by the GNSO (General Names Supporting Organisation) Council 
on 31 October on the OPOC (Operational Point of Contact) proposal that details of the 
Registrant, Admin. and Technical Contacts will no longer be displayed.  

The Internet Committee of ECTA has sent a message to ICANN in advance of the 
meeting stressing the fact that

“Internet fraud damages the global 
economy and sales of counterfeit goods 
including pharmaceuticals threaten the 
lives of those who are sold them.
In order to combat IP crime on the 
Internet and to promote safe online 
trading, it is essential for trade 
mark owners and those who combat 
counterfeit goods to have access to 
accurate, up-to-date contact information 
on domain registrants. Free access to 
reliable up to date Whois information 
is essential. Any new limitations on 
access to information held in Whois 
databases would cause great concern. 

Such limitations will impede trade mark 
ownersô abilities to protect themselves 
and their customers against fraud and 
may encourage further infringement and 
fraudulent trading.

Even if a decision is made to not publish 
registrant details it is essential that 
these be made readily available to those 
such as law enforcement bodies and 
rights holders who have a legitimate 
interest in obtaining that information.

Eric Ramage,
Chair of the Internet Committee”
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3Ā1 European Court of Justice

On absolute grounds for refusal

1. Case: C-238/06, 25 October 2007, Develey Holding GmbH & Co. 
              Beteiligungs KG v OHIM
             (Contested decision: T129/04 dated 15 March 2006 see ECTA Flash 06-06)

Trade mark: 

classes: 29, 30 and 32

Decision: 

The Court decides on an appeal of a decision rendered by the Court of First Instance 
refusing to register the mark on the basis that it lacks distinctive character. 

The appeal is rejected, the Court considers that the Court of First Instance correctly  
identiýed and applied the criteria established by the case-law in respect with 
distinctiveness of 3-D shapes (para. 83).

Interesting to note that as basis of the appeal the applicant also relied on the violation 
of the rules of the TRIPs Agreement and of the Paris Convention. 

The Court does not examine these rules.

The TRIPs Agreement does not have direct effects (para. 38 and 39).

The EU is not a member of the Paris Convention and, further, alll the rules of this 
Agreement relating to the distinctive character have been integrated in the CTMR 
(para. 42).

3Ā Case Law

http://curia.europa.eu/jurisp/cgi-bin/form.pl?lang=en&newform=newform&Submit=Submit&alljur=alljur&jurcdj=jurcdj&jurtpi=jurtpi&jurtfp=jurtfp&alldocrec=alldocrec&docj=docj&docor=docor&docop=docop&docav=docav&docsom=docsom&docinf=docinf&alldocnorec=alldocnorec&docnoj=docnoj&docnoor=docnoor&typeord=ALLTYP&allcommjo=allcommjo&affint=affint&affclose=affclose&numaff=C-238%2F06&ddatefs=&mdatefs=&ydatefs=&ddatefe=&mdatefe=&ydatefe=&nomusuel=&domaine=&mots=&resmax=100
http://www.ecta.org/upload/63-Flash-06-06.pdf
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3Ā2 Court of First Instance of the European Court of Justice

On absolute grounds for refusal

1. Case: T-105/06, 17 October 2007,  InterVideo Inc v OHIM 
              (Contested decision: R0987/2005-2 dated 31 January 2006)

Trade mark: 

class: 9 

Decision:
   
The trade mark is descriptive. ñDVDò and ñ creatorò are clearly descriptive terms 
(para.37) and ñWinò will be associated by the average consumer with the operating 
systems Windows (para. 44).

The ýgurative elements are so ordinary that they do not endow the trade mark applied 
for as a whole with any distinctive character (para. 48).

The Board of Appealôs decision is upheld

                                            ----------------------------

2. Case: T-405/04, 23 October 2007, Borco-Marken-Import Matthiesen GmbH
              & Co. KG v OHIM
              (Contested decision:  R 912/2002‑2 dated 6 August 2004)

Trade mark: 

Caipi 
class: 33

Decision:  

The trade mark is descriptive since it is, in German, the usual term to designate the 
çcaipirinhaç cocktail (para. 35 and 36).

The Board of Appealôs decision is upheld.

http://curia.europa.eu/jurisp/cgi-bin/form.pl?lang=en&newform=newform&Submit=Submit&alljur=alljur&jurcdj=jurcdj&jurtpi=jurtpi&jurtfp=jurtfp&alldocrec=alldocrec&docj=docj&docor=docor&docop=docop&docav=docav&docsom=docsom&docinf=docinf&alldocnorec=alldocnorec&docnoj=docnoj&docnoor=docnoor&typeord=ALLTYP&allcommjo=allcommjo&affint=affint&affclose=affclose&numaff=T-105%2F06&ddatefs=&mdatefs=&ydatefs=&ddatefe=&mdatefe=&ydatefe=&nomusuel=&domaine=&mots=&resmax=100
http://curia.europa.eu/jurisp/cgi-bin/form.pl?lang=en&newform=newform&Submit=Submit&alljur=alljur&jurcdj=jurcdj&jurtpi=jurtpi&jurtfp=jurtfp&alldocrec=alldocrec&docj=docj&docor=docor&docop=docop&docav=docav&docsom=docsom&docinf=docinf&alldocnorec=alldocnorec&docnoj=docnoj&docnoor=docnoor&typeord=ALLTYP&allcommjo=allcommjo&affint=affint&affclose=affclose&numaff=T-405%2F04&ddatefs=&mdatefs=&ydatefs=&ddatefe=&mdatefe=&ydatefe=&nomusuel=&domaine=&mots=&resmax=100


http://curia.europa.eu/jurisp/cgi-bin/form.pl?lang=en&newform=newform&Submit=Submit&alljur=alljur&jurcdj=jurcdj&jurtpi=jurtpi&jurtfp=jurtfp&alldocrec=alldocrec&docj=docj&docor=docor&docop=docop&docav=docav&docsom=docsom&docinf=docinf&alldocnorec=alldocnorec&docnoj=docnoj&docnoor=docnoor&typeord=ALLTYP&allcommjo=allcommjo&affint=affint&affclose=affclose&numaff=T-425%2F03&ddatefs=&mdatefs=&ydatefs=&ddatefe=&mdatefe=&ydatefe=&nomusuel=&domaine=&mots=&resmax=100

