
European Communities Trade Mark AssociationNo. 23-07 | 3 December2007 1

No. 23-07 | 3 December 2007
ITMA/ECTA Seminar  

“Working with Dots - Domain Name Management Issues”

Thursday, 17th January 2008

Full programme and booking form available at:
http://www.ecta.org/Round_Table/introduction.htm

*****************

The 20th ECTA OHIM-Link meeting will take place in Alicante on February 15, 2008.

Should you have any issues to be raised at this meeting, would you please send an e-
mail, ASAP, to João Pereira da Cruz, Chair of the OHIM-Link Committee, at: joaopcruz@
jpcruz.pt and/or to Sandrine Peters, ECTA Legal Co-ordinator at:
Sandrine.peters@ecta.org by January 15, 2008.

                                                        *****************

If you would like to publish an Article in ECTA’s Gazette, please note that the deadline 
for submission for the next publication is March 3, 2008.

Articles should be sent to Sandrine Peters at: Sandrine.peters@ecta.org.
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T-149/06 - CASTELLUM/CASTELLUCA 
vs CASTELLANI ýg.
Overall the marks are different.

T-111/06 - VIATFIT vs VITAL FIT ýg.
The marks are confusingly similar.

T-434/05 - GATEWAY ýg. vs ACTIVITY 
Media Gateway
Overall the marks are different.

3Ā3 Referrals to the European Court of 
Justice

Case C-442/07 - genuine use

Madrid Agreement and Protocol concerning the International Registration of 
marks

WIPO has published its Information Notice No. 17/2007 on the amendment of the 
Common Regulations under the Madrid Agreement and Protocol to come into force as 
from Janaury 1, 2008. Mainly, New Rule 1bis (and consequential amendments) aimed 
at providing, under certain circumstances, for a change as to the treaty applicable 
(either the Madrid Agreement or the Madrid Protocol) to the recorded designation of a 
Contracting Party.

WIPO Information Notice can be found at: http://www.wipo.int/edocs/madrdocs/
en/2007/madrid_2007_17.doc

On this subject matter, see also
- Report of the Ad Hoc working group on the legal development of the Madrid System 
for the international registration of marks - Third session, January 29 to February 2, 
2007 available at: http://www.ecta.org/position_papers/WIPO-Madrid-Jan07.pdf

Article 9sexies of the Madrid Protocol

WIPO has published its Information Notice No. 18/2007 on the amendment to 
Article 9sexies of the Madrid Protocol, to the Common Regulations under the Madrid 
Agreement and Protocol and to the Schedule of Fees Annexed to the Common 
Regulations - Repeal of the Safeguard Clause

WIPO Information Notice can be found at: http://www.wipo.int/edocs/madrdocs/
en/2007/madrid_2007_18.doc

On this subject matter, see also:
- Report of the Ad Hoc working group on the legal development of the Madrid System 
for the international registration of marks - Third session, May 30 to June 1, 2007 
available at: http://www.ecta.org/position_papers/2007-06-hoc_WG_WIPO.pdf
- ECTA Considerations on the possible repeal of Article 9sexies of the Madrid Protocol 
available at: http://www.ecta.org/position_papers/2007-05-WIPO-9sexies.pdf
- Report of the Ad Hoc working group on the legal development of the Madrid System 
for the international registration of marks - Third session, January 29 to February 2, 
2007 available at: http://www.ecta.org/position_papers/WIPO-Madrid-Jan07.pdf

1Ā1 Trade marks1Ā Law
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- Report of the Ad Hoc working group on the legal development of the Madrid System 
for the international registration of marks - Second session, June 12 to 16, 2006 
available at: http://www.ecta.org/position_papers/Wipo-MS-12-6-06.pdf
- Report of the Ad Hoc working group on the legal development of the Madrid System 
for the international registration of marks available at:  http://www.ecta.org/position_
papers/Madrid_%20protocol_July_2005_R.pdf
- Letter sent by ECTA to WIPO in preparation of the ýrst Ad Hoc meeting available at:
http://www.ecta.org/position_papers/Madrid_%20protocol_July_2005.pdf

Replacement

WIPO has published its Information Notice No. 16/2007 Open Discussion Forum 
on Replacement under Article 4bis(1) of the Madrid Agreement Concerning the 
International Registration of Marks and of the Protocol Relating to that Agreement.

As from November 1, 2007, the open discussion forum on replacement is accessible 
through the WIPO website:  http://www.wipo.int/madrid/en/services/open_forum.
html.  More information, including a background paper on the objectives of 
replacement, is also available on that website.

WIPO Information Notice can be found at: http://www.wipo.int/edocs/madrdocs/
en/2007/madrid_2007_16.doc

On this subject matter, see also
- Report of the Ad Hoc working group on the legal development of the Madrid System 
for the international registration of marks - Third session, January 29 to Februar 2, 
2007 available at: http://www.ecta.org/position_papers/WIPO-Madrid-Jan07.pdf

EU Designs

The Legal Affairs Committee on November 20 backed a Commission proposal to end 
design protection for spare car parts and other machinery components. Members of 
the committee proposed a ýve year transitional period before full liberalisation of the 
market takes effect.

Full European Parliament’s communication can be found at: http://www.
europarl.europa.eu/news/expert/infopress_page/052-13352-323-11-47-909-
20071119IPR13321-19-11-2007-2007-false/default_en.htm
European Parliament webpage on the subject: http://www.europarl.europa.eu/oeil/
FindByProcnum.do?lang=2&procnum=COD/2004/0203

Hague Agreement Concerning the International Registration of Industrial 
Designs

WIPO has published its Information Notice No. 10/2007 on the amendment to the 
Common Regulations to the Schedule of Fees - Hague Agreement.

The amendements will come into force on January 1, 2008 and include:

- A single fee per reproduction (no distinction anymore between reproductions to 
be published in black and withe and reproductions to be published in color).
- The introduction of different levels of the standard designation fee.
- A reduction of fees for applicants from least developed countries

WIPO Information Notice can be found at: http://www.wipo.int/edocs/hagdocs/
en/2007/hague_2007_10.pdf

1Ā2 Design	
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Lugano Convention on jurisdiction and enforcement of judgments in civil and 
commercial matters

The new Lugano Convention on jurisdiction and enforcement of judgments in civil and 
commercial matters has been signed by the European Union, Switzerland, Norway and 
Iceland.

The new treaty will replace the 1988 Lugano Convention that is presently in force but 
only in the three EFTA countries and 13 Member States. This Convention applies to 
the relations between EC Member States and the EFTA countries to determine, inter 
alia, which courts have jurisdiction over disputes related to international RTD contracts 
or cross-border infringements of intellectual property rights. The Convention also 
establishes a mechanism for the recognition and enforcement of judgments adopted in 
other Contracting States. 

It will enter into force six months after the last ratiýcation. 

Information notice form the Portuguese EU Presidency can be found at:
http://www.eu2007.pt/UE/vEN/Noticias_Documentos/
20071029AlbertoCostaNovaConvencaodeLugano.htm
The Draft text of the Council Decision of the Convention on jurisdiction and the 
recognition and enforcement of judgments in civil and commercial matters (which 
includes the new Lugano Convention in the Annex ,can be found at: http://register.
consilium.europa.eu/pdf/en/07/st12/st12247.en07.pdf
The Lugano Convention 1988 on jurisdiction and the recognition and enforcement of 
judgments in civil and commercial matters can be found at: http://eur-lex.europa.
eu/LexUriServ/LexUriServ.do?uri=CELEX:41988A0592:EN:HTML

1Ā3 Lugano Convention

TRIPs

Council Decision of 19 November 2007 on the acceptance, on behalf of teh European 
Community, of the Protocol amending the TRIPs Agreement, done at Geneva on 6 
December 2005 has been published in the ofýcial Journal L311/35 on 29 November 
2007.

The Protocol amending the TRIPs agreement can be found at: http://eur-lex.europa.
eu/LexUriServ/site/en/oj/2007/l_311/l_31120071129en00370041.pdf

1Ā4 TRIPs
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2Ā Ofýce 
Practice

Alicante News

The OHIM has released issue #011-2007 of the Alicante News which includes the
following items:

• an article titled “Trade marks and designs: the international dimension” - on how 
OHIM develops its trilateral relationship with the US and Japan

• An interview with Lone Prehn from Zacco. Interesting to note that according to him 
it is challenging for practioners to keep abreast of recent practice and that in order to 
remain updated he consults “resources such as Alicante News, the ECTA News, Darts-
IP, online blogs and so on.”

• Country overview: Poland

• Reference to a note on “Community design courts and invalidity counterclaims: 
ýrst experiences” (to be found at: http://oami.europa.eu/en/ofýce/newsletter/pdf/
Invalidity%20_courts_ForPDFDocument.pdf)

• The standard Case law review

2Ā1 OHIM

3Ā1 European Court of Justice3Ā Case Law

On relative grounds for refusal 

1. Case: C- 328/06, 22 November 2007,  Mr Nieto Nuño vs Mr Monlleó 
               Franquet
               (Preliminary ruling concerns the interpretation of Article 4 of First Council 
               Directive 89/104/EEC)

Trade mark:  

FINCAS 
TARRAGONA

FINCAS
 TARRAGONA 

FINQUES
 TARRAGONA

Earlier trade mark
earlier 

non‑registered mark

Class: 36

Decision:
             
1.The question referred to the ECJ.

The national court asked whether Article 4 (2)(d) of the Directive that protects  well 
known trade marks within the meaning of Article 6bis of the Paris Convention is to 
be interpreted as meaning that the trade mark should be well known throughout the 
territory of the member State or in a substantial part of it, or whether the protection 
granted by that provision also covers a situation in which the area in which the earlier 
mark is well known is conýned to a city and its surrounding area.

http://oami.europa.eu/en/office/newsletter/newsletter0711.htm
http://oami.europa.eu/en/office/newsletter/pdf/Invalidity%20_courts_ForPDFDocument.pdf
http://oami.europa.eu/en/office/newsletter/pdf/Invalidity%20_courts_ForPDFDocument.pdf
http://curia.europa.eu/jurisp/cgi-bin/form.pl?lang=en&newform=newform&Submit=Submit&alljur=alljur&jurcdj=jurcdj&jurtpi=jurtpi&jurtfp=jurtfp&alldocrec=alldocrec&docj=docj&docor=docor&docop=docop&docav=docav&docsom=docsom&docinf=docinf&alldocnorec=alldocnorec&docnoj=docnoj&docnoor=docnoor&typeord=ALLTYP&allcommjo=allcommjo&affint=affint&affclose=affclose&numaff=C-+328%2F06&ddatefs=&mdatefs=&ydatefs=&ddatefe=&mdatefe=&ydatefe=&nomusuel=&domaine=&mots=&resmax=100
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2. ECJ’s answer

The trade mark must be well known throughout the territory of the Member State or in 
a substantial part of it. A city and its surroundings area do not constitute a substantial 
part of the Member state. (para. 17 and 18).

The ECJ notes that in any event, an earlier non registered mark may, where 
appropriate, be covered in particular by:
–        Article 4(4)(b) of the Directive, which allows a Member State to provide that a 
trade mark is not to be registered or, if registered, is not to be liable to be declared 
invalid where and to the extent that the rights of a non registered trade mark were 
acquired earlier and that that non registered mark confers on its proprietor the right to 
prohibit the use of a subsequent trade mark;
–        Article 6(2) of the Directive which entitles a Member State to authorise the 
using of an earlier right which only applies in a particular locality, within the limits of 
the territory in which it is recognised ( para. 19 )

Link:

See, by analogy, Case C-375/97, 14 September 1999,  General Motors, concerning the 
concept of “reputation” of a trade mark for which Article 5 (2) of the Directive refers 
also to an assessment “in the Member State “.

3Ā2 Court of First Instance of the European Court of Justice

Invalidity action on absolute grounds for refusal

1. Case: T -458/05, 20 November 2007, Wuppermann AG v. Tegometall 
              International AG
             ( Contested decision : Case R 1063/2004-2 dated 21 October 2005 )

Trade mark:  TEK
Classes: 6 and 20

Decision:

1.

The trade mark is descriptive for “ shelves and part of shelves, in particular hanging 
baskets for shelves, all the aforesaid goods of metal” (class 6) and “ shelves and parts 
of shelves, in particular hanging baskets for shelves “ (class 20).

In Italian and French, “tek” serves to designate teakwood. 

The goods at issue, in particular those made of plastic, will be able , by virtue of their 
dye, their outward appearance and all the techniques currently on the market for 
imitating wood, to give the impression that they are of teakwood or that they possess 
at least certain characteristics of teakwood (para. 92).

http://curia.europa.eu/jurisp/cgi-bin/form.pl?lang=en&newform=newform&Submit=Submit&alljur=alljur&jurcdj=jurcdj&jurtpi=jurtpi&jurtfp=jurtfp&alldocrec=alldocrec&docj=docj&docor=docor&docop=docop&docav=docav&docsom=docsom&docinf=docinf&alldocnorec=alldocnorec&docnoj=docnoj&docnoor=docnoor&typeord=ALLTYP&allcommjo=allcommjo&affint=affint&affclose=affclose&numaff=T+-458%2F05&ddatefs=&mdatefs=&ydatefs=&ddatefe=&mdatefe=&ydatefe=&nomusuel=&domaine=&mots=&resmax=100
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2.

The applicant had restricted the goods covered by its application  after the adoption 
of the contested decision, specifying that those goods must not be made “ of imitation 
wood “.

The Court refuses to take that limitation into account since it would change the subject-
matter of the proceedings (para. 27). The Court may not annul or alter a Board of 
Appeal’s decision on grounds which come into existence subsequent to its adoption 
(para. 20).

ååååååååååååå

On relative grounds for refusal

1. Case: T -149/06 , 21 November 2007, Markant Handels und Service GmbH 
              v. Castellani SpA 
             ( Contested decision : Case R 449/2005-1 dated 22 February 2006 )

Trade mark:  

                 CASTELLUM

          CASTELLUCA
    

Earlier trade marks Community Trade Mark

Class: 33

Decision:

The dominant element of the trade mark applied for is its verbal element (para. 53).

As the use of the word “castle “ is very common for goods in class 33, the trade marks 
are deemed to be visually (para. 54 and 55) and aurally (para. 56) different.

There is also a conceptual difference since the earlier trade mark suggests the Castle of 
Lucca or is associated with the town of Lucca (para. 59).

Overall, the trade marks are different (para. 60).

http://curia.europa.eu/jurisp/cgi-bin/form.pl?lang=en&newform=newform&Submit=Submit&alljur=alljur&jurcdj=jurcdj&jurtpi=jurtpi&jurtfp=jurtfp&alldocrec=alldocrec&docj=docj&docor=docor&docop=docop&docav=docav&docsom=docsom&docinf=docinf&alldocnorec=alldocnorec&docnoj=docnoj&docnoor=docnoor&typeord=ALLTYP&allcommjo=allcommjo&affint=affint&affclose=affclose&numaff=T+-149%2F06&ddatefs=&mdatefs=&ydatefs=&ddatefe=&mdatefe=&ydatefe=&nomusuel=&domaine=&mots=&resmax=100
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