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Draft Directive on Criminal Sanctions

On 25 April 2007, the European Parliament adopted, on a ýrst reading, the report on 
legislation imposing criminal sanctions for the infringement of Intellectual Property 
rights.

If ultimately adopted, the directive will oblige all Member States to regard any 
intentional infringement of an intellectual property right carried out on a commercial 
scale as a criminal offence.

Full European Parliament press communication can be found at:
http://www.europarl.europa.eu/news/expert/infopress_page/057-5723-113-04-17-
909-20070420IPR05539-23-04-2007-2007-false/default_en.htm

The Parliamentary Report on the proposed Directive on criminal measures can be 
found at:
http://www.europarl.europa.eu/sides/getDoc.do?pubRef=-//EP//
NONSGML+REPORT+A6-2007-0073+0+DOC+PDF+V0//EN&language=EN

ECTAôs ýnal comments provided to the Members of the Parliament on 23 April 2007 
can be found on ECTA’s website under the Anti-Counterfeiting/papers section.

1Ā Law 1Ā1 Enforcement

Register Service opening hours extended

OHIM announced that as the Register Service backlogs have been signiýcantly 
reduced, the Service is again able to attend to calls from the public between 9.30 and 
12.30 on a daily basis.

2Ā1 OHIM	2Ā Ofýce 
Practice

OHIM Service Charter

Through the new web section “User’s Corner”, OHIM provides for the OHIM Service 
Charter which deýnes the objectives of the Ofýce in terms of what users can expect 
when dealing with the OHIM. It is a set of concrete and measurable standards which 
guide the service policy of the Ofýce in respect of:
- Accessibility Service Standards
- Timeless Service Standards
- Quality of decisions Service Standards

President’s communication in this regard can be found at: 
http://oami.europa.eu/EN/userscorner/pdf/D00826-07%20OHIM%20Service%20char
ter.pdf

Alicante news

The OHIM has released issue # 04-2007 of the Alicante News: 

The Alicante news includes the following items: 

• The Registered Community Design – Four years on – A look at the RCD.
	
Å How the ýling of Registered Community Design Applications could be improved. The 
article provides for the most frequent errors in ýling, that if avoided, could accelerate 
the registration process.
	
Å Notiýcation that as from 5 April 2007, the trade mark departments will issue 

http://www.europarl.europa.eu/news/expert/infopress_page/057-5723-113-04-17-909-20070420IPR05539-23-04-2007-2007-false/default_en.htm
http://www.europarl.europa.eu/news/expert/infopress_page/057-5723-113-04-17-909-20070420IPR05539-23-04-2007-2007-false/default_en.htm
http://www.europarl.europa.eu/sides/getDoc.do?pubRef=-//EP//NONSGML+REPORT+A6-2007-0073+0+DOC+PDF+V0//EN&language=EN
http://www.europarl.europa.eu/sides/getDoc.do?pubRef=-//EP//NONSGML+REPORT+A6-2007-0073+0+DOC+PDF+V0//EN&language=EN
http://www.ecta.org/com1_pp.php
http://oami.europa.eu/EN/userscorner/default.htm
http://oami.europa.eu/EN/userscorner/service_charter.htm
http://oami.europa.eu/EN/userscorner/service_charter.htm
http://oami.europa.eu/EN/userscorner/access.htm
 http://oami.europa.eu/EN/userscorner/time.htm
 http://oami.europa.eu/EN/userscorner/cons.htm
http://oami.europa.eu/EN/userscorner/pdf/D00826-07%20OHIM%20Service%20charter.pdf
http://oami.europa.eu/EN/userscorner/pdf/D00826-07%20OHIM%20Service%20charter.pdf
http://oami.europa.eu/en/office/newsletter/pdf/AlicanteNewsApril07.pdf
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International Registration of Marks - Statistics

WIPO has made available the Madrid System summary report for 2006, plus annual 
statistics for the past ten years.

The document can be found at:
http://www.wipo.int/madrid/en/stat/pdf/summary2006.pdf

2Ā2 WIPO

decisions without signatures. These will be substituted with a printed seal of the 
Ofýce.

• Country Overview: Italy. 

• The standard Case Law review.

• Notice that BoA Design Decisions can now be searched for in the Boards of Appeal 
database. To search for design decisions, “DD-Design Department” should be selected 
in the ýeld ñContested Decisionò. While the software is being updated, only limited 
information is searchable in relation to design decisions, namely: appeal number, RCD 
number, decision date and nickname .”

• A reminder that as of 9 May 2007, there will no longer be a redirection from the 
previous website address and e-mail addresses to those in force since 9 May, 2006.

The website will only be accessible using the correct www.oami.europa.eu address. 
Likewise, e-mails directed to the OHIM will only reach their intended recipient if 
addressed using the xxxx.yyyy@oami.europa.eu format.

Case: T-333/04 and T-334/04
Date: 18 April 2007
Parties: House of Donuts International v. OHIM and Panrico.

Trade mark:     

DONUTS

                       
 

                  

     

Earlier trade mark Community trade mark 
applied for

       
Classes: 30, 32 and 42

3Ā1 Court of First Instance of the European Court of Justice3Ā Case Law

http://www.wipo.int/madrid/en/stat/pdf/summary2006.pdf
http://curia.europa.eu/jurisp/cgi-bin/form.pl?lang=en&newform=newform&Submit=Submit&alljur=alljur&jurcdj=jurcdj&jurtpi=jurtpi&jurtfp=jurtfp&alldocrec=alldocrec&docj=docj&docor=docor&docop=docop&docav=docav&docsom=docsom&docinf=docinf&alldocnorec=alldocnorec&docnoj=docnoj&docnoor=docnoor&typeord=ALLTYP&allcommjo=allcommjo&affint=affint&affclose=affclose&numaff=T-333%2F04&ddatefs=&mdatefs=&ydatefs=&ddatefe=&mdatefe=&ydatefe=&nomusuel=&domaine=&mots=&resmax=100
http://curia.europa.eu/jurisp/cgi-bin/form.pl?lang=en&newform=newform&Submit=Submit&alljur=alljur&jurcdj=jurcdj&jurtpi=jurtpi&jurtfp=jurtfp&alldocrec=alldocrec&docj=docj&docor=docor&docop=docop&docav=docav&docsom=docsom&docinf=docinf&alldocnorec=alldocnorec&docnoj=docnoj&docnoor=docnoor&typeord=ALLTYP&allcommjo=allcommjo&affint=affint&affclose=affclose&numaff=T-334%2F04&ddatefs=&mdatefs=&ydatefs=&ddatefe=&mdatefe=&ydatefe=&nomusuel=&domaine=&mots=&resmax=100
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Contested decision:  R 1034/2001-4 and R 1036/2001-4 dated 12 May 2004

Decision:

As the word «donuts«  is not descriptive in Spain, territory which is covered by the 
earlier mark,  the Court decides that it is obvious that that word dominates the overall 
impression which the average consumer would form when faced with the marks 
applied for : 

- visually, since the other elements are peripheral;
- aurally since none of the other elements is memorable by the relevant public;
- conceptually since the ýgurative and word adjuncts to the central word are essen-
tially decorative.
(para. 55).

The goods and services are identical so that there is a likelihood of confusion.

The Board of Appeal’s decisions are upheld.

On absolute grounds for refusal

Case: C-273/05P 
Date: 19 April 2007
Parties:  Celltech R&D Ltd v. OHIM

Trade mark:   CELLTECH         
        
Classes: 5, 10 and 42
    
Contested decision: T 260/03 dated 14 April 2005

Decision

The Court of Justice decided on an appeal ýled by the OHIM against a decision 
rendered by the Court of First Instance that annulled the decision rendered by the 
Board of Appeal of OHIM refusing to register the mark CELLTECH as it is considered as 
descriptive.

The Court of Justice, essentially decided that the Court of First Instance had not made 
an error of law by deciding that, by not establishing the scientiýc meaning of cell 
technology, the Board of Appeal did not show that the mark CELLTECH is descriptive of 
the goods and services referred to in the application for registration.

It is interesting to note that in its arguments, the OHIM stated that the Court of First 
Instance should have ascertained whether the terms «cell» and «tech» taken 
individually, were in themselves descriptive and if it had concluded that they were, it 
should have explained how the combination of those two descriptive words introduced 
an unusual variation as regards the syntax or meaning of the term «celltech» which 
enabled the latter term not to be itself descriptive.

This argument has not been retained by the Court who provides that it does not follow 
from the Court’s case-law that the prior analysis of each of the elements of which a 
mark is composed is an essential step. The Board of Appeal and the Court of First 
Instance are required to assess the descriptiveness of the mark, considered as a 
whole. (para. 80)

3Ā2 European Court of Justice

http://curia.europa.eu/jurisp/cgi-bin/form.pl?lang=en&newform=newform&Submit=Submit&alljur=alljur&jurcdj=jurcdj&jurtpi=jurtpi&jurtfp=jurtfp&alldocrec=alldocrec&docj=docj&docor=docor&docop=docop&docav=docav&docsom=docsom&docinf=docinf&alldocnorec=alldocnorec&docnoj=docnoj&docnoor=docnoor&typeord=ALLTYP&allcommjo=allcommjo&affint=affint&affclose=affclose&numaff=C-273%2F05&ddatefs=&mdatefs=&ydatefs=&ddatefe=&mdatefe=&ydatefe=&nomusuel=&domaine=&mots=&resmax=100
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On relative grounds for refusal

Case:  C-412/05P
Date: 26 April 2007
Parties:  Alcon v. OHIM and Biofarma

Trade mark:   

TRIVASTAN      TRAVATAN

Earlier trade mark Community trade mark 
applied for

       
Class:  5
    
Contested decision: T 130/03 dated 22 September 2005

Decision:

The Court of Justice decides on an appeal against the Court of First instance that 
conýrmed a decision rendered by the Board of Appeal of OHIM accepting the 
opposition ýled by the owner of the earlier mark TRIVASTAN against the CTM 
application for TRAVATAN.

The Court of Justice, essentially, decides that the Court of First Instance did not make 
an error in Law on the various points examined, namely, the deýnition of the public 
concerned, the similarity of the marks, the similarity of the goods and services and the 
likelihood of confusion.

In connection with the deýnition of the public concerned, the Court of Justice decided 
that even if the medicines could only be bought on prescription, the public concerned 
does not only comprise the professionals but also the end consumer.

This approach is approved by the Court of Justice which states that: 

Since it is undisputed that the whole process of marketing the goods at issue is aimed 
at the end-user’s acquisition of them, the Court of First Instance was entitled to hold 
that the role played by intermediaries, even if they are healthcare professionals whose 
prior intervention is required in order to sell those goods to end-users, must be in 
part balanced against the high degree of attentiveness which may be shown by those 
users, in the light of the fact that the goods at issue are pharmaceutical products, 
when they are prescribed and, consequently, against those users’ ability to make those 
professionals take into account their perception of the trade marks at issue and, in 
particular, their requirements or preferences.  (para. 61)

Consequently, the Court of First Instance did not err by including end-users in the 
deýnition of relevant public.

http://curia.europa.eu/jurisp/cgi-bin/form.pl?lang=EN&Submit=Rechercher$docrequire=alldocs&numaff=C-412/05%20P&datefs=&datefe=&nomusuel=&domaine=&mots=&resmax=100
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On a preliminary ruling

Case: C-348/04
Date: 26 April 2007
Parties:  Boeringher e.a. v. Swingward and Dowelhurst.

Decision:

This decision refers to a preliminary ruling on questions raised by the Court of Appeal 
(England & Wales) on the legality of the repackaging practice of pharmaceutical 
products through parallel imports.

The particularity of this decision is that various questions had already been raised 
by the Court of England in ýrst instance (High Court of Justice ( England & Wales), 
Chancery Divison) and which were answered by the Court of Justice with its Decision 
C-143/00 dated 23 April 2002. On the basis of this decision the High Court rendered a 
decision in favour of the owners of the pharmaceutical trade marks.

The decision has been appealed by the parallel importers and it is in this context that 
the English Court has decided to raise additional questions.

The Court of Justice answered the questions as follows:

1. Article 7(2) of the First Council Directive 89/104/EEC of 21 December 1988 to 
approximate the laws of the Member States relating to trade marks, as amended by 
the Agreement on the European Economic Area of 2 May 1992, is to be interpreted as 
meaning that the trade mark owner may legitimately oppose further commercialisation 
of a pharmaceutical product imported from another Member State in its original 
internal and external packaging with an additional external label applied by the 
importer, unless 

- it is established that reliance on trade mark rights by the proprietor in order to 
oppose the marketing of the overstickered product under that trade mark would 
contribute to the artiýcial partitioning of the markets between Member States; 
- it is shown that the new label cannot affect the original condition of the product 
inside the packaging;
- the packaging clearly states who overstickered the product and the name of the 
manufacturer;
- the presentation of the overstickered product is not such as to be liable to damage 
the reputation of the trade mark and of its proprietor; thus, the label must not be 
defective, of poor quality, or untidy; and
- the importer gives notice to the trade mark proprietor before the overstickered 
product is put on sale, and, on demand, supplies him with a specimen of that product.

2. The condition that the repackaging of the pharmaceutical product, either by 
reboxing the product and re-applying the trade mark or by applying a label to the 
packaging containing the product, be necessary for its further commercialisation in the 
importing Member State, as one of the conditions which, if fulýlled, prevents the 
proprietor under Article 7(2) of Directive 89/104, as amended by the Agreement on 
the European Economic Area, from opposing such commercialisation, is directed solely 
at the fact of repackaging and not at the manner and style of the repackaging.

3. The condition that the presentation of the pharmaceutical product must not be such 
as to be liable to damage the reputation of the trade mark and of its proprietor – as a 
necessary condition for preventing the proprietor, pursuant to Article 7(2) of 
Directive 89/104, as amended by the Agreement on the European Economic Area, 
from legitimately opposing further commercialisation of a pharmaceutical product 
where the parallel importer has either reboxed the product and re-applied the trade 
mark or applied a label to the packaging containing the product – is not limited to 
cases where the repackaging is defective, of poor quality, or untidy.

http://curia.europa.eu/jurisp/cgi-bin/form.pl?lang=en&newform=newform&Submit=Submit&alljur=alljur&jurcdj=jurcdj&jurtpi=jurtpi&jurtfp=jurtfp&alldocrec=alldocrec&docj=docj&docor=docor&docop=docop&docav=docav&docsom=docsom&docinf=docinf&alldocnorec=alldocnorec&docnoj=docnoj&docnoor=docnoor&typeord=ALLTYP&allcommjo=allcommjo&affint=affint&affclose=affclose&numaff=C-348%2F04&ddatefs=&mdatefs=&ydatefs=&ddatefe=&mdatefe=&ydatefe=&nomusuel=&domaine=&mots=&resmax=100
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4. The question whether the fact that a parallel importer:

- fails to afýx the trade mark to the new exterior carton (óde-brandingô), or
- applies either his own logo or house-style or get-up or a get-up used for a number of 
different products (óco-brandingô), or
- positions the additional label so as wholly or partially to obscure the proprietor’s 
trade mark, or
- fails to state on the additional label that the trade mark in question belongs to the 
proprietor, or 
- prints the name of the parallel importer in capital letters,
is liable to damage the trade mark’s reputation is a question of fact for the national 
court to decide in the light of the circumstances of each case.

5. In situations such as those in the main proceedings, it is for the parallel importers 
to prove the existence of the conditions that:

- reliance on trade mark rights by the proprietor in order to oppose the marketing of 
repackaged products under that trade mark would contribute to the artiýcial partition-
ing of the markets between Member States; 
- the repackaging cannot affect the original condition of the product inside the packag-
ing;
- the new packaging clearly states who repackaged the product and the name of the 
manufacturer;
- the presentation of the repackaged product is not such as to be liable to damage the 
reputation of the trade mark and of its proprietor; thus, the repackaging must not be 
defective, of poor quality, or untidy; and
- the importer must give notice to the trade mark proprietor before the repackaged 
product is put on sale and, on demand, supply him with a specimen of the repackaged 
product, and which, if fulýlled, would prevent the proprietor from lawfully opposing the 
further commercialisation of a repackaged pharmaceutical product. 

As regards the condition that it must be shown that the repackaging cannot affect the 
original condition of the product inside the packaging, it is sufýcient, however, that the 
parallel importer furnishes evidence that leads to the reasonable presumption that that 
condition has been fulýlled. This applies a fortiori also to the condition that the 
presentation of the repackaged product must not be such as to be liable to damage 
the reputation of the trade mark and of its proprietor. Where the importer furnishes 
such initial evidence that the latter condition has been fulýlled, it will then be for the 
proprietor of the trade mark, who is best placed to assess whether the repackaging 
is liable to damage his reputation and that of the trade mark, to prove that they have 
been damaged.

6. Where a parallel importer has failed to give prior notice to the trade mark proprietor 
concerning a repackaged pharmaceutical product, he infringes that proprietor’s rights 
on the occasion of any subsequent importation of that product, so long as he has not 
given the proprietor such notice. The sanction for that infringement must be not only 
proportionate, but also sufýciently effective and a sufýcient deterrent to ensure that 
Directive 89/104, as amended by the Agreement on the European Economic Area, is 
fully effective. A national measure under which, in the case of such an infringement, 
the trade mark proprietor is entitled to claim ýnancial remedies on the same basis as if 
the goods had been spurious, is not in itself contrary to the principle of proportionality. 
It is for the national court, however, to determine the amount of the ýnancial remedies 
according to the circumstances of each case, in the light in particular of the extent of 
damage to the trade mark proprietor caused by the parallel importer’s infringement 
and in accordance with the principle of proportionality.
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To ýnd the full text of the national decisions mentioned in ECTA 
Flashes, please search the ECTA Info Database including the free 

Darts Europe Case Law database available on ECTAôs website in the 
membersô only section.

4Ā ECTA News

On 12 April 2007, Mireia Curell (President), Annick Mottet Haugaard (Second 
Vice-President) and Sandrine Peters (Legal Coordinator) met Jörgen Hölmquist, 
Director-General European Commission Internal Market and Services and Tom Marlow, 
Seconded National Expert Industrial Property in Brussels.

Discussion included,

- The steps to be undertaken further to the Commission’s communication to the 
European Parliament and the Council on the ñFinancial perspectives of the Ofýce for 
Harmonisation in the Internal Market (Trade Marks and Designs) dated 22 December 
2006”.

Reference was made 
o To the necessity to keep a reasonable equilibrium between the value of a Community 
Trade Mark and the value of a national mark. 
o To the necessity to keep a balance between the rights and interests of applicants and 
those of the holders of earlier rights. 
o To the necessity of an in-depth debate on the Community Trade Mark system and 
whether it still meets the needs of the users and provides the necessary 
complementarity between the different European trade mark regimes after 10 years of 
existence and the various EU enlargements.
For instance: What about the use obligation? Does the Council and Commission’s 
Statement providing that “use which is genuine within the meaning of Article 15 in one 
country constitutes genuine use in the Community” is still appropriate for a CTM 
covering 27 countries? 

- The preparation by the Commission of a strategy communication on Intellectual 
Property Rights including trade marks, designs and copyright which should be ready by 
early 2008. ECTA underlined its interest and willingness to contribute to the 
preparation of the communication. 

- The accession of the EU to the Hague Agreement. 

- Enforcement and criminal sanctions.

This meeting completes ECTA’s approach to the European Commission, which started 
with a former meeting held in Brussels on 15 March 2007 with Erik Nooteboom, Harrie 
Temmink and Benoît Lory. Both meetings took place on a friendly atmosphere and the 
parties expressed their willingness to continue a fruitful co-operation in the future.

4Ā1 ECTA meets with the Commission

The 17th session of the Standing Committee on the Law of Trademarks, Industrial 
Designs and Geographical Indications will take place from May 7 to May 11, 2007 at 
WIPO.

ECTA will be represented by Jan Wrede (Member of the Law Committee) and Sandrine 
Peters (ECTA Legal Coordinator).

4Ā2 WIPO




