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ECTA Gazette

If you would like to publish an Article in ECTA’s Gazette, please note that the deadline for submission for the 
next publication is August 15, 2007. Articles should be sent to Sandrine Peters at: sandrine.peters@ecta.org.

20th OHIM-Link meeting

The 20th ECTA-OHIM Link meeting will take place in Alicante on September 17, 2007.

Should you have any issues to be raised at this meeting, would you please send an e-mail, ASAP, to João 
Pereira da Cruz, Chair of the OHIM-Link Committee, at: jpcruz@mail.telepac.pt and/or to Sandrine Peters, 
ECTA Legal Coordinator at: sandrine.peters@ecta.org by July 31, 2007. 

    1Ā Law

1Ā1 Sweden
.SE launches domain names in Swedish 
minority languages.

ECTA Round Table

ECTA is organizing a Round Table in Brussels 

on September 7, 2007

ñNew Weapons in the Fight against Counterfeiting in the Heart of Europeò

The details of the Round Table are available on ECTA’s website 

under the “Conference/Round Table” section.

T-150/04 - TOSCA  vs TOSCA BLU ýg

No similarity as to the goods and question 
of well-known mark under 8.5 CTMR.

T-28/04 - TOSCA vs TOSKA LEATHER ýg

No similarity as to the goods and question 
of well-known mark under 8.5 CTMR.

T-192/06 - FLEX ýg  vs LURA-FLEX
Can the Board of Appeal take into account 
facts or evidence which had not been 
submitted in due time before the 
Opposition Division?

T-443/05 - PIRANHA vs Pira Nam ýg
The fact that goods are often sold in the 
same specialist sales outlets is likely to 
facilitate the perception by the relevant 
consumer of the close connection between 
them and strengthen.

    3Ā Case Law

3Ā1 Court of First Instance of the European 
Court of Justice

T-263/03 - TOSCA vs TOSKA

No similarity as to the goods and question 
of well-known mark under 8.5 CTMR.

    2Ā Ofýce Practice

2Ā1 OHIM

Update of OHIM Service Charter.

Update of the Guidelines webpage.

http://www.ecta.org/Round_Table/introduction.htm
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   4Ā ECTA news

4-1 OHIM E-Business meeting

Report.

4-2 ECTA Committee meeting

Reports

.SE launches domain names in Swedish minority languages

.SE (the Internet Infrastructure Foundation in Sweden)  is responsible for the Swedish 
Internet top-level domain, .se. As the central registry, .SE manages domain name 
registrations and the administrative and technical operation of the national domain 
name system. Today, more than 620 000 domain names are registered at .SE. The 
organisation’s more than 200 registrars are resellers of domain names.

Since 2003, it has been possible to register an internationalised domain name (IDN) 
at .SE, containing any of the letters å, ä, ö, ü or é. Today there are more than 70 000 
registered IDN domains at .SE. 

Now .SE launches the possibility to register domain names in all the ofýcial minority 
languages, as stated by Swedish law. In addition to the minority languages Finnish, 
Meänkieli, Sami, Romani and Yiddish, it will be possible to use the special characters 
of all the other Nordic countries, i.e. Danish, Norwegian, Faroe and Icelandic, in .se do-
mains. With the extension of IDN to cover the ofýcial minority languages, almost 200 
characters will be added to the current 42.

The sunrise period for the new IDN started July 4, 2007. Registered trade marks in-
cluding the new signs will have priority in the sunrise process.

To register a domain name including the new characters, a .SE registrar should be 
contacted.

For more information, please contact:
Anne-Marie Eklund Löwinder, .SE, phone: +46 8 452 35 17, anne-marie.eklund-
lowinder@iis.se
Malin Westlund, Communications Manager, .SE, phone: +46 8 452 35 27 or +46 70 
967 0340, malin.westlund@iis.se
www.iis.se

Reported by Ari-Pekka Launne, Member of the Internet Committee, Kolster Oy AB, FI

1Ā1 Doman Names

3Ā2 Domain names
EURid wins court case regarding Sunrise 
names with ampersands and special 
characters

1Ā Law
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OHIM Service Charter

The OHIM has updated its Service Charter for the 2nd quarter.

The updates can be found at:
http://oami.europa.eu/EN/userscorner/service_charter.htm

Please click on the following items to reach the updates.
· Accessibility Service Standards 
· Timeliness Service Standards
· Quality of decisions Service Standards 

Guidelines

OHIM has updated its webpage on Guidelines
See: http://oami.europa.eu/EN/mark/marque/direc.htm

Please note that:
1. Part C: Opposition has been split into smaller subparts.
2. Under the rubric ñGuidelinesò, OHIM used to have only the ýnal versions of the 
guidelines. Now some of them are drafts (it says which one), namely where OHIM does 
not have any ýnal versions of the document.
3. The old versions of the documents that have been replaced by drafts are reachable 
under the link “Archives” at the bottom of the page.

2Ā1 OHIM2Ā Ofýce 
Practice

3Ā1 Court of First Instance of the European Court of Justice3Ā Case Law

                                        
On relative grounds for refusal

1. Case: T-263/03
Date: 11 July 2007

Parties: Mülhens v. Conceria Toska and OHIM

Trade mark: 

          TOSCA           TOSKA

Earlier trade mark Community trade mark 
applied for

classes: 3 and 18

Contested decision: R 369/2002-2 dated 13 May 2003

Decision: 

1.Similarity of the goods

Perfumery products and leather goods within Class 18 cannot be considered similar 
(par. 28).

http://oami.europa.eu/EN/userscorner/service_charter.htm
http://oami.europa.eu/EN/mark/marque/direc.htm
http://curia.europa.eu/jurisp/cgi-bin/form.pl?lang=EN&Submit=Rechercher$docrequire=alldocs&numaff=T-263/03&datefs=&datefe=&nomusuel=&domaine=&mots=&resmax=100
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The existence of an aesthetically complementary nature between the goods at issue 
is not enough to establish similarity between those goods. For this to happen, the 
consumers must consider it normal that the goods are marketed under the same trade 
mark, which normally implies that a large number of producers or distributors of these 
products are the same  (par. 33).

2. Protection of  unregistered  well-known trade marks

The holder of an unregistered well-known trade mark within the meaning of Article  
6bis (1) of the Paris Convention cannot claim the protection offered by article 8(5) of 
Regulation No. 40/94 that protects trade marks having a reputation. This provision 
only applies to earlier trade marks in so far as they have been registered (para. 50).

2. Case: T-150/04
Date: 11 July 2007

Parties: Mülhens v. Minoronzoni and OHIM

Trade mark: 

          
          TOSCA           

Earlier trade mark Community trade mark 
applied for

classes: 3, 18 and 25

Contested decision: R 949/2001-1 dated 18 February 2004

Decision: 

1. Similarity of the goods

Perfumery products and leather goods within Class 18 cannot be considered similar 
(par. 31).

The same conclusion must be drawn concerning a comparison between perfumery 
products and clothing in Class 25 (par. 32)

The existence of an aesthetically complementary nature between the goods at issue 
is not enough to establish similarity between those goods. For this to happen, the 
consumers must consider it normal that the goods are marketed under the same trade 
mark, which normally implies that a large number of producers or distributors of these 
products are the same  (par. 37).

2. Protection of  unregistered  well-known trade marks

The holder of an unregistered well-known trade mark within the meaning of Article  
6bis (1) of the Paris Convention cannot claim the protection offered by article 8(5) of 
Regulation No. 40/94 that protects trade marks having a reputation. This provision 
only applies to earlier trade marks in so far as they have been registered (para. 55).

http://curia.europa.eu/jurisp/cgi-bin/form.pl?lang=EN&Submit=Rechercher$docrequire=alldocs&numaff=T-150/04&datefs=&datefe=&nomusuel=&domaine=&mots=&resmax=100


http://curia.europa.eu/jurisp/cgi-bin/form.pl?lang=EN&Submit=Rechercher$docrequire=alldocs&numaff=T-28/04&datefs=&datefe=&nomusuel=&domaine=&mots=&resmax=100

